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An Organization for the 
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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its seventy years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


CONSTRUCTIVE NOTICE AND CONCURRENT REGISTRATION 
By Walter J. Halliday’ 


As time goes on the importance of the proviso of Section 2 (d)* of the Lanham 
Act, permitting concurrent registrations, will necessarily decrease because of the 
operation of the constructive notice provision of Section 22. The nearer we ap- 
proach 100% registration of all marks, in the future, the fewer cases there will be 
where the facts will bring the parties within the terms of the proviso. 

At the present early stage of the Act’s effectiveness, it should have its greatest 
application because there are a large number of marks which have been used con- 
currently and lawfully ; and people have become entitled to continue such use be- 
fore anyone applied to register under this Act and before July 5, 1947, when, by 
its terms, registration under the Acts of 1881 and 1905 became constructive notice. 

You will have some index of the magnitude of this number, if you consider every 
case that has been brought in the Federal and state courts where the marks were 
similar and the goods were related and in which an absolute injunction was refused. 
These constitute a group which were judicially determined to be lawful concurrent 
uses.* So far as the parties to such cases are still in existence, and the use of the 
marks has continued in interstate commerce, adding, of course, the unlitigated but 
lawful concurrent uses, which may well outnumber the litigated uses, you have a 
rough measure of the number of potential candidates for concurrent registration. 


Copyright 1947 by Walter J. Halliday. 

1. This article is bused on portions of the lecture given by the author at the Practising Law 
Institute, Fall 1947 Session, in the course on Trade-Marks and the Lanham Act. Wallace H. 
Martin, Esq. and the author, both of the New York Bar, are preparing a text on the new Trade- 
Mark Law. 

2. Provided, That the Commissioner may register as concurrent registrations the same or 
similar marks to more than one registrant when they have become entitled to use such marks 
as a result of their concurrent lawful use thereof in commerce prior to any of the filing dates 
of the applications involved and the Commissioner or a court on appeal determines that confusion 
or mistake or deceit of purchasers is not likely to result from the continued use of said marks 
under conditions and limitations as to the mode or place of use or the goods in connection with 
which such registrations may be granted which conditions and limitations shall be prescribed in 
the grant of the concurrent registrations thereof; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions and limitations when a court has finally deter- 
mined that more than one person is entitled to use the same or similar marks in commerce. The 
Commissioner shall give not less than thirty days’ written notice to all applicants, registrants, 
and users specified by any of the parties concerned of any application for concurrent registra- 
tion and of the time and place of the hearings thereon. When the Commissioner decides to 
grant a concurrent registration the proposed registration shall be published in the Official Gazette 
of the Patent Office and the application shall be subject to opposition as hereinafter provided in 
this chapter for other applications to register marks. Concurrent registrations may be ordered 
by a court in an action under the provisions of Section 63 of Title 35, under such conditions and 
limitations as the court considers proper in accordance with this chapter. (15 U. S. C. A. 1052) 

3. Registration of a mark on the principal register provided by this chapter or under the Act 
of March 3, 1881, or the Act of February 20, 1905, shall be constructive notice of the registrant’s 
claim of ownership thereof. (15 U. S. C. A. 1072) 

4. See cases cited in “Concurrent Registrations Under the New Trade-Mark Law,” by the 
author, in 37 T.-M. R. 243, at pp. 244-248. 
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This is true, at least as of the effective date of the Act,° unless, as has been sug- 
gested by some authorities, the registrations under previous Federal statutes should 
be interpreted as giving constructive notice, or section (2) (d) of the present Act 
be interpreted retroactively.° It is respectfully submitted that neither should be 
so interpreted. 

First, as to a registration under the 1881 Act, the Sixth Circuit Court of Ap- 
peals, in 1915, held in so many words that it was not constructive notice in United 
Drug v. Rectanus. There the Court said: 

Registration under the Federal Trade-Mark Act is not expressly made notice of rights 
claimed, and so it cannot as a matter of law be called a constructive notice; and yet that 

it in fact tends to give notice is well known.’ 

The Supreme Court affirmed without discussing this point.* 

In connection with the effect of a registration under the 1905 Act, some dis- 
cussion has now arisen as to what the state of the law was on the question of con- 
structive notice as against concurrent users in interstate commerce. 

So far as an intrastate concurrent use was concerned, the question was put at 
rest by the Supreme Court decision, in 1929, in United States Printing & Lithograph 
Company v. Griggs, Cooper & Co.’ There the plaintiff had a 1905 registration cov- 
ering “Home Brand” for groceries which it sold in various northwestern states. 
Defendant used the mark on labels for groceries sold only in Ohio, where plaintiff 
had not sold; and no interference with interstate or foreign commerce was alleged. 
The Supreme Court of Ohio held that it was the purpose of the Federal Trade- 
Mark Act of 1905 to protect the trade-mark rights of the registrant in all the states, 
even in advance of the establishment of trade therein, thereby giving the Federal 
registration the effect of constructive notice as against the innocent local user.” 
However, the Supreme Court of the United States reversed. Mr. Justice Holmes 
reviewed the history of Federal trade-mark legislation and held that trade-mark 
rights were still to be determined upon common law principles and that as to the 
1905 Act, “More obviously still it does not enlarge common law rights within a 
State where the mark has not been used.’ 

In General Banking Co. v. Gorman,” which is cited by Mr. Justice Holmes, 
plaintiff had begun to use “Bond” in Rochester, in 1915, as a trade-mark for bread ; 
and, in 1916, had registered that mark under the 1905 Act. 

Plaintiff had been doing business in Rhode Island since 1911 but did not intro- 
duce its “Bond” bread there until 1921. In the meantime, defendant had begun to 
use the mark “Liberty Bond” on bread, in Rhode Island, in August, 1917. 


5. July 5, 1947. 

6. J.e., by construing “prior to any of the filing dates of the applications involved,” in cases 
where an applicant for concurrent registration is met by an 1881 or 1905 Act registration, as re- 
quiring that the concurrent use commence prior to the filing date of the application for the old 
registration under the 1881 or 1905 Act. 

7. 226 F. 545, 553 (C. C. A. 6—1915). 

8. 248 U. S. 90 (1918). 

9. 279 U. S. 156 (1929). 

10. 119 Ohio St. 151; 18 T.-M. R. 486. 

11. 279 U. S. 156, 158, 159 (1929). 

12. 3 F. (2d) 891 (C. C. A. 1—1925). 
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Affirming the dismissal of the complaint, the First Circuit Court of Appeals 
said: 


Plaintiff’s learned counsel contend that the federal registration of its trade-mark in 1916 
gave it a practically unlimited right of expansion so that local bakers were thereafter 
charged with knowledge of its purpose to introduce in their communities “Bond” bread, 
and were therefore prevented from adopting any trade-name which might conceivably in- 
fringe upon the “Bond” trade-mark. This contention, on analysis, falls little short of 
making federal registration of a trade-mark the equivalent of a patent or a copyright—a 
far-reaching proposition we cannot adopt. Nothing is better settled than that rights in 
trade-marks are of common-law origin, and are always “appurtenant to an established busi- 
ness or trade in connection with which” they are employed. See Trade-Mark cases, 100 
U. S. 82, 25 L. Ed. 550; Ainsworth v. Walmsley, L. R. 1 Eq. 518, 524. 

Rhode Island cannot be deprived of the power to protect its citizens in the good will of 
their business by federal registration of a trade-mark for interstate commerce. Compare 
the pungent observations of Mr. Justice Holmes in his concurring opinion in the Han- 
over Milling case, 240 U. S. 425, 426, 36 S. Ct. 357, 60 L. Ed. 713. The defendant has as 
much right to expand as has the plaintiff. In Rhode Island its rights to “Liberty Bond” 
or any similar mark on bread are superior to the plaintiff’s rights. Registration for inter- 
state use is not even notice of a purpose “to expand” by building local plants as centers of 
intrastate trade. Even if it were notice, it would have no effect on a right that “grows 
out of its use, not its mere adoption.” 248 U. S. 97, 39 S. Ct. 48. Compare Waldes v. 
International Manuf'rs’ Agency (D. C.), 237 F. 502, 504.1% 


As to concurrent use of marks in interstate commerce, the Supreme Court has 
never held that a 1905 Act registration was not constructive notice. Perhaps some 
argumentative implication may be drawn from the lack of such a specific ruling 
by the Supreme Court, but it seems clear that the weight of authority, both by way 
of judicial decision and the opinion of the experts in the field, was, and still is, that 
1905 Act registrations were not constructive notice in either the case where the sec- 
ond-coming honest concurrent user was engaged in local, or where he was engaged 
in interstate commerce. 

In Standard Brewery Co. v. Interboro Brewing Co.," in 1916, plaintiff was the 
owner of a 1905 Act registration covering “Bismarck” for beer sold in Baltimore 
and vicinity and to the West Indies since 1904. Defendant had begun to use the 
same mark on beer, in interstate commerce, in the vicinity of New York. 

The District Court concluded that both parties were entitled to continue selling 
under the mark in their own territories and dismissed the complaint.” The Second 
Circuit Court of Appeals reversed and Judge Lacombe said: 


4 


The rights which a person obtains by registration of a trade-mark under those statutes 
are coterminous with the territory of the United States.’® 


Judge Lacombe cited no authority. Under such circumstances, it is difficult to 
determine the source of his conclusion. If the effort to trace back this language 


13. General Baking Co. v. Gorman, 3 F. (2d) 891, 893-894. See also: Bisceglia Bros. Cor- 
poration v. Fruit Industries Limited, 20 F. Supp. 564 (E. D. Pa.—1937). 

14. 229 F. 543 (C. C. A. 2—1916). 

15. Standard Brewing Co. v. Interboro Brewing Co., Inc., Transcript of Record on Appeal, 
p. 163. 

16. 229 F. 543, 544 (C. C. A. 2—1916). 
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in the books is worth anything, it may be derived from the language of Kidd v. 
Johnson, where the Court said: 


The right to use the trade-mark is not limited to any place, city or state, and, there- 
fore, must be deemed to extend everywhere. 


That language of the Supreme Court has been quoted by lawyers and other 
courts, apparently under the misapprehension that it was a statement of a proposi- 
tion of law. The fact is that in Kidd v. Johnson the Supreme Court was constru- 
ing the effect of an instrument of transfer from one Pike to his successors, who 
were the plaintiff's predecessors. Therefore, the language of Mr. Justice Field, in 
Kidd v. Johnson, amounts to no more than a finding that the conveyance involved 
was without limitation as to territory. 

Another possible explanation may arise from the manner in which the question 
was briefed by the parties and the following coincidence. In Eiseman v. Schiffer,”® 
a suit involving infringement of the registered mark “Radium” for silk, which was 
dismissed because the assignment by plaintiff’s predecessor was held defective 
and to have worked an abandonment, there is an unsupported dictum by Judge La- 
combe, then on the District Court bench, as follows: 


Every manufacturer and dealer must be held to be informed as to the registration—that 
is what registration acts are for—as in the case of a technical trade-mark, which this is, 
intent is immaterial. 


Plaintiff-appellant, in its brief before the Circuit Court of Appeals, in the case 


of Standard Brewery Co. v. Interboro Brewing Co.,”° argued that registrations un- 
der the 1905 Act constituted constructive notice, territorially projecting the rights 
of the registrant in advance of its trade, but cited no authority except a portion of 
Judge Lacombe’s dictum in Eiseman v. Schiffer, as follows: 


Every manufacturer and dealer must be held to be informed as to the registration— 
that is what registration acts are for.”° 


The brief of the defendant-appellee did not even discuss the point. 

Whatever may have been the source of Judge Lacombe’s language, it now ap- 
pears that the most that can be said for it is, that in this instance the mere ipse dixit 
of a great judge has not prevailed. 

In the Tillman & Bendel v. California Packing Corporation™ case, in 1933, no 
contention that federal registrations constituted constructive notice appears to have 
been made. However, in view of the prior litigation between the parties in the 
Patent Office and the Court of Customs and Patent Appeals,” which the pleadings 
set forth in full,” it was certainly well enough known to the litigants and the courts 


17. 100 U. S. 617, 619 (1879). 

18. 157 F. 473, 475 (S. D. N. Y.—1907). 

19. 229 F. 543 (C. C. A. 2—1916). 

20. Complainant—appellant’s Brief, p. 19. 

21. 63 F. (2d) 498 (C. C. A. 9—1933). 

22. 40 F. (2d) 108 (C. C. P. A—1930). 

23. See Tillman & Bendel v. California Packing Corporation, Transcript of Record on Ap- 
peal: The Complaint alleged the Patent Office proceedings in which plaintiff was successful (R. 
pp. 7-8) and the decisions of the Examiner of Interferences and Commissioner of Patents were 
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that California Packing Corporation was the owner of numerous registrations of 
“Del Monte” for about 150 food products, which the Court of Customs and Patent 
Appeals had held were goods of the same class as coffee.* Nevertheless, the actual 
outcome of the litigation, which went through the Ninth Circuit Court of Appeals, 
was that California Packing Corporation was enjoined from using “Del Monte” on 
coffee in six western states,” and Tillman & Bendel was enjoined from using the 
mark on coffee outside of those six states. Thus two zones of interstate use were 
set up, one including six states for Tillman & Bendel, and one including forty-two 
states for California Packing Corporation, in which each was free, under the court’s 
decree, to continue using the same mark on coffee. 

In 1937, another “Bond” bread case came up; this time in the Seventh Circuit.” 
By that time plaintiff, owner of a 1905 Act registration, covering ‘““Bond” for bread 
had sold in twenty-five states, but not in Chicago or in any market in competition 
with defendant. 

Defendant had begun to use “Goldblatt’s Bond,” in 1931, on razor blades, shav- 
ing cream and cigars and thereafter extended its use to 300 items, including bread, 
sold in its six department stores in Chicago, one in Joliet, one in Hammond and one 
in Gary. Thus, defendant’s marketing area was small, since it was confined to a 
fifty-mile radius from Chicago, but it included interstate commerce between Illinois 
and Indiana.” 

The District Court had denied relief on the rather surprising ground that the 
marks were not confusingly similar. However, the Seventh Circuit Court of Ap- 


peals found it unnecessary to pass on that point, because it held that the plaintiff 
had no right to complain of defendant in a territory which plaintiff had not occupied. 

In affirming the denial of an injunction and dismissal of the complaint, the Court 
said: 


The purpose of a trade-mark is to identify the business in connection with which it is 
used. It will be protected only when used in connection with a business, for trade-marks 
and the rights to their exclusive use are property rights only in the sense that the right 
to one’s trade and the good will that follows from it free from unwarranted interference 
by others is a property right. A trade-mark is an instrumentality for the protection of 
such property right, and the right grows out of its use in trade, not merely out of its adop- 
tion. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713; 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141. Con- 
sequently it is generally recognized that protection of a trade-mark has territorial limita- 
tions coincident with the limitations of the trade which it is presumed to protect. In mar- 
kets to which the use of the trade-mark has extended and in which its meaning has be- 


attached as Exhibits to the complaint (R. pp. 15-23); the Answer set up defendant’s federal 
registration (R. p. 35); Amendment to the Supplemental Answer set up the reversal of the 
Commissioner of Patents by the Court of Customs and Patent Appeals (R. pp. 84-85) and at- 
tached as Exhibits, copies of the papers in the prior proceedings (R. pp. 87-94) and the opinions 
of the Judges of the Court of Customs and Patent Appeals (R. pp. 94-121), which are reported 
in 40 F. (2d) 108. 

24. 40 F. (2d) 108 (C. C. P. A—1930). 

25. California, Oregon, Washington, Montana, Nevada and Arizona. 

26. General Baking Co. v. Goldblatt Bros., Inc., 90 F. (2d) 241 (C. C. A. 7—1937) ; Cf. Gen- 
eral Baking Co. v. Gorman, 3 F. (2d) 891 (C. C. A. 1—1925). 

27. Defendant had one plant at which it manufactured the bread, which it sold under the 
mark “Goldblatt’s Bond” in Illinois and Indiana (R. pp. 82-83). 
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come known, the manufacturer whose trade is pirated by infringing use will be entitled 
to protection and redress. But his monopoly does not extend to markets that his trade 
has never reached, where the mark signifies not his goods but those of another, for, in the 
end, it is the trade and not the mark that is to be protected. The trade-mark itself knows 
no territory or boundary but extends to all markets where the trade which it is supposed 
to protect exists but the mark of itself cannot travel to markets where there is no article 
to wear the badge and no trader to offer the article. Hanover Star Milling Co. v. Metcalf, 
supra. 

Where two parties independently employ the same markings upon goods of the same 
class but in separate markets wholly remote the one from the other, there is no question 
of prior appropriation. Thus the Supreme Court said in United Drug Co. v. Theodore 
Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 51, 63 L. Ed. 141: “. . . . the adoption of a 
trade-mark does not, at least in the absence of some valid legislation enacted for the pur- 
pose, project the right of protection in advance of the extension of the trade, or operate 
as a claim of territorial rights over areas into which it thereafter may be deemed desirable 
to extend the trade.” 

Here the evidence indicates clearly that the markets in which appellant sells its bread 
under the mark “Bond” are wholly remote from the market in which appellee sells its 
bread under the mark “Goldblatt’s Bond.” Appellant’s market in Illinois covers a radius 
of about fifty miles in the vicinity of St. Louis and in Indiana fifty to seventy-five miles 
in the vicinity of Indianapolis. No part of appellant’s trade reaches the Chicago territory 
occupied by appellee.”* 


Then, in 1945 the Eighth Circuit Court of Appeals also dealt with two con- 
current uses in interstate commerce in Griesedieck Western Brewery Co. v. Peoples 
Brewing Co.,” which came up from the District of Minnesota.” Plaintiff owned 
a 1905 registration covering “Stag” for beer, sold in interstate commerce since 1908 
in about twelve states. 

Defendant had begun to sell beer marked “Stag” in 1938 in Minnesota and in 
interstate commerce to Wisconsin. Neither had ever sold in the other’s territory 
and the trading areas of the two breweries were five hundred miles apart. 

In dismissing the complaint, the District Court said: 


The original right to the exclusive use of a trade-mark was not based upon any statute 
but upon principles of equity ; “and the right is acquired, not by discovery or invention or 
registration, but by adoption and use.” G. & C. Merriam Co. v. Saalfield, 6 Cir., 198 F. 
369, 372, affirmed 241 U. S. 22, 36 S. Ct. 477, 60 L. Ed. 868. 

In a recent case, Walgreen Drug Stores v. Obear-Nester Glass Co., 8 Cir., 113 F. 
(2d) 956, 960, certiorari denied Obear-Nester Glass Co. v. Walgreen Drug Stores, 311 
U. S. 708, 61 S. Ct. 174, 85 L. Ed. 459, the court said: 


“Mere registration under the Federal Act does not create a trade-mark and confers no 
new rights to the mark claimed, nor, indeed, any greater rights than already existed at 
common law without registration.” 

. * . 


Although the Supreme Court has not directly passed upon the interstate effect of 
federal registered trade-marks from the language in the above cases it would appear that 
the act made no substantial change from the rights that existed at common law. . . .™ 


. 90 F. (2d) 241, 242 (C. C. A. 7—1937). 
. 149 F. (2d) 1019 (C. C. A. 8—1945). 

. 56 F. Sup. 600 (D. Minn.—1944). 

. Ibid., 56 F. Sup. 600, 602. 
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The District Court states that this was not the view taken in Standard Brewery 
Co. v. Interboro Brewing Co., and after quoting Judge Lacombe’s statement,” 
points out that 


No authority is cited in support of this proposition and the Court proceeds to dispose 
of the case as if the statement were axiomatic. . . . 


The District Court also points out that certiorari was granted in the Standard 
Brewery case but dismissed without argument ; and notes that apparently the only 
case since then which has discussed the Standard Brewery case is Arrow Distilleries, 
Inc. v. Globe Brewing Co., in which the District Court* followed the Standard 
Brewery case and the Fourth Circuit Court of Appeals* reversed on other grounds, 
without commenting on this phase of the case. 

In affirming the District Court of Minnesota in the Griesedieck Western Brewery 
case, the Eighth Circuit Court of Appeals said: 


Plaintiff’s trade-marks have doubtless come to indicate the origin or ownership of its 
product to which they are affixed in the territory where its product has been advertised and 
sold, but the mere registration of a trade-mark does not in itself confer any greater rights 
than existed at common law without registration. The registration of a trade-mark is a 
method of recording for the protection of dealers, the public and owners of trade-marks. 
But the trade-mark, not being created by registration, is inseparable from the good will 
of the business of its possessor. The right to its exclusive use is bottomed on priority 
of appropriation. . . . The mere adoption of a trade-mark does not have the effect of 
preempting and preserving as a claim of territorial rights over territories into which the 
owner may thereafter desire to extend his trade. It is only where the trade goes attended 
by the use of the mark that the right of the owner of the trade-mark is protected as against 
the sale by others of their product similarly labeled. A trade-mark cannot be divorced 
from the good will of its owner, and it confers no right in the abstract... .*° 


Registrations under the 1881 and 1905 Acts, together with Lanham Act registra- 
tions on the principal register, are expressly made constructive notice by Section 22 
of the Lanham Act.** That Section 22 was making a change in the law by making 
Federal registrations constructive notice, is shown by the testimony at the hearings 
on the Lanham bill and its predecessors, before the Congressional Committees, given 
by proponents of the bills and experts in the field. 

By way of background, from the days of the Vestal Bill, in 1932, Mr. Karl 
Fenning, of Washington, D. C., a former Assistant Commissioner of Patents, said: 


“Mr. Fenning. .. . . I believe that one thing which will do more good than 
anything else will be a provision in the statute which will give the registrant exclu- 
sive right to his mark in interstate commerce. 


32. 229 F. 543, 544 (C. C. A. 2—1916) ; Vd. supra, p. 113. 

33. 30 F. Sup. 270 (D. Md.—1939). 

34. 117 F. (2d) 347 (C. C. A. 4—1941). 

35. 149 F. (2d) 1019, 1022. 

36. This constructive notice provision, of course, took effect as of the effective date of the 
Act, July 5, 1947. 

37. Some of the reports of the Congressional Committee hearings are now out of print and 
therefore it seems desirable to include more extensive quotations than otherwise might be re- 
quired. 
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One of the difficulties at the present time is that under the common law, without 
detouring into any ramifications, without going into anything else—at the present 
time a man may have a registration in the United States Patent Office on his trade- 
mark. In spite of that fact it may be that two other men have a right to use that 
mark in interstate commerce. A man registering may be the first one who has ever 
used the mark. He uses it in the New England States. He has gone across the 
State border, and being the first one to use, has the right to register. Nevertheless, 
a man on the Pacific coast may be using that same mark all up and down the 
Pacific coast. Another man may be using it in the Middle West. 

The Chairman. Has he any redress? 

Mr. Fenning. He has no redress, because the common law says, in the words 
of Justice Holmes: 


The mark can go only where there are goods to wear the badge. If a man 
has adopted his mark and uses it in the New England States, he has no right 

to that mark in trade anywhere else if some one else adopts that same mark 

and uses it in some other part of the United States before the New England 

registrant gets to that point. 

The second adopter, but the first user, legally has the right there. I think it 
would be an advantage if we would say to every man in the United States if a mark 
is registered in the United States Patent Office for interstate commerce then he can 
adopt or use that mark in interstate commerce in any other part of the country. 

The Chairman. You would give him the exclusive privilege for the United 
States ? 

Mr. Fenning. Quite so. 

Mr. Vestal. The reason for that is the fact that the New England man does 
not trade on the Pacific coast. That is the way it grew up. 

Mr. Fenning. That is the way it grew up.”* 


In 1939, Mr. Edward S. Rogers, of New York and Chicago, answering a ques- 
tion by the late Assistant Commissioner Frazer as to the effect of Section 22, said: 


“Mr. Rogers. .. . . the Supreme Court in the case of Rectanus v. United Drug 
Co... . . said that registration in the Patent Office is not notice; that the actual 
notice had to be shown. 

Now the purpose of all registration and recording acts is notice and, frankly, 
this paragraph was put in to make it notice, as it ought to be. 

Mr. Lanham. In the light of that decision? 

Mr. Rogers. In the light of that decision.” 


In 1942, Mr. Wallace H. Martin, of New York, since Chairman of the Trade- 
Mark Committee of the American Bar Association, said: 


“Mr. Martin. .. . . Section 22 of this present bill provides that: 
Registration of a mark on the principal register provided by this Act 


38. 72nd Cong., February 8-9, 1932, pp. 67-68. 
39. 76th Cong., H. R. 4744, March 28-30, 1939, p. 125. 
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. Shall be constructive notice of the registrant’s claim of ownership 
thereof. 

Now, no such provision occurs in the 1905 Act. This is an innovation. . 

Senator Lucas. Let me ask you this: What protection would I have at the 
present time, under the present law, if I registered a trade-mark in the Patent Office 
and there was an infringement or duplication, we will say, in Seattle, Wash., and 
the fellow did not know anything about it, we will say? 

Mr. Martin. You would not have any protection. 

Senator Lucas. What protection would I have. under this bill? 

Mr. Martin. Under this provision, the man in Washington would have con- 
structive notice. I am assuming that he began to use his mark in Washington 
subsequent to the passage of this act, or subsequent to the time the act became 
effective. In that event he would have constructive notice of your registration, and 
then he would not be an innocent user, and the court would charge him as being 
a party having knowledge of this claimed use. 

Now, under the present statute, if you have a registration, your registration 
gives you no advantage over your actual use, and if you had not used it in Cali- 
fornia or Washington, that man out there would have common law rights and he 
would be entitled to go ahead and use it. 

Senator Lucas. Your contention is, under this new law, if I register a patent 
here in the city of Washington, that that is constructive notice to the fellow in the 
State of Washington if he wants to, innocently, say, use the same thing, and if it is 
found out, that the court would restrain or enjoin him? 

Mr. Martin. The court would restrain him as user of the mark with knowledge. 

Now, you understand, so far as trade-mark users are concerned, who have used 
their marks prior to the date this act would become effective, this act very carefully 
preserves their common-law rights so that constructive notice does not become 
effective against anybody who has used it prior to the effective date. 

Senator Lucas. Only the new applicants. 

Mr. Martin. That is right.” 

In 1944, Mr. Earl H. Thomson, of Boston, speaking of the then pending Lan- 
ham Bill, said: 


“Mr. Thomson. .. . . Let me point out another important change in our law. 

A man comes to my office and wants to adopt and use a certain trade-mark in 
New England. I tell him that if he does not know of the use of that mark in that 
territory he can go ahead and adopt it. I tell him that there may be a registration 
of the same mark in the Patent Office in Washington by somebody in Illinois, but 
if that man is not using the mark in New England my client may adopt and use 
the mark in New England. If he searches the records in Washington and finds 
that registration, then he will know about it and he would not be adopting it in good 
faith and he should not adopt it. But if he does not search, if he just goes ahead 
and adopts and uses it, then he may avoid trouble. 


40. 77th Cong., S. 895, December 11, 1942, pp. 13-14. 
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That is a bad situation. That is what is occurring at the present time. People 
are adopting marks without searching the records or investigating. 

This bill will make the registration notice. This bill will require a search of 
the records at Washington. . . .* 

ae ee 

“Under the present law a man gets his registration and begins to expand 
throughout the country. Then somebody else in some other part of the country 
adopts the same mark. He does not search the records. The registration is not 
under the present law notice to him. . . .”* 


There appear to be no specific references in the hearings, to the words “prior 
to any of the filing dates of the applications involved.” However, there are refer- 
ences to the functioning of the provisions for concurrent registration under the 
new Act from which it is clear that this phrase should be interpreted prospectively.“ 

At the 1944 hearing, Mr. Earl H. Thomson, of Boston, said, in pointing out 
the changes which the bill would make in the law: 


“Mr. Thomson. .. . . We have adopted a concurrent registration. One man 
has a registration and is using it in only one part of the country. Another man is 
using it in another section of the country. Both have rights in their territories. 
Both should be able to register at the Patent Office. 

Everyone of the many changes in the law that we have set forth in this bill is 
based upon factors like that.” 


At the same Hearings in 1944, Mr. Henry J. Savage, of New York, said with 
respect to Section 2 (d) : 


“Mr. Savage. .. . . under the present law there is little incentive to register 
each trade-mark in the Patent Office, and there are thousands and thousands of 
marks which are not registered, and because there was no place to search to find 
who was using the marks, A in good faith adopts a mark in one section of the 
country and B adopts a mark in another section. They build up their business and 
they both cross state lines. Under the present law only the one who first adopted 
the mark, even though he may have used it in a very limited territory, is the one 
that can register that mark. The other one cannot. 

The present bill is designed to give trade-mark owners an incentive to register 
in the Patent Office, because they now get some substantive rights which they did 
not have before. We believe that the bill will cause them all to register as soon as 
they adopt trade-marks. It will afford a place where those who are establishing 
a business and want to use a mark can go and make a search and find out whether 
or not the mark is available for their use. But that would not take care of concurrent 
users at the present time, as they have grown up under our existing law. So this 
provision was put in, that where two users of the mark concurrently in different 


41. 78th Cong., H. R. 82, November 15-16, 1944, p. 130. 

42. Ibid., p. 43. 

43. In some instances, these and the discussions of the constructive notice provision overlap. 
44. 78th Cong., H. R. 82, November 15-16, 1944, p. 130. 
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parts of the country adopt a mark and use it in good faith each may register it 
for his limited territory. 

Senator Pepper. What section is that? 

Mr. Savage. Section 2(d).. .. This is only to take care of a situation 
which will exist only temporarily. After this bill becomes law we cannot have two 
users acquiring ownership in different parts of the country. Those situations will 
not arise, or there will be no new ones arise, after this becomes law. This is only 
to take care of situations which now exist. After this bill becomes law, the man 
who first adopts his mark and registers it in the Patent Office gets an exclusive 
right to use it throughout the United States, and no one else can secure a registra- 
tion unless he adopted the mark, and used it in his territory before the registrant 
first filed his application. 

x * x 

Mr. Savage. No man knows when he adopts a trade-mark how extensive his 
business will become. It may spread over the whole country, or it may not. But 
once the mark goes on the register, then that is notice to everyone in the United 
States that he has registered that mark, and anyone adopting that same mark 
afterward does so at his peril. That situation does not exist today, and the con- 
current registration is to take care of the present situation.”** 


In 1939 Mr. Edward S. Rogers, of New York and Chicago, explained the opera- 
tion of the concurrent registration provisions of the Lanham bill as follows: 


“Mr. Rogers. It frequently happens two applicants come in with like or similar 
marks, who are using them in different sections of the country, or in such a way 
that they do not conflict. Each party is really entitled to registration of it and here 
some authority is given to fix the limitations as to the use or mode of displaying, or 
something of that kind, that would prevent confusion. This was drafted to take 
care of that situation. It is a paraphrase of a section of the British act that has 
worked very well. . . .”* 


If “prior to any of the filing dates of the applications involved,” is construed 
to embrace applications which have long since matured into 1881 Act registrations, 
for example, the net effect, so far as applicants for concurrent registration are con- 
cerned, will be to make registrations under that Act constructive notice, as of their 
filing dates. To do so, disregards the fact that section 22 of the Lanham Act con- 
tains no retroactive provision and was clearly intended to take effect only when the 
Lanham Act became effective on July 5, 1947. 

Further, granting that this phraseology of the proviso is unhappy and subject 
to criticism as ambiguous, the purpose of the proponents and draftsmen of the Act 
seems clear from the testimony at the hearings. What the framers of the proviso of 
section 2 (d) said that they had in mind, was to take care of all the concurrent uses, 
which had grown up with the sanction of the prior law and which were in existence 
at the effective date of the Act. Such concurrent users were all considered as en- 


45. 78th Cong., H. R. 82, November 15-16, 1944, pp. 45-46. 
46. 76th Cong., H. R. 4744, March 28-30, 1939, pp. 118-119. 
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titled to registration ; and to take care of the situation, they were all to be brought 
on the register under appropriate limitations and conditions. This cannot be done 
by limiting the construction of the proviso so as to cover only those concurrent uses 
which have existed since prior to 1881 or 1905, and hence began prior to the filing 
dates of any registrations of similar marks under the old statutes. Such a piece- 
meal job was not intended by Congress and is not required by the admittedly un- 
fortunate phrasing of the proviso. However, the legislative intent can be fulfilled 
by interpreting “prior to any of the filing dates of the applications involved” pro- 
spectively. Thus lawful concurrent use beginning prior to the filing dates of ap- 
plications under this Act or prior to July 5, 1947, when 1881 or 1905 Act regis- 
trations are involved, will entitle the concurrent user to registration where confu- 
sion can be avoided by appropriate conditions and limitations. 

At the annual meeting of the Patent, Trade-Mark and Copyright Law Section 
of the American Bar Association at Cleveland, in September, 1947, the construc- 
tion of this provision was discussed. The Trade-Mark Committee of the Section 
took the position that this phrase of the proviso should be interpreted prospectively, 
and that amendment of the Act was not required. However, for purposes of 
clarification, and in order to change the pivotal date from the filing date to the date 
of publication, the Trade-Mark Committee recommended the following amendment, 
which was approved by the Patent, Trade-Mark and Copyright Law Section: 


“Amendment to Lanham Act. 
‘Resolved, That the Section approves the principle that registrations based on 
concurrent lawful use may be granted only if the applicant’s use commenced : 


(1) prior to the date of publication in the Official Gazette of the same 
or a confusingly similar mark registered after July 5, 1947; or (2) prior to 
July 5, 1947 in cases where the same or a confusingly similar mark is regis- 
tered under the Act of 1881 or the Act of 1905.’ ’’* 


The advantages of having the date of publication, rather than the filing date, 
control, seem obvious.” Section 22 of the new Act makes registration constructive 
notice. Therefore, it is logical to deprive an applicant for concurrent registration 
of his position as an innocent user without notice after an application for registra- 
tion of the same or a similar mark has been published in the Official Gazette. There- 
after he has had an opportunity to learn about it by checking the official records. 
Otherwise, as the statute now stands, we attribute knowledge to him after the filing 
date of an application, which is confidential until published, and which he could 
not possibly discover even if he searched the official records. 

A bill incorporating the substance of the amendment to the proviso of section 
2 (d), as proposed by the Trade-Mark Committee of the American Bar Association 
and approved by the Patent, Trade-Mark and Copyright Law Section, is now pend- 


47. Proceedings not yet published. 
48. No explanation as to why the filing date was written into the bill in the first place ap- 
pears to have been offered. 
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ing in Congress. The first section of the bill (S. 1919), which was introduced on 
December 19, 1947, by Senator Albert W. Hawkes, of New Jersey, provides: 


“That subsection (d) of section 2 of the Act . . . . approved July 5, 1946 
(60 Stat. 427), is amended in respect of the proviso thereof by striking the words 
‘prior to any of the filing dates of the applications involved’ and inserting in lieu 
thereof the following: ‘prior to the date of publication in the Official Gazette of the 
same or a confusingly similar mark registered after July 5, 1947, under this Act or 
under the Act of February 20, 1905, or prior to July 5, 1947, in cases where a valid 
registration of the same or a confusingly similar mark granted under the Act of 
March 3, 1881, or the Act of February 20, 1905, continued in full force and effect 
on that date.’ ’” 


Senator Hawkes’ Bill, containing the above and proposals to amend other sec- 
tions of the Lanham Act,” has been referred to the Senate Committee on the Judi- 
ciary and it is expected that hearings will be held in the near future. 

In conclusion, here is an interesting question. Will the constructive notice pro- 
vision of Section 22, combined with the present language of the proviso of Section 
2 (d) as to “concurrent lawful use . . . . in commerce prior to any of the filing 
dates of the applications . . . .,”’ or combined with the language of the proposed 
clarifying amendment, eliminate all possibility of concurrent registration in the fu- 
ture where the second comer’s use has begun after the other concurrent user has 
registered under the Lanham Act? To take the simplest case, will that combina- 
tion prove insurmountable even where the prior registrant consents ? 

It is difficult to forecast how the statute will be construed. It may be argued that 
even under the 1905 Act the consent of the registrant was immaterial and that this 
is an a fortiori case. However, the reasoning of the 1905 Act decisions was that 
since the Act contained an express prohibition against registering marks identical 
with or confusingly similar to registered or known marks,” and made no provision 
for concurrent registration, the parties, by their consent, could not enlarge the statu- 
tory powers of the Commissioner.” Now the Lanham Act provides the vehicle, 
by expressly permitting concurrent registration of identical or similar marks, un- 
der restrictions which will eliminate the likelihood of confusion. Therefore, it is 
difficult to assign any sound reason as to why the Commissioner should not have 
power to issue concurrent registrations, upon the consent of the prior registrant, 
where it is found that no likelihood of deception of the public exists. 


49. S. 1919, 80th Cong., Ist Session. 

50. The other amendments to the Lanham Act, proposed by S. 1919, are to sections: 9 (Re- 
newals) ; 14 (Cancellation) ; 15 (“Incontestability”) ; 32, 33 and 35 (Remedies and Defenses) ; 
and 45 (Construction and Definitions). 

For the most part these other proposed amendments to the Lanham Act, contained in Senator 
Hawkes’ Bill, were approved about a year ago by the American Bar Association, the Lawyers’ 
Advisory Committee and Board of Directors of the United States Trade-Mark Association, and 
the Board of Governors of the New York Patent Law Association. 

51. 15 U. S.C. A. 85. 

52. Philadelphia Inquirer v. Coe, 133 F. (2d) 385, 387 (C. A. D. C., 1942); Application of 
Laskin Brothers, 146 F. (2d) 308, 309 (C. C. P. A., 1944); see also: George Breon & Co., Inc. 
v. Aronovic, 33 U. S. P. Q. 390; Ex parte the Glidden Company, 68 U. S. P. Q. 152, 153 (1946). 
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It may be decided, however, that consent will not satisfy the conditions of the 
proviso; that the present phrasing of the Act negatives any intent to grant such 
power ;* and that amendment of the statute is required to give the Commissioner 
express authority as in the British Act.* Whether or not such construction is re- 
quired, indisputably it provides the “easy way out.” Still, the courts may d-cide 
that the priority terms of the proviso and the operation of constructive notice, as it 
affects lawful concurrent use, are not absolute limitations upon the power of the © 
Commissioner, but conditions imposed for the benefit of the registrant and subject 
to waiver by him. This interpretation would permit the granting of concurrent 
registrations, in such circumstances, without the necessity for amendment. 

Then what of the case where the consent is not expressed but to be implied 
from the circumstances, or, even in the absence of express or implied consent, 
estoppel or acquiescence can be found? Will the statutory monopoly which is 
granted to the registrant, so far as interstate commerce is concerned, prevail for all 
time, for all interstate commerce, everywhere, despite factual disuse for an extended 
period of years, except, for example, in a limited trading area between two states? 

Here it appears that a distinction may be made between the powers of the courts 
and the Commissioner. The last clause of the first sentence of the proviso con- 
tains no limitation upon the courts when making their final determinations “that 
more than one person is entitled to use the same or similar marks in commerce.” 
Thus it may be argued that filing or publication dates, or constructive notice, or 
even “incontestability”™ will not hamper equity courts in doing justice as between 
concurrent users; and that territorial decrees, for example, may still result where 
registrants have failed to occupy distant markets, or to make their goods known 
there, for an unreasonable length of time after others have in fact used the same 
or similar marks in such markets, albeit with constructive notice. In other words, 
the equitable principles preserved by the statute™ may result in estoppels upon the 
presumptions and estoppels of the statute; or constructive abandonment™ may be 
applied territorially to adjust competing equities. 

Whatever route the courts may take, in determining that more than one person 
is entitled to use a mark, once that decision is reached, it then appears that the per- 
son so entitled to use will also be entitled to register. For the Commissioner, how- 
ever, such roads would seem to be closed until the courts have acted. 


53. See statement of Mr. Henry J. Savage at the hearings, 78th Cong., H. R. 82, November 
15-16, 1944, p. 46; supra, p. 121. 
. Trade-Marks Act, 1938 (1 & 2 Geo. 6 C. 22) section 12. 
. 15 U. S. C. A. 1052. 
. 15 U. S. C. A. 1065, 1115. 
57. 15 U. S. C. A. 1069. 
58. 15 U. S. C. A. 1115, 1127. 
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TRADE-MARKS AND THE LANHAM ACT—STATUTORY NEW 
CONCEPTS OF TRADE-MARK OWNERSHIP* 


Leslie D. Taggart} 


Mr. Leslie D. Taggart: 1 am going to talk on three things tonight. One is 
Related Companies, and I think we will try and cover that before the intermission. 
The next is Secondary Meaning, and the third is the Incontestability Clause, or the 
limited Incontestability Clause that we have in the statute. 

This lecture is supposed to be on Statutory and New Concepts in Trade-Mark 
Law. Each of these three things are new in the statute. They are old in the law. 
There are many other statutory new concepts which will be covered by various 
speakers at a later date. 

On the Related Companies, I think the most important thing to start with is the 
purpose behind the statute. In the report to the Commitee of the Whole House, 
submitted by Mr. Lanham back in 1943, he stated one of the purposes was to mod- 
ernize the trade-mark statutes so that they will conform to legitimate present-day 
business practice. 

When we get into Related Companies, we have this idea which is completely 
new as far as the United States statutes are concerned. Before you can understand 
it, though, I am afraid we have to go right back to the earliest times of our modern 
trade-marks, and I would say that modern trade-marks started, in the sense that we 
know them, approximately a hundred years ago. At that time, a trade-mark usually 
indicated a particular individual, his skill, his reputation, and his integrity. It may 
surprise some of you to know that it was impossible under certain circumstances 
to assign a trade-mark, even with the good will of the business, in those early days 
because of this concept that it meant a particular man. I suppose, to some extent, 
that is true today, if a mark means just a particular man, but, generally speaking, 
we have got away from that concept. 

Later in our industrial development, we went into the smaller manufacturing 
companies, and as time went along, they began to grow. There were three types 
of situations which, with this growth of business, required a change in the attitude 
toward trade-marks. The business practice prior to the Lanham Act had three situa- 
tions where there was a need for a broader idea of the transfer and use of trade- 
marks than in the narrow common law idea. 

Under certain circumstances, it was felt necessary to have various subsidiary 
companies for many reasons that had nothing to do with trade-marks. We run 
into a situation in the Keebler Weyl Baking Company v. J. S. Ivins’ In that 
situation, there was a trade-mark called “Club Cracker” for soda crackers. The 
defense was raised in the ordinary infringement suit that since various of the sub- 
sidiaries used the mark, the trade-mark did not indicate the source or origin of the 


* Delivered before the Practising Law Institute, November 13, 1947. 

+ Member of the New York Bar; member of the Lawyers’ Advisory Committee of the United 
States Trade-Mark Association. 

1. 7 F. Supp. 211, 24 T.-M. R. 161. 
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soda crackers to the public, but meant the source or origin of half a dozen of these 
different subsidiaries. 

The Court realized, however, that the business situation had changed, and found 
that it was perfectly proper for a trade-mark to be owned by one subsidiary and 
used by a group of subsidiaries under a specific condition. The attitude of the 
Court is reported in that case, and reads: 

Keeping pace with industrial and business development, the law advanced a consider- 


able distance from the earlier decisions which were made when small individual businesses, 
personally owned and personally managed, were the rule rather than the exception. 


In the Keebler Weyl Baking case, the Court found that it was sufficient if the 
goods were manufactured for the particular organization and that particular organi- 
zation controlled the production. Here there were half a dozen subsidiaries owned 
by a holding company. The holding company and the subsidiary which owned the 
mark saw to it that all the subsidiaries manufactured the goods in the same way ; 
there was supervision by the owning subsidiary over the manufacture of the crack- 
ers, and the fact that they came out of one factory rather than another did not play 
any part in the decision. If the corporation had been a unit, instead of being split 
up into a good number of subsidiaries, the result would have been obvious, and the 
Court jumped from the split-up of the corporation from one unit into several units 
and said that that did not result in any loss of trade-mark rights. 

On the other hand, we were then working under a statute which did not per- 
mit the registration of a trade-mark under such circumstances. In Ex parte U. S. 
Steel Corporation, which is reported in the 24 Trade-Mark Reporter at 597, the 
United States Steel Corporation, which was a holding company, sought to register 
that “U.S. S.” in a circular design as a trade-mark for its various products. 

In that case, as a holding company, it did not do any business, but its various 
subsidiaries used the mark. The Patent Office Court, reading the Statute properly, 
said that it was not registrable because the organization using the mark, that is, the 
strict corporate organization using the mark, was not the one seeking to register 
it, and, in addition, they indicated that several subsidiaries were using it and there 
is no exclusive use. 

There you have a situation where a mark should be protected, and likely would 
have been protected in the court house, but neither the holding company nor any 
subsidiary could register the mark. 

There are other types of situations where there is a necessity for what we might 
call ‘‘a controlled licensing of the mark.” The leading case, I believe, on that is 
Knight v. Milner, 283 Federal 816. In that case, the plaintiff was the owner of the 
very old and well-established trade-mark “Fruit of the Loom” for cotton piece 
goods. It had made a habit for a number of years of permitting manufacturers, 
under its complete control and supervision, to take the piece goods and make them 
up into various products for consumer use. The particular product involved here 
was men’s shirting. 

The defendant in that case had bought real “Fruit of the Loom” cloth and made 
it up into shirts and sold them as “Fruit of the Loom” shirts. It said it was per- 
fectly proper for it to do this. One of the defenses, of course, was that the plaintiff 
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had licensed his mark, the shirts were manufactured by somebody other than the 
owner of the mark, and, therefore, there was no trade-mark right remaining in the 
owner which he could protect. But the owner of the mark had complete control 
over the manufacture of these products, and the Court referred to this control in I 
think the most important language that we can find in this field: 


During this period of thirty years, B. B. & R. Knight, Inc., had permitted and licensed 
manufacturers of men’s shirts and other garments to use and apply this trade-mark, but 
has done so only on condition that the manufacturer joined with the owner of the trade- 
mark in guaranteeing, not only the quality of the goods, but the workmanship, design, 
and reliability of the finished article. They have selected only reliable manufacturers of 
high standing, and have required such manufacturers to join with the owner of the trade- 
mark in such warranty and guarantee, and also in an obligation to refund the purchase 
price if the ultimate user was, for any reason, dissatisfied with the article. The obligation 
to refund the money was one to be performed by both the manufacturer of the article and 
by the maker of the cloth. 


In other words, where the owner of the mark completely controls, through its 
contractual relationship, the ultimate quality of the final finished product with the 
result that the final finished product means to the consumer the product of the owner 
of the mark, there is a proper “controlled licensing” and the court will protect the 
mark and the “controlled licensing.” Why ?—because the owner of the mark stands 
back of the product and the mark means the owner, whether anonymous or not, to 
the purchasing public. 

There is a similar situation in Freeman v. Huyck, 7 Supp. 916. That involved 
the Kenwood Cloth, where the manufacturer of the cloth entered into an arrange- 
ment with a manufacturer of men’s suitings. The facts are a little complicated, but 
the basic idea of that case conforms to what we just have been talking about. 

In this controlled licensing of trade-marks—and I use the words “controlled 
licensing” because I do not know of any better phrase—there is another type of 
fact situation, the bottlers’ situation. The principal bottler—at least as far as the 
law reports are concerned—is the Coca-Cola Company. The situation is best illus- 
trated in two cases; one a case against Bennett in 238 Federal 513, and another 
against J. G. Butler & Sons, 229 Federal 224. 

Here we have a manufacturer of syrup down in Atlanta. It is obviously im- 
possible for it to supply the U. S. whole market from that area. It is also impossible 
for a corporation, or practically impossible for a corporation like that, to acquire 
enough capital to set up bottling plants throughout the country. Also, there are 
certain definite disadvantages in not having local people running local plants, be- 
cause the sale of any of these items is intimately bound up with the business situa- 
tion and other situations in the local area. 

Therefore, the Coca-Cola Company, like many of the other soft drink companies, 
arranged for various bottlers. What they did was to ship the syrup up to these 
bottlers. These bottlers, in turn, following strict instructions of the company, added 
a certain amount of carbonated water and other things they were supposed to add, 
bottled the product under certain prescribed conditions, and sold it. 

There, the parent company, or the main company, was the owner of the mark 
and very naturally would not want any of the bottlers to have anything more than a 
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temporary use of the mark in accordance with their license agreement. The courts 
have repeatedly upheld that type of controlled licensing of a trade-mark. 

With these three types of situations in mind, we come down to the drafting of 
the Act. We had not only these business situations, but in addition, we had some 
experience from the Royal Commission which examined the British statute and 
recommended changes, and those recommendations were available before the 1938 
draft of what is now the Lanham Act was prepared, and shortly after that, the 
British statute was passed, early in 1938. 

The British have attacked the problem in a slightly different way from us. They 
have what they call a “registered user” of the mark. This registered user and the 
owner of the mark must go through a certain procedure in the British Patent Office 
and comply with certain regulations, but, basically, you will find that the informa- 
tion they are obliged to supply to the British Patent Office is very similar to what 
the courts in this country had developed at common law. Pertinent parts of the 
British Statute are set forth in the outline. 

We now get down to the actual statute itself, and how it got this way. You will 
notice that the 1938 draft is extremely different from the present Act itself. I will 
read the draft in the 1938 bill: 


Section 6—Use by Related Companies. Where the trade-mark sought to be registered 
is used by subsidiary or related companies, the application shall so state, and such use 
shall be deemed exclusive; and use of registered trade-marks by companies subsidiary 
or related to the registrant shall not affect the validity of such trade-mark or of its regis- 


tration. 


You will notice there that the stress is on subsidiary or related companies. It 
does not look like the present Act itself. I believe the reason for that is this: We 
cannot consider the related companies section without considering the section on 
assignments. In the original draft of the Act, my recollection is that a trade-mark 
was assignable with or without the good will of the business. Now a license is simi- 
lar to an assignment in many respects, and I believe that license being a lesser 
grant than an assignment, might be considered with the definition of an assignment, 
on the grounds that the lesser includes the greater. With the assignment provisions 
and the freedom of assignment, there was no necessity for any detailed explanation 
of subsidiary or related companies in the 1938 Bill. 

When you get to the 1939 Bill, you will notice that, in addition to related com- 
panies and subsidiary companies, members of an association were also included in 
that section. In that draft, as we read further, we will find what is in the common 
law decisions. “Such mark shall not be used in such manner as to deceive the 
public.” That may even be a throwback to the type of case we talked about first, 
namely, when a business was purely an individual thing, it was impossible, or could 
be impossible, to assign your mark because it no longer meant you and the public 
expected it to mean you and nobody else. 

For the first time, in the 1939 Bill, we get down to a definition which is not too 
far away from the definition at the present time. “The term ‘related company’ 
means any individual, partnership, or person within the definition above’”—and that 
definition included all corporations and certain governmental agencies—“where by 
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ownership, or contractual relationship, control of the nature and quality of the goods 
upon which the mark is exercised by the registrant.” 

You see, we have got away from what is purely the subsidiary company idea. 
By the time the 1939 Bill was introduced, the assignment provision had been 
changed. I do not know the exact language, but certainly it was not that a trade- 
mark could be assigned with or without the good will of the business. So we find 
the Statute getting a little closer to what the courts had worked out. 

The bills in 1941 are substantially the same as the definition above referred to, 
and when we get up to the 1943 Bill, we find that Section 5, which is the present 
Section, and the definition, are both identical with the Act, except for the insertion 
of the word “legitimately.” Therefore, we get down in the 1943 Bill to what is the 
present Act, and you will find that on the very beginning of this outline. And, you 
will find when you read that, Section 5 and the definition of Related Company, that 
they read very closely on the three types of “controlled license” that had been used 
and approved by the courts beforehand, namely, the subsidiary companies, the fur- 
ther processor, and the people like the bottlers. 

One comment on this word “legitimately.” I do not suppose trade-mark lawyers 
feel that they do things illegitimately, but the Department of Justice had a feeling 
about 1943 that, possibly, this Related Companies Section would be used in some 
manner, which I am afraid I never understood, to violate the anti-trust laws. After 
considerable discussion, they felt that if they had the word “legitimately” in the 
section, actions in compliance with this Section of the Act could not be used as a 
defense to a claim of violation of the anti-trust laws. The reason I stress that is this: 
It is one of those words which can be misused at some future time by lawyers who 
may not understand its present use in the statute, and the reason just stated as I 
understand, is the only reason for the word “legitimately” being in the present 
Statute. 

The next thing on Related Companies is what should be done with registrations. 
You will notice—and I do not want you to read it now—in the British Statute there 
are some very definite things that must be done before a person is recognized as a 
registered user. Our rules of the Patent Office have not been as detailed as that, 
but they cover substantially the same material. 

Now, should one or should one not register a mark where it is used by related 
companies? I believe all of you will have your opinions as to whether or not marks 
should be registered under this Act, but assuming that with all new marks, you do 
want to register them some place and this is the only place you can register them, if 
the related companies are involved, you have no further choice but to consider the 
problem. 

The Patent Office calls for a very complete disclosure of information concern- 
ing the related companies use. That appears in Section 7.8 of the Patent Office 
Rules, the first paragraph of which requires a statement of first use, and if it is 
by the related company, a statement to that effect. But the important part is very 
brief. ‘Where the mark sought to be registered is legitimately used by one or more 
related companies at the time of the filing of the application, the declaration must 
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recite exceptions to the averment of the exclusive right to use the mark, stating the 
nature of such related companies, and, if practicable, the names and addresses.” 

There it seems to me to be a recognition that does not appear in any of the com- 
mon law cases except the bottling cases. You have a requirement from the Patent 
Office to give the names and addresses of the related companies, if practicable. In 
other words, the Patent Office recognizes that a trade-mark, being used by related 
companies, may be used by a great number of related companies. 

My own feeling on this is—and I am going to ask Dr. Derenberg, who is here 
tonight, for further comments—that in any related company mark that is being 
filed, the more information that can properly be given, the better, for this reason: 
You go into court with a mark. It is prima facie valid. It is a lot easier to sustain 
the validity if a complete disclosure has been made before. 

Suppose it has what we may call “limited incontestability.” If there have been 
improper disclosures or inadequate disclosures in connection with a related com- 
panies mark, a defendant will go right after you. And I rather feel that a court 
will look with very considerable disfavor upon any attempt to eliminate necessary 
information from an application of this type. I would not like to have to sustain a 
mark where considerable information had been left out of the application. We have 
to bear in mind that these controlled licenses are not things which are in the court 
very often. There are relatively few cases, and the courts are inclined to go back 
to the old rule that you cannot license a trade-mark because then it no longer indi- 
cates the source or origin of the goods. 

With those comments in mind, I think as complete a disclosure as is possible 
should be made. 

Suppose you have a registration and you do go into a court. It seems to me that 
you are in a better position than you have been up to the past, for this reason: You 
have the approval of a Department of the United States Government saying that 
this method of doing business meets with the approval of the Statute and with the 
people who are, in the first instance, designated to interpret the Statute and to pass 
upon registrations. And, I think if we carry through with the idea of the prima 
facie validity of a registered trade-mark, the prima facie validity of a trade-mark 
under the Related Companies Section will be of great use in the court house. 

I find that I have talked a little faster in this subject than I had originally in- 
tended, and I suggest that if there are any questions while we are all fresh on it, 
that we have questions on the Related Companies Section now. 


Question: According to the wording in this Section 45, as I read it, the registra- 
tion has to be taken out in the name of the parent company. 

Mr. Taggart: Not necessarily. If you go back to Section 5, it says: “Such 
use shall inure to the benefit of the registrant or applicant for registration.” And, 
as I remember the drafting back in 1942 and 1943, the idea was to get away from 
making any one particular person the person who must file the application. It may 
be convenient, sometimes, to have the parent company apply, and other times, it 
might be very inconvenient. 

Of course, if you are in a situation like any of the bottling companies, there is 
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no question but who would file the application, and I think, if you were in the situa- 
tion of the further processor companies, the original manufacturer would, of course, 
want to do the registering. But, if it is an inter-company group of subsidiaries, I 
think the Statute, it certainly was intended, and I think it reads, that any one of the 
group may file the application and obtain the registration, if otherwise proper. 


Question: If related companies mean any person who legitimately controls or 
is controlled, that would be either the parent or the subsidiary ? 
Mr. Taggart: ‘That is right. 


Question: But now, another subsidiary wants to use the mark of the first sub- 
sidiary. That subsidiary is not controlled by the first subsidiary, and does not con- 
trol the first subsidiary. 

Mr. Taggart: If we read the definition of Related Company, it means: “Any 
person who legitimately controls or is controlled.””’ The control does not have to be 
that of the subsidiary-parent relationship. A control may be a contractual control. 
If we go back to the case of Knight v. Milner, there was no subsidiary-parent re- 
lationship there whatsoever. They were completely separate organizations except 
for this contract, and that idea is supposed to have been carried over into the defini- 
tion in Section 45. I think that there is a common belief, possibly stemming from 
the Keebler Weyl case and the U. S. Steel Corporation case, that this was intended 
solely for the parent-subsidiary relationship. I do not believe the language or the 
history of the Act bears that out. And I tried to point out at first that was the origi- 
nal idea because of the nature of the assignment provisions, but it disappeared as 
the Act went on its long peregrination through the Congress. 


Question: If the Knight v. Milner and bottling company situations were con- 
trol type situations that were allowed at common law before this registered com- 
panies section was put in, would it not seem that the only thing that has been added 
by the Section has been the subsidiary type case, the Keebler Weyl? 

Mr. Taggart: Well, the question was, if I state it correctly: Since the courts 
have approved the type of situation in Knight v. Milner and the bottling company 
cases, the only thing that has been added by the Statute is the subsidiary relation- 
ship. Do I state that correctly ? 


Question: Yes, sir. 
Mr. Taggart: ‘That is largely correct. But this action gives statutory recogni- 
tion to the further processor and bottler situation. 


Question: You mean the Coca-Cola mark was never registered in foreign coun- 
tries? 

Mr. Taggart: It was registered, but that was a different type of situation. The 
U. S. Steel Corporation situation is the illustration where a mark could not be 
registered, and I am sure that the “Club Crackers” mark could not have properly 
been registered if, at the time, it were being used by a series of subsidiaries. 


Question: Why not? 
Mr. Taggart: Because you could not make your affidavit of exclusive use. 
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Question: You could make your affidavit, and then, later on, let it be used by 
a controlled company or a subsidiary ? 


Mr. Taggart: That is possible if you want to run that risk. The Keebler Weyl 
people were fortunate in being able to sustain it, and I think it was a proper decision. 


Question: Where a mark is used by a partnership trading as a company, can 
it be registered by an individual member of the partnership where he registers it 
as an individual doing business as the company ? 


Mr. Taggart: Well, would he be able, honestly, to say that he is the exclusive 
user of the mark? 


Question: Well, presumably, he would control the company as a partnership, 
and he might be a controlling partner, the controlling factor in the partnership, al-, 
though he was not the whole partnership. 


Mr. Taggart: I cannot see that he could properly file it in his own name. It 
would seem to me that he would have to follow the regular Patent Office form for 
partnership and state who the partners are. If he filed it in his own name, and the 
partnership was using it, there might be a flaw in the title to the registration. I 
wonder if Dr. Derenberg would care to make any further comments on that? 


Dr. Walter Derenberg: On this question of Related Companies, I think I am 
in complete agreement with everything Les Taggart has said except with regard to 
the question whether a subsidiary or related company itself may obtain the registra- 
tion. I am not completely sure that the office could let the related company get the 
registration in its own name in every case, although the definition seems to say that. 

I think the history of the Act shows that what was primarily intended was to 
cover the situation of the U. S. Steel case, as Mr. Taggart pointed out, so that the 
use by the subsidiary would inure to the benefit of the parent company. I have 
some difficulty in finding justification for registration by a subsidiary in a situation 
where a holding company would let ten or more subsidiaries, or licensees, use the 
mark and then let one of these licensees apply for registration as the owner of the 
trade-mark, although the language of section 5 taken by itself seems to support 
it. It must be remembered that under section 1 a declaration must be filed to the 
effect that the applicant believes himself to be the owner of the mark and it is diffi- 
cult to imagine how a subsidiary which is relying on use by the holding company 
could qualify as the owner of the mark under section 1, particularly in cases where 
there is more than one subsidiary or licensee. The only kind of situation which 
may justify such registration on the part of a subsidiary or licensee may arise in 
cases such as the famous Scandanavia Belting case in which the court recognized 
a “special ownership” on the part of an exclusive distributor in the United States. 
But even in that case, the agent did not rely on the principal’s use but actually used 
the mark itself. 

I might say with regard to one other problem that Mr. Taggart mentioned. He 
referred to the rule of the Patent Office. That is Rule 7.8, I believe, and he sug- 
gested that as specific information as possible should be given to the office in con- 
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nection with authorized uses by related companies. I agree entirely that that is the 
appropriate procedure. 

The language of the rule was used for the following reason: If you apply in 
the ordinary form and you do not mention the names of your licensees, you would, 
in effect, make a false declaration because you cannot say that you are the only one 
who has a right to use the mark if you have given that right by contract or by 
license to a number of other people. The rule is based on the British precedent, 
although a registered user in England is in a far stronger position than a license or 
related company will be under our law. It is true that in England, if you get a reg- 
istration as a registered user, there is at least a presumption that your use is “legiti- 
mate.” The Patent Office is very unlikely to go into the question of whether or not 
there is such a “legitimate” relationship. We are ill-equipped at the Patent Office 
to consider anti-trust problems. 

I may add this: Great difficulties, from the office point of view, arise in making 
a distinction between certification mark situations and related companies situations. 
There are many situations such as “Sanforized,” or marks of that kind, where the 
owner permitted a group of others to use the mark, certifying thereby that their 
merchandise has been processed or that something has been done to the merchandise. 
The question then arises: Are those who are permitted to use the mark licensees, 
are they “related companies,” or is this, perhaps, the type of case for which the 
Act established the concept of a certification mark? That is a rather difficult ques- 
tion to decide, I believe, and I wish you would say a few words about that. 

Mr. Taggart: That puts me in a very embarrassing spot. I just do not know 
the answer. 

Dr. Derenberg: Our present thinking is, and this is, at least, my own approach 
to it, that in most of the situations, the related company provision is the better tool 
to apply than to try to get a certification mark. 

Mr. Taggart: Well, Dr. Derenberg, would you say that the requirement in 
your office rules that, if practical, the names and addresses of all the related com- 
panies be given was written with an idea in mind of the question that you just raised 
now? 

Dr. Derenberg: No. That came into the rules because we realized, as you 
pointed out so well, that there are situations where a big organization will give a 
hundred licenses to different people and it will be impractical to have them refer to 
each one of those licensees by name. Therefore, that would be a situation where 
the word “practicable” would have some application. But wherever it can be done, 
I think it would be advisable to be specific and mention the names of those licensees. 

Mr. Taggart: Getting back to your question, if I may just for a moment. In 
the related companies mark—and we will talk now about the situation with a further 
processor bearing in mind your suggestion about a certificate mark in the “San- 
forized” situation—it seems to me that the related companies provision might not 
apply there for this reason: That the owner of the mark, I think, should be com- 
pletely responsible for the goods, their nature, and their quality. In the “Sanfor- 
ized” situation, you have nothing more than proper compliance with some process 
which has an end result of some particular nature, a shrinking of a very small 
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amount. And, I do not know that that is what was really behind the related com- 
panies section, just to prove a particular method, and I| think that was why the 
certification mark section was drafted ; just to cover a situation of that type. 


Question: Am I wrong in believing that the owner of a certification mark may 
not use the mark in his own business and on merchandise manufactured by himself ? 
Dr. Derenberg: Yes, that is correct. You cannot certify your own merchandise. 


Question: Then how could there be any question about this ‘“‘Sanforized’” 
process? If the owner used it in his own business, he could not be a legitimate user 
of it as a certification mark. 

Dr. Derenberg: 1 do not want to go any further into the “Sanforized” situa- 
tion, but that was the reason why we thought, at least former Commissioner Ooms 
thought, that “Sanforized” could not be registered as a certification mark. Cer- 
tain last minute amendments to the Act make it almost impossible to find a good 
certification mark. 


Question: I believe I have an example of a true certification mark. No ques- 
tion of it, I believe. Now, can that concern who does the certification work, and 
who, let us say, has developed a gadget which will facilitate some of this work and 
then desire to license that gadget to the various parties whose goods are going to 
be certified, can they have a trade-mark on that gadget—for that gadget and register 
it as a related company ? 


Mr. Taggart: Do they manufacture and sell this gadget ? 


Question: They do not manufacture and sell anything. They are purely a 
certification concern and have developed this gadget for the purpose. But they do 
not manufacture it themselves at all. 

Mr. Taggart: In other words, the licensees manufacture this particular gadget ? 


Question: Yes. 

Mr. Taggart: It would seem to me that that falls more within the certification 
mark, and I think it would be damaging all the way around, that is, for the public 
as well as trade-mark owners and the Patent Office to try to extend this related com- 
pany beyond the compass which was originally intended. I am afraid the whole 
thing might fall of its own weight, while now it does serve a useful purpose. 


Question: I assume that in the case of the manufacturer selling roller skates 
under the mark “‘Condol” to retailers, those retailers resell under the same name, 
perhaps with the name “J. P. Smith” in there as an added identification, that is not 
a related company user, is it? 

Mr. Taggart: By no means. That is the old form of trade-mark use which I 
do not think you will find any discussion about in the books because it is so obvious. 


Question: Les, would you not say that the whole key to this related company 
is contained in the definition where a related company is defined as “Any person 
who legitimately controls or is controlled by with respect to the nature and quality 
of the goods”? In other words, as I understand it, stock control is not contemplated 
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at all. It is merely if they control the nature and quality of the goods. Would you 
say that is the test there? 

Mr. Taggart: I would go right along with that and I am glad you brought it 
up. It is perfectly possible, it seems to me, to have a wholly owned subsidiary and 
yet not be able to prove that you control the nature and the quality of the goods, 
and there would be a situation where a subsidiary would not be a related company. 


It would be an unusual situation. 


Question: I would like to ask this question. If we start out with a mark that is 
registered and we have, say, five or six who might be related companies, they would 
be mentioned in the registration but might go on in later years and bring in five or 
six other companies. Now, is it your recommendation that as far as these new 
licensees come in, that they should be certified to the Patent Office as being proper 
users of the mark? 

Mr. Taggart: This gentleman raised the question: Suppose you file an applica- 
tion for a related companies mark and you have five or six related companies. Then 
you change, add more, drop out some, and so forth. Should there be further appli- 
cations for registration ? 

I would think not. The application would speak of the date it was executed. 
If the situation is originally set forth, the Courts will realize that there may be 
changes in these related companies, and I think that is purely a matter of proof in 
the court house, and I do not think it would in any way affect the validity of the 
mark. 


Question: Supposing the original registration was filed by one company not 
under the related companies section, but as a registration application by one com- 
pany, and subsequent to that time, the original parent organization takes on sub- 
sidiaries. Must you amend the original registration ? 

Mr. Taggart: I do not know whether you could amend it or not. Assuming 
that you could not amend it, and I do not know Section 7 well enough to answer 
that, I would suggest, if you are using it with related companies, that it would be a 
good idea to get the record of that in the Patent Office through a new application. 
There should be no trouble in getting your mark through under the Related Com- 
panies section because you already have your prior registration. 


Question: One more question. Supposing you have a subsidiary or licensee 
whom you now wish to discontinue using your particular mark? What would you 


do in that case ? 
Mr. Taggart: Well, I would just leave the registration as is. I am assuming 
it was originally a related company registration. 


Question: Yes. 

Mr. Taggart: A related company’s registration is a special provision. If the 
situation disappears, it does not affect your registration at all. It is just, in effect, 
an ordinary registration. 


Question: Would not that, in turn, complicate matters if the subsidiary per- 
sisted in using that mark later on? 















136 THE TRADE-MARK BULLETIN 38 T.-M. R. 


Mr. Taggart: You see, you get back there to who controls or is controlled by. 
If you have got control and the subsidiary drops out of the picture, I think you will 
have a contract of some sort, and any breach of the contract is actionable. So that 
you should never get in a trade-mark situation, but only a contract situation. 


Question: Have you considered preparing patent licenses on this section? I 
remember there were a number of old cases which courts have permitted patent 
licensees to use the trade-marks of their licensors, and it seems to me that under this 
section, you could certainly continue to do that provided the patent licensor did 
exercise the control required by the statute. 

Mr. Taggart: Those are types of cases that, once upon a time, I looked for and 
did not find, and I would be very pleased to hear about them. 


Question: There are some, I know. 
Mr. Taggart: Sir? 


Question: Your summary states that trade-marks may not be licensed. And 
you cite 1941 case under that heading. I understood you to, thereafter, say that 
trade-marks may be assigned and that a license is, in effect, less than an assignment, 
and that the greater may embrace the lesser. 

Mr. Taggart: The question is this: That I have stated that a trade-mark may 
not be licensed ; a trade-mark, however, may be assigned ; an assignment includes a 
license because the greater includes the lesser, and the gentleman, I understand, 
wants an explanation of that. 

You cannot assign a trade-mark without the good will of the business. That 
is rather elementary. In fact, if you try to assign a trade-mark without the good 
will of the business, the logic of the situation requires that the assignor, by executing 
the document, divests himself of any rights, and since the assignee receives nothing, 
he receives nothing, and the trade-mark disappears as far as any protection can 
then be afforded. 

Now, a license is similar. If a license is made in gross—I think is the accepted, 
meaningless term—but if a license is made without any control of the business, that 
is, control of the nature and the quality of the goods, I am inclined to believe that no 
matter what statute we pass, unless we have a specific statement that you can license 
without any good will whatsoever, that the license would be bad; very possibly lose 
the mark to the owner of the mark and grant nothing to the proposed licensee. 

Does that cover what you had in mind? 

Question: Yes; except that the question which was posed by the preceding 
questioner is tied up with this. Suppose, for example, that an exclusive license 
is given under a new processor with respect to a new product, and that product 
process is identified with a particular name, and the licensor wants to insure that 
if the exclusive licensee abandons the license, that he will get the name back again, 
but, at the same time, he wants to give the use of that name while the exclusive 
licensee uses it. Could that be accomplished ? 

Mr. Taggart: Would you not work that out this way? By your original con- 
tract of license, with a reverter clause in the contract, and then you get back to con- 
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tract questions, and, there are a number of cases that have upheld various types of 
contractual relationships. 

I do not think that the courts are so interested in finding out who makes the 
money out of any deal. They are more interested in finding out whether the public 
will be defrauded if a mark is used in this way or another way, and as long as there 
is no fraud upon the public, I think that the party can contract, in a situation like 
that, to give back, not only the mark, of course, but the whole good will of the busi- 
ness, and then you have to have your real transfer of the good will. 


Mr. Taggart: There are a number of questions that people have seemed to have 
trouble with on this related companies, but in view of the time situation, I am going 
to try and cover the next two points rather rapidly, and if there is any time for 
questions, we will go into it. 

The next point is this famous Section 2 (f), Secondary Meaning and Distinc- 
tiveness. 

Prior to the Lanham Act, there was only, as you all know, the one possible situa- 
tion in which a mark which was not a technical trade-mark—and by that I mean a 
mark which complied with all the requirements of the old statute for registration 
—there was only one situation in which a mark could be registered which had a few 
minor flaws in it. That was the old Ten Year Clause. I do not think it will be of 
much use to go into the details of that clause, but I feel certain that in applying 
Section 2 (f{), the precedents established under the old Ten Year Clause will be 
used considerably by the Patent Office, and also by the courts. 

The purpose of this Section 2 (f), of course, is to provide the advantages of 
registration where marks are, in effect, means of distinguishing products of a par- 
ticular manufacturer, of course, assuming that the marks are not otherwise regis- 
trable. It was designed, I think, to cure the situation with regard to descriptive 
marks that arose in the famous Dyanshine case. 

You remember the background of that case. This little cobbler found a product 
which would both dye and shine shoes and boots and leggings of the army men in 
a very easy way. He, not being a trade-mark lawyer, like a lot of business men 
are not, called it ““Dyanshine,” misspelled, of course, but there was no question but 
what it meant that the product dyed and shined the shoes and leggings to which it 
was applied. 

Then, very shortly this product, under this name, was recognized as this man’s 
product, Mr. Barton’s product. Of course, like all successful marks, somebody 
else came along and tried to capitalize upon the mark, and the Rex-Oil Company 
called their’s, I think, “Victory Dyanshine.” The Court, after considerable litiga- 
tion, granted a complete injunction against any trade-mark use of “Dyanshine,” or 
any variation thereof, and, in effect, as a result of the Court’s decision, the plain- 
tiff had a good valid trade-mark, as good as any on the 1905 Act, but he could not 
register it. 

We have a similar situation with the geographically descriptive mark. Possibly 
that is best illustrated by the Tabasco Company case. Those of us on the Eastern 
Seaboard who go into fish places know the Tabasco sauce, and originally Tabasco 
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was registered as a trade-mark—lI believe under the 1905 Act—but there was a 
cancellation proceeding brought and won on the ground that Tabasco Company 
either meant a certain section of Central America or it meant the particular pepper 
from which the sauce was made, and the mark was cancelled. 

However, then the McIlhenny Company, which had been making this sauce, 
three different times went into the court house and completely sustained its exclusive 
rights to use the mark “Tabasco.” This geographical term is a good trade-mark for 
this sauce. The situation, first, mark registered, then cancelled, then the court 
protects it. You cannot get it back on the register. Those are two types of situa- 
tions which are not good. 

The idea behind Section 2 (f), as I said, is to make marks registrable, which the 
courts protect, and there may be a corollary that if the Patent Office registers a 
mark, the court may consider that mark is entitled to protection in the courts. But 
certainly the former is true. 

This section was also designed to cover a situation like the Nu-Enamel case. 
There has been a lot of discussion about that case, but for our purposes tonight, 
there is only one important thing. In the case, there was a finding that ‘““Nu-Enamel” 
had acquired secondary meaning ; it was registered under the 1920 Act; it had to 
stay under the 1920 Act, and even though it had acquired the secondary meaning 
and an injunction was granted which gave it the same protection that it would have 
had if it had been a 1905 Act, it was not entitled to registration on the 1905 Act or, 
until now, on the principal register. That is another situation that was to be cured. 

In addition to that, there are a lot of marks that do not get into the court house ; 
a lot of marks which, in fact, because nobody causes an attack, should it seems to 
me, have the same protection as “Dyanshine” or ““Nu-Enamel” or “Tabasco” has 
received from the courts. So, there is another type of situation that Section 2 (f) 
is intended to cover. 

I suppose it is also intended to cover surnames, and everybody always says so. 
But with the change in Section 2 (e) to say that a mark will be registered if it is 
not “primarily merely a surname,” seems to me that most surnames which are en- 
titled to registration will not come under Section 2 (f{) but will come under Section 
2(e). However, if you get marks like Smith or Jones or Johnson, they may have 
to come under Section 2 (f) under secondary meaning. 

I will read Section 2 (f) to you. Mr. Taggart reads Section 2 [f].) Notice 
the language there, “substantially exclusive and continuous use.’ Going back to 
the Ten-Year Clause, the language was “actual and exclusive use,” and there are a 
number of decisions which held that where there was one little infringer away off 
in the country some place, an applicant could not prove exclusive use. The fact 
that the applicant for registration of the mark might have been able, if he had 
known, to stop this other use in a regular court action had no bearing on it. In other 
words, the right to exclude was not considered. Originally, it was either exclusive 
use a hundred per cent, or not at all. Well, the courts were getting away from that, 
and the idea in Section 2 (f) was to avoid a situation like that. However, I do not 
think it means that we have a free rein to do anything we want with our marks. If 
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we know of anything other than a sporadic or a very occasional or very small in- 
fringer I think we are under a duty to take action, court action or other action, to 
stop the use; if the use is stopped, then I think that the phrase “substantially ex- 
clusive” will be sufficient. 

It does not say specifically in Section 2 (f) anything about the right to exclude, 
so it seems to me if you have problems on this, you should take affirmative action 
of some sort to exercise your right to exclude. And, if you have done so, and 
except for those sporadic or very small infrequent uses, I think the mark should go 
through to registration. 

On this point, I am very glad that Dr. Derenberg is here. Dr. Derenberg and 
I have been a little apart in one thing, and I think it might be of interest in under- 
standing Section 2 (f) if we go into it just a little bit, and I will be as brief as I can. 

I have the idea—and I do not know whether it is right or not—but I have the 
idea that Section 2 (f) does not limit the registration of a mark to what was under 
the 1905 Act a technical trade-mark, or to things just like descriptive marks or 
geographical marks or surnames which have acquired secondary meaning. 

I believe that Section 2 (f) is sort of like the high school and the supplemental 
register is like the grammar school. One can graduate from the supplemental reg- 
ister to the principal register. The supplemental register defines a trade-mark, 
and our particular bone of contention is, although a configuration of goods may 
be registered as a trade-mark on the supplemental register, Dr. Derenberg feels it 
cannot be registered on the principal register, and I think there is a possibility it 
should be registered. The reasons are this: if you can register it on the supplemen- 
tal register, why not have it on the principal register, if it has acquired a secondary 
meaning. 

The analysis that I make of that is this: let us go back to Section 2. It starts 
off ““No trade-mark” and then it goes into the process of registration. There are 
four situations under which a word or symbol or other thing may not be registered, 
but Section (f) is constructed entirely differently. It starts off “Except as ex- 
pressly excluded in the” certain paragraphs, like the immoral matters, etc., and then 
it says: “Nothing herein shall prevent the registration of a mark.” 

We go back to the definition of a mark, and the term “mark” includes: “Any 
trade-mark, service mark, collective mark, or certification mark entitled to registra- 
tion under this Act whether registered or not.” 

Supplemental register marks are entitled to registration under the Act; there- 
fore, they come within the definition of a mark, and a mark can be registered under 
Section 2 (f). 

Dr. Derenberg, I think, will say that the term “trade-mark” is limited to the 
definition, Section 2 (a): “Word, name, symbol, or device, or any other combina- 
tion thereof, adopted and used” and so forth. The most important feature, I 
think, of that definition is that the mark is adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manufactured or 
sold by others. 

If we come through with proof and show that the mark, no matter what its form, 
does, in fact, distinguish it, and then show that under the definition of mark, a con- 
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figuration of goods under this statute is registrable, then I believe that we can gradu- 
ate a mark from the supplemental register to the principal register. 

Dr. Derenberg: In my personal view, it is extremely doubtful whether bottles, 
configurations, and similar devices may ever become registrable under Section 2 (f). 
My principal reason for this view is this: There was considerable sentiment ex- 
pressed during the Congressional Hearings to abolish the supplemental register alto- 
gether. I may almost say that it was only the great prestige of Mr. Rogers that 
saved the register. Mr. Robert Byerly in particular argued forcefully before the 
committee that registration under the Act of 1920 or on the supplemental register 
had little, if any, legal significance in this country and is in actual practice used by 
many attorneys here to get hybrid registrations for their clients’ domestic business. 
In other words, it was emphasized that while the purpose of these registrations 
originally was to serve as basis for protection abroad, they have been actually re- 
sorted to in most cases as a means of getting quasi-effective trade-mark protection 
in the United States. 

In the light of this development, the new Act carefully provides that certain 
things will be registrable only for the purpose of the supplemental register. 

For such matters as, for instance, bottles, configurations, etc., to become regis- 
trable under Section 2 (f) of the principal register, it would be necessary not only 
to find that they have acquired distinctiveness but that they fall within the definition 
of a trade-mark. The beginning of Section 2 reads “‘no trade-mark . . . . shall be 
denied registration. . . .”” The definition section of the Act distinguishes between 
the definition of the word “mark” alone (which is used in the supplemental register ° 
section) and “trade-mark.” I doubt very much whether a configuration or a wrap- 
per could ever be brought within the definition of a trade-mark as that term is used 
in the initial language of Section 2. 

It is true that the new law provides that certain marks may be converted from 
the supplemental register to the principal register. This, as you know, could not be 
done under the old Act despite the fact that in some instances marks registered 
under the 1920 Act may have acquired secondary meaning. Such was the situation 
for instance in the famous Nu-Enamel case. Under the new law, it would be pos- 
sible to register ‘‘Nu-Enamel” which was registered under the Act of 1920 on the 
principal register. In that case, the descriptive meaning of the term had become 
the secondary rather than the primary meaning and the word had developed into a 
valid trade-mark for all practical purposes. I do not think that a configuration of 
goods or a package or a wrapper could ever become a trade-mark even under the 
more liberal definition of the new Act. 

Mr. Taggart: Well, we have the jury out in front of us here, and they have 
heard the two arguments. 

Mr. Navin: I might say you did very well in rebuttal having known what Les 
said, but I say to you now that you have got to give an ex post facto rebuttal for 
something that was said about your viewpoint on mutilated marks by Mr. Liddy 
last week. Now, you do not know what he said, but what have you got to say? 

Dr. Derenberg: Ihave had the privilege of reading the transcript of Mr. Liddy’s 
lecture and find that there is little, if any, actual disagreement between us with re- 
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gard to the question of mutilation of trade-marks. I believe the present position 
of the Patent Office can be summarized as follows: If you have a complicated label 
with five different elements, the question arises frequently whether you may register 
the entire label and each element separately. The rule of the Office today is that 
you may certainly register the entire thing and every part of it as long as it con- 
stitutes a separable feature that may be considered a unitary word or element in 
itself. I do not believe that the Patent Office would let you split up sentences or 
register one or two words of a sentence, unless those words have a separate and 
separable significance. Nor would the Office permit registration for a mere frame 
or ornament which is quite insignificant if viewed in the light of the entire label 
and which is obviously incapable of distinguishing. 

One more word about mutilation: Ordinarily, the mark, as shown in the draw- 
ing, should conform to the mark as shown in the specimen, and if the drawing very 
obviously is different from the specimen, then the Office would say this is not an 
application for a registration of the mark as actually used. Your specimen shows 
use of a different mark.” 

I think that is all. 

Mr. Taggart: After having had a controversy with my good friend Walter, I 
want to state I do not want to get into any controversy on this next point, and that 
is, incontestability. 

My whole idea now is to try and give what I believe is some of the background 
for the incontestability provisions. I am not arguing for or against them, or any- 
thing like that, and if there be any questions at the end, I hope you will not ask 
me what it really does mean. I have just been reminded that Mr. Hoge’s discus- 
sion of defenses will undoubtedly cover the technical features of what incontesta- 
bility is. I am only trying to get up to what it was supposed to accomplish. 

I think we have all been in the situation of going into the court house with what 
we considered a good mark, then having to prove in detail our right to it. I am 
thinking right now of one particular mark. This mark has been used for fifty 
years. It is one of the best known trade-marks in the country in its field, and pos- 
sibly even outside of its field. Of course, 1905 registration has been issued, I shall 
have to defend an attack on that mark on the grounds that it is descriptive. 

That is the type of thing that I believe was behind the incontestability features. 
You will notice how the incontestability got into the Act. It was part of the cancel- 
lation section. You could cancel a mark for only five years, the original bill said. 
After five years, you cannot contest it. This left too much to the interpretation of 
the courts, and a little flesh had to be put on the skeleton. So the flesh went onto 
the skeleton, and now it is a rather rotund person. Early in the history of the bills 
the incontestability features were split from the cancellation section. 

The 1938 Bill is set forth on the outline, and then we come down to the 1941 
Bills where there were three types of defenses in the incontestability sections, and 
the first two of these defenses are now in the Lanham Act. People started keeping 
on adding defenses all the way along the line. A good friend of mine, a trade- 
mark lawyer of repute, playing trade-mark solitaire one night figured out there 
were about fifty-seven varieties of methods to avoid incontestability if you are 
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the defendant. Well, possibly that is a little exaggerated. And, also, I feel that 
these various defenses to incontestability will apply principally in the more in- 
frequent cases ; that they will not apply in the average type of cases that you are 
going to get into. You do not find many situations where you go in as a defendant 
and claim that the plaintiff was guilty of fraud in registering his mark. That is not 
the usual type of situation. 

In the development of this section, we find that there are two different types of 
defenses to incontestability. One is a defense which is an attack upon the plaintiff’s 
right, and let me point out right here that the so-called incontestability relates, I 
believe, solely to the right of the plaintiff. It does not affect the right of the de- 
fendant. However, there are three situations in the statute as written (Section 
33 (b), 4, 5 and 6) in which it is specifically pointed out that defendants who were 
doing certain things are not bound in their actions by the incontestability rights that 
may have been created in the plaintiff. 

But, in much of the discussion of this incontestability provision, this simple 
fact is lost sight of: that this is a right granted to the owner of the mark. I think 
if we recall that a trade-mark case is just an ordinary tort case where the plaintiff 
proves his right, shows what the defendant is doing, and that defendant’s acts dam- 
age the plaintiff, and then plaintiff is entitled to his relief. The incontestability 
provision set forth in the average case of getting plaintiff’s right proved simple and 
easily. I would think that even today it would be possible for a plaintiff to go in 
and put his witness on the stand and prove his registration, and as far as his right 
is concerned, since the statute says the registration is prima facie evidence, he would 
have proved his right until somebody comes along and disproves it. 

Of course, I do not think any of you have ever seen a lawyer do that. He would 
not dare. I know I would not. And the only case that I know of where that actually 
did occur was in this Hoover, Ltd. v. Air-Way, Ltd.’ That was a British case, and 
their statute is a bit stronger than ours. There may be other situations, but it cer- 
tainly is an unusual situation. 

When you are dealing with a small client with little money, if he has to spend all 
the money necessary to collect the evidence to establish his first use, his advertising, 
the acceptance by the public, it may deter him from prosecuting a perfectly legiti- 
mate suit. 

Another purpose of this incontestability is to prevent an attack upon plaintiff's 
chain of title. I remember one case that I was in, and the lawyer for the defense, 
who is a partner of a gentleman here tonight, spent about half a day in the court 
attacking the chain of title of the plaintiff. Apparently, certain trade-marks assign- 
ments had not been filed immediately, and it took about half a day of court time to 
clear that up. We were in the fortunate position of being able to clear it up, why 
should not the defendant have a limited time to attack any mark and then, if he does 
not attack the mark in that time, be precluded from raising a technical objection of 
that nature. 


2. SR. P. C. DD. 
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I think, in view of the time, I should stop right here, but if there are any ques- 
tions, I will be glad to answer them. 


Question: There is a provision that the cancellation section is about 1905 marks. 
It says they can be cancelled at any time just because they are 1905 marks. That 
is related in some respects to this incontestability, I suppose. I would appreciate 
your comments on that language of the statute which appears to be, to me, just 
unfortunate. 

Mr. Taggart: 1 would rather not try and explain whether or not that is a de- 
fense and how it is a defense. How it got into the statute was this: originally, the 
proposed bill was very simple. After the five-year period for cancellation expired, 
then the mark was incontestable. And for any mark under the Lanham Act, you 
have five years in which to cancel. Now, somebody raised the question: What 
were you doing with 1905 marks? And then say, “Well, you know the present 
Act ; you can petition to cancel at any time.” 

Well, that is a good idea. And the provision went into the bill (and the Act) 
that one who is or may be damaged may “at any time” petition to cancel a 1905 
registration. But in the adding of various other situations under which a petition 
to cancel could be filed at any time, the language of the subsection became a little 
unclear. However, I think on a very, very strict reading, you will find that that is 
nothing more than a statement that, “at any time,” you can petition to cancel the 
1905 mark. 

I know there are a number of people here who will disagree with that interpreta- 
tion, but that is just one man’s opinion. 


Question: I have a question on secondary meaning. Let us suppose that a com- 
pany has used a mark which is essentially a surname on a particular product for a 
long period of time, long enough to attain secondary meaning. Then this same 
company comes up with a very closely related product, but not identically the same 
and applies that formerly distinctive mark to this new product. Can you impute to 
the new product the same secondary meaning which the mark gained from the old 
product? 

Mr. Taggart: I do not believe you can. That raises a point that I will answer 
you a little in a round-about way. I do not think it can. But there is no limitation 
of time in which a mark can acquire secondary meaning. This Dyanshine case made 
it perfectly clear that under some circumstances, you can acquire secondary mean- 
ing in a very, very short time. There are other marks I am sure it would take a 
very long time to attain any secondary meaning. 

Where you have a situation where you, on the facts you have given, have second- 
ary meaning established in a mark on a particular product, and add a similar prod- 
uct, it would seem to me that your secondary meaning should arise in a very short 
time if your marketing people know their business, but you still have to prove it 
on the new product unless it is so close that it is practically the same thing. 


Question: On secondary meaning, is it not true that there are some words that 
you could not possibly acquire secondary meaning? 
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Mr. Taggart: I think so, yes. I do not see how, if you are a manufacturer of 
soap and call this the “Soap Brand,” you could ever acquire a secondary meaning 
on that. Then the statute itself permits cancellation of a mark at any time if it has 
become the generic name of the product. 

When the doctrine of secondary meaning developed, there were fewer cases of 
words becoming the generic names. The usual trouble was that the alleged marks 
were descriptive of the goods. And I think the statute indicates that if a mark is 
descriptive of the goods, it may acquire secondary meaning. On the other hand, if 
it is a generic name, or virtually so, the chances of it acquiring secondary meaning 
are very, very slim indeed. 


Question: Can you go so far as to say that words that originally are descrip- 
tive could not possibly acquire secondary meaning? For instance, instead of saying 
“Soap Brand,” say “Fine Soap”? 

Mr. Taggart: Well, I suppose it is possible, but there I think you are asking 
a question of how the public of 140 million people will react, and 1 a lawyer should 
not try to answer that, and the judge has an awful job of trying to answer that. 


Question: It sometimes happens when you have a composite mark, that only 
part of the mark is descriptive. If you try to register that when the mark is still 
fairly new, you run into the objection from the Patent Office that the descriptive 
portion of the mark should be disclaimed. It may very well happen, after some 
years use, that you will recapture that mark because of its acquiring a secondary 
meaning. I should like your view as to whether you can safely disclaim it, or 
whether you would do better not to register the mark at all until the whole thing has 
acquired a secondary meaning. 

Mr. Taggart: The question is very simple. The answer is not so simple. Of 
course, under the new statute, there is a specific provision that indicates that a dis- 
claimed mark can be reclaimed and registered after it has been reclaimed in fact. 

Question: It presumably can. I was asking mostly as a matter of policy whether 
you would do better to reclaim it, or whether you do better not to register at all ; to 
drop a pending application and register later ? 

Mr. Taggart: I think the answer to that would be: of what advantage do you 
consider registration? If you think it is of real advantage, then I would suggest 
you register with a disclaimer. If you feel that a particular mark registration is 
unimportant, or if you are like some people who feel it is a good idea not to register 
any marks, then I think you take the other position. 


Question: May I go back to the related companies? 
Mr. Taggart: Yes, indeed. 


Question: Leaving aside the question of registrability of a mark, take the case 
where a subsidiary company has used a mark and I assume become the owner of it. 
Then let us assume the mark goes on the material. The parent company then uses 
that material in an end product, and uses the trade-mark of the subsidiary company 
in saying that the product contains such-and-such material. Do you feel that that 
is a proper usuage by the parent company, since the subsidiary obviously does not 
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control the parent and cannot really control the quality and usuage of the material 
by the parent? 

Mr. Taggart: Well, I think that is a double-barreled question. Of course, the 
statute says not only “controlled” but ‘is controlled by,” and you say: could the 
subsidiary, in effect, control the end product made by the parent ? 

I would think so. I would think that is a matter of corporate policy, and I am 
sure that you could present the facts, true facts, showing that, as far as this was 
concerned, the parent took orders from the subsidiary in making the end product. 
Of course, if you cannot, then the practical thing would be to either amalgamate 
the two companies in some form, or to assign the mark properly to the parent. 
Make it the owner, then it would control the manufacture of the first product as 
opposed to the end product. 


Question: I would like to know, under this related companies matter, whether 
the Act is retroactive? 

Mr. Taggart: The answer is “No.” However, one can now register a mark 
which was used by related companies prior to July 5, 1947. The “related com- 
panies” section is a statutory recognition of a previously existing common law right. 


Question: Well, the question is this: 1f you have a mark which is not normally 
distinctive, but it has, by use, acquired a secondary meaning, but in order to show 
that secondary meaning, you have to go back a few years, and that use in the past 
has been by a related company and not by the applicant, can the applicant take the 
benefit of that use by the related company to establish secondary meaning ? 

Mr. Taggart: Yes. The section says that such use shall inure to the benefit 
of the registrant or applicant for registration. And Section 7.8 of the rules makes 
provision in this language. It says: “On your date of first use may be asserted 
with a statement that such first use was by the predecessor in title or by the related 
company, as the case may be.” And the fact that it is a secondary meaning mark 
I do not think makes much difference. 

The secondary meaning mark, it would seem to me, is as much a related com- 
pany’s mark as a mark that is otherwise registrable under Section 2 of the Act. 

Mr. Navin: I want to say to you that we have enjoyed this lecture which has 
been brilliant in its clarity and completeness. Also, I want to thank you, Dr. Deren- 
berg for your help. 


APPENDIX 
1. Related Companies 


The Statute 

“Where a registered mark or a mark sought to be registered is or may be used 
legitimately by related companies, such use shall inure to the benefit of the regis- 
trant or applicant for registration, and such use shall not affect the validity of such 
mark or of its registration, provided such mark is not used in such manner as to 
deceive the public.” (Sec. 5.) 

“The term ‘related company’ means any person who legitimately controls or is 
controlled by the registrant or applicant for registration in respect to the nature and 
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quality of the goods or services in connection with which the mark is used.” (Sec. 


45.) 


Purpose of Statute 

House Committee Report No. 603 (78 Cong., Ist Session), p. 4. 

“To modernize the trade-mark statutes so that they will conform to legitimate 
present-day business practice.” 

Trade-Marks may not be licensed. American Broadcasting Co. v. Mahl, 121 
F. 2d 412 (C. C. A. 2, 1941). 


Business Practice Prior to the Lanham Act 

1. Subsidiary Companies. Keebler Weyl Baking Co. v. J. S. Ivins’ Sons, Inc., 
7 F. Supp. 211, 24 T.-M. R. 161; cf., Ex parte U. S. Steel Corp., 24 T.-M. R. 597-8, 
23 U.S. P. Q. 145. 

2. Further Processor. Knight v. Milner, 283 Fed. 816; Freeman v. Huych, 
7 F. Supp. 916. 

3. Bottling Business. Coca-Cola Co. v. Bennett, 238 Fed. 513; Coca-Cola Co. 
v. J. G. Butler & Sons, 229 Fed. 224. 


Comments on Bills Before the Congress 

1938 Bill (H. R. 9041). “Section 6—Use by Related Companies. Where the 
trade-mark sought to be registered is used by subsidiary or related companies, the 
application shall so state, and such use shall be deemed exclusive ; and use of regis- 
tered trade-marks by companies subsidiary or related to the registrant shall not affect 
the validity of such trade-mark or of its registration.” 

(There was no definition of a “related Company” in the bill.) 

1939 Bill (H. R. 4744), there was added: “or by the members of an associa- 
tion” and a definition of related company. 

1939 Bill (H. R. 6618), there was added: “Such mark shall not be used in such 
manner as to deceive the public.” 

The definition read (Sec. 45): “The term ‘related company’ means any indi- 
vidual, partnership, or person within the definition above where by ownership, or 
contractual relationship, control of the nature and quality of the goods upon which 
the mark is exercised by the registrant.” 

1941 Bills (S. 985, H. R. 102 and 5461). The language is the same in S. 895 
and H. R. 102 as in the 1939 Bill (6618). H.R. 5461 conveys the same idea. 

1943 Bill (H. R. 82). Section 5 and the definition are identical with the Act, 
except for the insertion of the word “legitimately” in Section 5. 


British Statute 

Trade-Marks Act, 1938. (1 and 2 Geo. 6, Ch. 22.) Section 28: “(1) Sub- 
ject to the provisions of this section, a person other than the proprietor of a trade- 
mark may be registered as a registered user thereof in respect of all or any of the 
goods in respect of which it is registered (otherwise than as a defensive trade- 
mark) and either with or without conditions or restrictions.” 

“The use of a trade-mark by a registered user thereof in relation to goods with 
which he is connected in the course of trade and in respect of which for the time 
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being the trade-mark remains registered and he is registered as a registered user, 
being use such as to comply with any conditions or restrictions to which his regis- 
tration is subject, is in this Act referred to as the ‘permitted use’ thereof.” 

“(2) The permitted use of a trade-mark shall be deemed to be use by the pro- 
prietor thereof, and shall be deemed not to be use by a person other than the pro- 
prietor, for the purposes of section twenty-six of this Act and for any other pur- 
pose for which such use is material under this Act or at common law.” 

““(4) Where it is proposed that a person should be registered as a registered 
user of a trade-mark, the proprietor and the proposed registered user must apply 
in writing to the Registrar in the prescribed manner and must furnish him with a 
statutory declaration made by the proprietor, or by some person authorized to act 
on his behalf and approved by the Registrar,— 

(a) giving particulars of the relationship, existing or proposed, between the 
proprietor and the proposed registered user, including particulars showing the de- 
gree of control by the proprietor over the permitted use which their relationship 
will confer and whether it is a term of their relationship that the proposed registered 
user shall be the sole registered user or that there shall be any other restriction as 
to persons for whose registration as registered users application may be made; 

(b) stating the goods in respect of which registration is prosposed ; 

(c) stating any conditions or restrictions proposed with respect to the charac- 
teristics of the goods, to the mode or place of permitted use, or to any other mat- 
ter; and 

(d) stating whether the permitted use is to be for a period or without limit of 
period, and, if for a period, the durating thereof ; 
and with such further documents, information or evidence as may be required under 
the rules or by the Registrar.” 


II. Secondary Meaning and Distinctiveness—Section 2 (f) 


“Dyanshine”—Barton v. Rex-Oil., 2 F. 2d 402; Barton v. Rex-Oil., 29 F. 2d 
474. 

“Nu-Enamel”—Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U. S., 39 U.S. P. Q. 402. 


Geographically Descriptive Mark 

“Tabasco”—E. MclIlhenny’s Sons v. The New Iberia Co., 34 App. D. C., 1910 
C. D. 343; Mclihenny v. Bulliard, 265 Fed. 705; Mcllhenny Co. v. Trappey, 277 
Fed. 615; Trappey v. Mclihenny Co. 


Surnames 
“substantially exclusive and continuous use’ 


III. Purpose of Incontestability Provisions 


Under the 1905 Act, a registration was prima facie evidence of ownership of the 
mark. Bunte Bros. v. Standard Chocolates, Inc., 53 U. S. P. Q. 668, 670. 
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“In the instant case the registration under the 1905 Act created a presumption 
of adoption and use sufficient to make out a prima facie case... .” 
See Hoover, Ltd. v. Air-Way, Ltd., 53 R. P. C. 399. 


House Report No. 603 (78 Congress, ist Session), p. 4: 

“5. Generally to simplify trade-mark practice, to secure trade-mark owners in 
the good will which they have built up, and to protect the public from imposition by 
the use of counterfeit and imitated marks and false trade descriptions.” 

1938 Bill (H. R. 9041), under the sub-head “Cancellation” : 

“Sec. 14. After the period for cancellation of the registration of a trade-mark 
has expired, the exclusive right of the registrant to his trade-mark shall be incon- 
testable.” 


1941 Bills (H. R. 102, S. 895): 
Sec. 15 same as Sec. 14 in 1938 bill. 
Sec. 32 had three types of defenses, the first two of which are in the Lanham 


Act. 


1941 House Committee Print of November 4, 1941: 

Sec. 15 substantially the same as Lanham Act, except that subsection (4) was 
added later. 

Sec. 34 (b) contained what are now subsections (1), (2) and (3) of Sec. 


33 (b) of Lanham Act. 


British Statute (Trade-Marks Act, 1938; 1 & 2 Geo. 6, Ch. 22): 

“13. (1) In all legal proceedings relating to a trade-mark registered in Part A 
of the register (including applications under section thirty-two of this Act) the 
original registration in Part A of the register of the trade-mark shall, after the ex- 
piration of seven years from the date of that registration, be taken to be valid in 
all respects, unless— 

(a) that registration was obtained by fraud, or 

(b) the trade-mark offends against the provisions of section eleven of this Act.” 

“11. It shall not be lawful to register as a trade-mark or part of a trade-mark 
any matter the use of which would, by reason of its being likely to deceive or cause 
confusion or otherwise, be disentitled to protection in a court of justice, or would 
be contrary to law or morality, or any scandalous design.” 


————— 
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THE UNITED STATES PATENT OFFICE AND THE 
ADMINISTRATIVE PROCEDURE ACT* 


Casper W. Oomsf 


Nature of the Functions of the Patent Office 


Historical Note——The United States Patent Office is one of the oldest—if not 
the oldest—administrative agency with judicial or quasi-judicial functions in the 
United States Government. It was officially created as the Patent Office’ in 1836. 

Prior to 1836 and since the founding of the Government patents had been 
granted by the Secretary of State who was, first with the Secretary of War and the 
Attorney General of the United States,* and later alone,’ authorized to receive and 
act upon applications for patent. 

Since 1836 the Patent Office has been performing substantially the same func- 
tion which was then assigned to it. This function is the examination of patent ap- 
plications and the issuing of patents found grantable and the refusal of patents not 
authorized by law. From time to time throughout the intervening 110 years there 
have been considerable modifications in the statutes and in the practice and particu- 
larly in the selection of the appellate tribunals to review the work of the Patent 
Office. 

It is somewhat unfortunate that in the study of administrative procedure which 
led to the formulation of the Administrative Procedure Act the work of the Patent 
Office and its history, and particularly the history of the changes and development 
in the review of its work, were ignored. In the report of the Committee on Ad- 
ministrative Procedure, appointed by the Attorney General, only a footnote of con- 
fession is left to report that “the highly specialized character of the Patent Office 
and the insufficiency of the Committee’s staff led first to the postponement and 
then to abandonment of plans to study this agency.” 

The conduct of that study, had it been made, would have disclosed that the meth- 
ods of the Patent Office have to a surprising degree anticipated the problem out of 
which the Administrative Procedure Act was born. 

The Patent Office has consistently provided the applicant before it with a full 
measure of all of the requisites of process that the Administrative Procedure Act 
insures, a regularized and publicized procedure, notice, repeated opportunity for 
hearing, a complete written record of the official proceedings, and full review. 

A study of the review offered the disappointed suitor in the Patent Office would 


* Delivered before an Institute on the Federal Administrative Procedure Act and the Ad- 
ministrative Agencies conducted by the New York University School of Law on February 5, 
1947. Reprinted with permission. 

+ Casper W. Ooms is the Commissioner of Patents, United States Patent Office, Department 
of Commerce. 

1. Patent Act, 5 Stat. 117 (1836), 2 U. S.C. A. § 105. 

2. Patent Act, 1 Stat. 109 (1790) repealed, see note 3 post. 

3. Patent Act, 1 Stat. 318 (1793), 3 U. S.C. A. § 42. Repealed, see note 1 supra. 

4. Administrative Procedure in Government Agencies, Sen. Doc. No. 8, 77th Cong., Ist Sess. 
(1944) at 4. 
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also have disclosed that the selection of an appellate tribunal set up to review the 
work of an administrative agency is not an indifferent matter. For almost a hun- 
dred years Congress has altered and experimented with the review of decisions and 
various special tribunals to conduct that review. A study of the variety of legisla- 
tive efforts to meet the special need of a reviewing agency adequate to the spe- 
cialized work of the Patent Office reveals the entire anatomy of administrative re- 
view.” 

Functions of the Patent Office—The United States Patent Office is entrusted 
with two rather formidable functions: (1) the examining and granting or refus- 
ing of United States patents upon inventions; and (2) the registration of trade- 
marks. While the practice with respect to these two branches of the law approach 
each other in several respects, there are many substantial procedural differences in 
the handling of the two types of applications in the Patent Office and the courts, 
in part due to the differences in the characteristics of the subject matter involved, 
but more largely due to the accidents of legislation. 

This paper will just briefly outline the general applicability of the Act to the 
Patent Office and the practice with respect to the publication of rules, orders, and 
records. The applicability of the specific provisions of the Administrative Pro- 
cedure Act to the operations of the Patent Office can then most easily be measured 
by a brief review of the functions involved in the handling of respectively a patent 
application and an application for the registration of a trade-mark, and finally con- 
sidering the more general functions of the Patent Office which are not directed 
immediately at either of these services. 

General Statement of the Applicability of the Administrative Procedure Act to 
the Patent Office—The Commissioner of Patents is empowered 


subject to the approval of the Secretary of Commerce, . . . . to establish regulations, not 
inconsistent with law, for the conduct of proceedings in the Patent Office, ... .® 


and does make such rules governing the patent examining work of the Office. Un- 
der a similar provision in the trade-mark law granting the Commissioner alone 
power to make trade-mark rules,’ appropriate rules for that practice are promul- 
gated. The exercise of these powers raises the question of the applicability of 
Sections 3 and 4 of the Administrative Procedure Act. 

With respect to the adjudications made by the Patent Office, to be treated in de- 
tail hereafter, the exemptions specified in Section 5, both with respect to the initial 
demand that the adjudication be “required by statute to be determined on the rec- 
ord after opportunity for an agency hearing” and the exception of “matter subject 
to subsequent trial of the law and the facts de novo in any court,” exclude them 
from the applicability of that section, and consequently Sections 7 and 8. The legis- 


5. The long and interesting history of the review of the decisions of the Patent Office is 
treated at length in an article by P. J. Federico, “Evolution of Patent Office Appeals” (1940) 
XXII Jour. of the Patent Office Society 838, 920, et seq. 

6. 32 Stat. 830 (1903), 35 U. S.C. A. § 6. 

7. Lanham Act, 60 Stat. 440 (1946), 15 U. S.C. A. § 1123. 
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lative history shows that “the work of the Patent Office” was intended to be ex- 
cluded.™ 
The Patent Office’s Compliance with Section 3 


The records of the Patent Office must necessarily remain secret (except from 
the parties concerned) during the prosecution of an application for a patent or for 
registration of a trade-mark. Nevertheless it is the announced policy of the Office 
to respect that secrecy only while the application is pending, and thereafter when a 
patent is issued to make available to the public generally the whole record of every 
issued patent in the Patent Office. 

The Patent Office has complied with the provisions of Section 3(a), and has 
published in the Federal Register of September 11, 1946, an outline of its general 
establishment and functions, a description of its organization broken down to divi- 
sions, a fairly precise statement of the methods by which its work in handled, and a 
reference to printed publications which it publishes. 

Since 1836 the Patent Office has published some kind of circular of general in- 
formation as an aid to those who may be interested in its business, and in addition, 
for the past hundred years the Office has published a rather substantial volume of 
Rules of Practice in the United States Patent Office. The Patent Office makes 
these, and a pamphlet copy of relevant statutes, available for free distribution. 

Each week since 1872 the Patent Office has published its Official Gazette, re- 
porting its official actions, announcing changes in organization and procedure, de- 
tailing the status of its work, and also reporting a large number of opinions of the 
Commissioner, the Supreme Court of the United States, the Court of Customs and 
Patent Appeals, and other courts. 

In common with many other agencies, the Patent Office has suffered from the 
fact that however extensive and precise a set of rules is formulated it must neces- 
sarily leave many of the details of its practice unexpressed. This is due not only to 
the fact that it is impossible to anticipate in any set of rules the great variety of 
situations which may be presented for application of the rules, but because the 
practice is necessarily a developing one and a set of rules is therefore constantly 
in revision. The practice of the Patent Office, to the extent that it has been un- 
stated in the published rules, has been the subject of informal commentary by sev- 
eral practitioners whose manuals are well known in the field.® 

This practice is further implemented from time to time by Commissioner’s 
Orders and Notices to the Examining Staff which have usually been given publica- 
tion in the Official Gazette of the Patent Office, and in any event are available to 
the public. 

It is recognized that Section 3(a) of the Administrative Procedure Act will re- 
quire the amplification of the material that is published in the Federal Register, and 


7a. Legislative History, Administrative Procedure Act, Sen. Doc. No. 248, 79th Cong., 2d 
Sess. (1946) at 22. 

8. Wolcott, Manual of Patent Office Procedure (9th ed. 1947); McCrady, Patent Office 
Practice (2d ed. 1946) ; Rivise and Caesar (2 vol.), Preparation and Prosecution of Patent Ap- 
plications (1940) and Interference Law and Practice (1943); Stringham, Double Patenting 
(1933) and Semiotic of Patent Interference Count (1941); Stringham and Glascock, Patent 
Soliciting and Examining (1934). 
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it is the announced policy of the Patent Office to publish in the Federal Register 
any modification of its rules or statements of policy or formulated interpretations 
for the guidance of the public. The Patent Office will, of course, continue to pub- 
lish the same material in its weekly Official Gazette and, to the extent that the mate- 
rial lends itself to separate compilation and republication in pamphlets distributable 
to the public, to expand the practice now followed of making its rules of procedure 
and circular of general information generally and freely available. 

With respect to the provisions of Sections 3(b) of the Administrative Pro- 
cedure Act, the Patent Office will continue to publish all of its rules. With respect 
to its final opinions, those announced by the Board of Appeals and a few by the 
Commissioner, several problems arise. 

The first of these problems is the fact that while the patent application or the 
trade-mark application remains pending, the adjudication upon it must be held con- 
fidential. When the requirement for confidence is lifted by the allowance of the 
application, the opinions are available to the public. Similarly, when an appeal is 
taken to the Court of Customs and Patent Appeals in any case the opinion becomes 
a matter of public record automatically in the records in the court. 

A second rather formidable consideration is presented by the problem of pub- 
lishing the opinions of the Board of Appeals in that the Board is currently passing 
upon approximately 4,000 appeals a year, and this year, with special statutory aid,° 
may pass upon as many as 6,000. Obviously, a large number of these decisions are 
of no legitimate interest to anyone except the party involved in the proceeding. The 
decisions which are not public are not cited as precedents by the Offices as the prac- 
tice prohibits the citation of any opinion not available for publication. 

A large number of opinions are rendered each year in cases in which, frequently 
as a result of the opinions, the applications are abandoned while in the secret stage. 
Many of these cases are insubstantial, and it would serve no purpose to publish 
these opinions, although if an important issue is adequately decided the Commis- 
sioner has power to publish the opinion. 

In view of the fact that few of the opinions are useful as precedents, and in 
view of the fact that there would be little incentive to adequate indexing to give 
access to the opinions if they were made available merely by opening the record to 
the public at the Patent Office, the Patent Office is confronted with the difficult 
question of determining how best to meet the spirit of Section 3(b). The present 
practice obviously comes within the letter of the law. Proposals are being reviewed 
to determine whether or not a procedure shall be adopted for the appraisal of each 
opinion, to enable the publication of those that have definite precedent value in the 
Official Gazette of the Patent Office under a system of annotation that will make 
them generally acceptable and useful. 

Section 3(c) of the Act raises the same question as Section 3(b) in that most 
of the records of the Patent Office are, for the period of the active prosecution of 
the application within the Patent Office, kept secret except from the parties directly 
concerned. However, as secrecy is lifted by the granting of the application it has 


9. Pub. L. No. 620, 79th Cong., 2d Sess. (1946), 60 Stat. .., 35 U. S.C. A. § 7. 
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been the practice of the Patent Office to make the entire file available for inspection 
by the public or for copying at the Patent Office.” One of the first resources of 
the attorney who must appraise an issued patent to determine its scope, its validity, 
or its possible vulnerability on various statutory grounds, is the so-called file wrap- 
per and contents of the patent application, which is a complete and official record 
of the entire proceedings of the prosecution of the application.” 


Patent Office Rule-Making Functions 


The rule-making power conferred upon the Commissioner of Patents by the 
statutes referred to above has to a large extent been exercised only in response to 
a growing practice. The public has always participated to some extent. A Patent 
Office Advisory Committee composed of a number of leading patent attorneys 
and business men has long existed, and the Office has vigorously solicited recom- 
mendations from the profession. In some instances proposed rules have been in- 
formally circulated among representative practitioners for comment. 

It is extremely doubtful whether any of the rules formulated to govern either 
patent or trade-mark practice are other than “interpretative rules, general state- 
ments of policy, . . . . procedure, or practice,” and since there is no statutory re- 
quirement for notice or hearing, Section 4(a) is not applicable. However, the 
Patent Office, which is now engaged upon a revision of its rules both in trade-mark 
and patent practice, has outlined a program for public participation that will more 
than meet the requirements of the Act. This is the program: 

The program of revision has been announced. Suggestions have been invited. 
Existing committees of various bar associations, patent law associations, and trade 
associations have been asked to formulate suggested rules and forms. Meetings 
have been held with the participating groups. Meanwhile, with this guidance, the 
Patent Office has its own internal committee at work upon the project, combing all 
suggestions from within and without the office, including the critical literature in 
the field. 

When a tentative draft has been prepared of either the complete book of rules, 
or a substantial portion thereof, this will be announced in the Federal Register, the 
Official Gazette of the Patent Office, and in other media, and the draft widely dis- 
tributed. At the same time opportunity will be given for the submission of written 
views, arguments, suggestions, etc. ; and oral hearings are also contemplated. There- 
after the final draft of the rules will be prepared and published, effective at a date 
at least thirty days thereafter (unless an emergency requires an earlier effective 
date), and full publicity will be given to this decision. 

With respect to amendment of any rule now in effect and those being drafted, 
a procedure is being established to announce the proposed rule with equal publicity. 

This practice is upon trial. It will doubtless meet every requirement of those 
who practice before the Office, but wherever it is found deficient it will be studied 
and modified in the light of the experience under the Act. 


10. Minor exceptions, such as those provided for in Patent Office Rule 111 are discouraged. 
11. For the importance of this see, e.g., Exhibit Supply Company v. Ace Patents Corporation, 
315 U. S. 126, 131, 62 Sup. Ct. 513, 86 L. ed. 736 (1942) ; and cases there cited. 
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Adjudication Functions of the Patent Office 


Section 5 of the Administrative Procedure Act has very limited application to 
the Patent Office, because with a single exception, none of its adjudications are “re- 
quired by statute to be determined on the record after opportunity for an agency 
hearing.” In addition, with but unusual exceptions, every adjudication by the 
Patent Office is “subject to subsequent trial of the law and the facts de novo in” a 
court. Nevertheless, the Patent Office practice measures up to the solicitude which 
the Administrative Procedure Act evinces for full notice and hearing, and separa- 
tion of the advocatory from the judicial functions in the process of adjudication. 
Separately examined these proceedings disclose a full compliance with the objectives 
of the Act, and for the most part more than one hundred years of successful ex- 
perience with the practice exempted from Sections 5, 7 and 8. 

The Administrative Practice with Respect to Patents—By far the larger part 
of the effort of the Patent Office is devoted to the examination of applications for 
patent. These are all made under the provisions of the Patent Act, which is in gen- 
eral the compilation made in the Revised Statutes in 1874 and the numerous amend- 
ments that have been made from time to time to those statutes, now reported as 
Title 35 of the United States Code.” 

The Patent Act defines the types of subject matter upon which patents may be 
procured and the statutory barriers against which an application must be tested, and 
imposes upon the Patent Office the duty of making an examination of the applica- 
tion. 

To obtain a patent, an inventor must file an application in the Patent Office. This 
application accompanied by a government filing fee includes a complete description 
of the invention, claims defining the invention and its scope, a drawing of the in- 
vention if possible, and an oath of inventorship by the inventor, and must comply 
with various requirements. When its turn is reached, this application is examined. 
The examiner studies the application, both the technical and legal aspects, and makes 
a search through all relevant prior United States patents and also through prior 
foreign patents and publications, for material anticipating the invention. A 
decision is reached on the patent-ability of the invention or the claims presented 
from the study and the results of the search and this decision, including formal 
matters and requirements, communicated to the applicant. If the action is ad- 
verse, the applicant may request reconsideration, amending this application and 
presenting any arguments and evidence he desires. The application is examined 
again, and further reconsiderations are possible. Informal oral hearings (inter- 
views) are common, although all transactions are required to be in writing. The 
volume of work may be appreciated from the fact that over 90,000 applications for 
patent were submitted in 1946, and more than 200,000 are in various stages of 
prosecution at the present time. 

The law provides an appellate tribunal within the Patent Office, the Board of 
Appeals, to which any applicant whose application has been twice rejected may ap- 


12. Sections 1-72. 
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peal."* From the Board of Appeals the applicant may appeal to the Court of Cus- 
toms and Patent Appeals” or assert the alternative remedy of an original action 
in the United States District Court against the Commissioner of Patents in which 
the right to the patent may be tried anew.” 

Formal objections and requirements raised by the examiner as well as pro- 
cedural matters are reviewable by the Commissioner on petition. Petitions of this 
type and petitions with respect to other matters such as to take cases up out of turn, 
to revive abandoned applications, to pay final fees late, to amend after allowance, 
etc., were taken in over 4,000 cases in 1946. 

In none of these provisions is any requirement for a hearing imposed except 
as it may be implied in the language which provides for a review within the Patent 
Office by the Board of Appeals which states that “each appeal shall be heard by at 
least three members of the Board of Appeals.’’*® 

In practice the Patent Office not only grants an oral hearing within this tribunal 
but grants ample opportunities for oral interviews at the earlier stages of the prose- 
cution of the application.” 

Interference Practice —One feature of the patent practice that rarely occurs in 
any similar form in other fields of the law is the collision of two applicants for the 
same patent, an eventuality called an interference. The law merely requires in such 
a case that the applicants be notified of the interference and the board of three inter- 
ference examiners be directed “to proceed to determine the question of priority of 
invention.”** In this interference proceeding, the conflicting subject matter is de- 
fined by issues or “counts” by the examiner ; the parties are notified, and given an 
opportunity to object to the proceeding or to reformulate it by striking out or add- 
ing to the issues or in other ways. Testimony is then taken by depositions and the 
determination is ordinarily an award of priority resulting in the grant of a patent to 
the winning party and a refusal to the losing party. This determination is also 
reviewable by direct appeal to the Court of Customs and Patent Appeals,” or in 
the alternative at the election of either party by civil action brought in the District 
Court of the United States.” 

Public Use Proceedings.—In addition to the direct conduct of the prosecution 
of the patent application and the conduct of an interference to determine priority 
between two colliding applicants, the Patent Office practice presents a number of 
subsidiary activities bearing upon the prosecuting of the application. 

The first of these is called a public use proceeding. This proceeding has no basis 
in the statute other than in its general terms, which prohibit the patenting of any 
invention which has gone into public use or on sale in this country more than one 
year prior to the filing of the application.” 


13. 44 Stat. 1336 (1927), U. 


S. 57. 
14. 44 Stat. 1336 (1927), 35 U. 


§ 59(a). 
63. 
A. §7. 


C. A. 
S. C. 
15. 27 Stat. 436 (1893), 35 U. S.C. A. 


16. 44 Stat. 1338 (1927), 35 U.S. C. 
17. Rules of Practice in the United States Patent Office, Rules 151, and 13. 
Zz & 


§ 
A. 


18. 44 Stat. 1336 (1927), 35 U. A. § 52. 

19. 44 Stat. 1336 (1927), 35 U. S.C. A. § 59(a). 
20. 27 Stat. 436 (1893), 35 U. S.C. A. § 63. 

21. 29 Stat. 692 (1897), 35 U. S.C. A. § 31. 
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The rules” of the Patent Office have, however, established a procedure for the 
initiation and conduct of a proceeding of this character which, like every other 
determination in the Patent Office is accompanied by notice, a full opportunity for 
eliciting all relevant evidence and a final hearing on the merits. In addition the 
proceeding is not instituted without a preliminary hearing of all affected parties on 
the issue of whether the proceeding should be instituted. 

The final determination in the public use proceeding is a rejection of the applica- 
tion which is attended by the same review which is available upon a final rejection 
of the application on any other ground. 

We turn now to the first of the adjudications for which no trial de novo in the 
Courts is available and therefore present questions of the applicability of Sections 
5, 7 and 8. 

Proceedings to Strike Application—Another proceeding which is only infre- 
quently invoked in the Patent Office is one covered by no express provision of the 
statute and no present rule of the Patent Office. It is the practice of striking an 
application for some fundamental obstacle to its further prosecution, such as fraud 
upon the Patent Office® or violation of the statutory prohibition against prosecution 
of an application owned by an employee of the Patent Office.™ 

This procedure is usually initiated by the service upon the applicant of a rule to 
show cause within a fixed period why the application should not be stricken from 
the files for grounds which are specifically and fully set forth in the rule. 

The applicant is given an ample opportunity to make response and an oppor- 


tunity to be heard at length by either the Commissioner of Patents or an Assistant 


Commissioner. 

The submission of this issue to the Commissioner is required by the practical 
fact that the Primary Examiner, who ordinarly makes the adjudication upon a pa- 
tent application and whose decision is reviewable by the Board of Appeals, has no 
facilities for eliciting facts which do not appear in the patent application and the 
documents offered in support thereof, and the further fact that ordinarily the ex- 
traordinary character of the questions raised in these cases requires determination 
by the head of the agency. 

Since the statute contains no provisions for either a trial de novo or any type 
of statutory review of this proceeding, it is obviously one that falls directly within 
the embrace of Section 10 of the Administrative Procedure Act. 

Inasmuch as this procedure is not one required by statute to be determined on 
the record after opportunity for an agency hearing, Section 5 is not applicable. As 
no subsequent trial de novo is provided for, the Patent Office treats this procedure 
in every respect as if it were covered by Sections 5, 7 and 8, assigning the investi- 
gating and prosecuting duties to the office of the Solicitor and confining the hear- 


22. Rule 11. 

23. Ex parte Mallard, 593 O. G. 143, 71 U. S. P. Q. 294; and cases there cited. Compare 
Federal Communications Commission v. WOKO, — U. S. —, 67 Sup. Ct. 213, 91 L. ed. 190 
(1946). 

24. 16 Stat. 200 (1870), 35 U. S.C. A. § 4. 
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ing responsibility to the agency in the person of the Commissioner or an Assistant 
Commissioner. 

The hearing and adjudication are conducted in the same manner as the disbar- 
ment proceeding, next to be discussed. 

Disbarment Proceedings.—In all the activity of the Patent Office there is only 
one provision within the statute which expressly confers upon an interested party 
the “opportunity for a hearing.” This provision is found in the section of the law 
which confers on the Commissioner of Patents the power to prescribe rules and 
regulations governing the recognition of agents, attorneys, or other persons repre- 
senting applicants before the United States Patent Office, and grants the Commis- 
sioner of Patents the power “after notice and opportunity for a hearing” to “sus- 
pend or exclude, either generally or in any particular case, from further practice 
before his office any person found to be guilty of disreputable or gross misconduct”’ 
or other violations prescribed in the statute.” 

The statute prescribes a specific review of an order of disbarment in the Dis- 
trict Court of the United States for the District of Columbia, subject to its pro- 
ceedings and rules.” 

This disbarment proceeding, it is clear, falls directly within the provisions of 
Section 5. Compliance with the provisions of 5(a) and 5(b) are easy. Section 
5(c) is observed by the simple precaution of having the Solicitor of the Patent Office 
perform the investigative and prosecuting function, except where special counsel 
are engaged, and having the Commissioner or an Assistant Commissioner, attended 
by professional members of the staff, conduct the hearing. Thus, the agency itself 
conducts the hearing and compliance with Section 7(a) is met, and at the same time 
Section 8(a) becomes inapplicable. This procedure is obviously practicable only 
because of the infrequency of the proceedings brought for disbarment. 

The Patent Office in all proceedings has adhered to the practices prescribed in 
Sections 7(c) and 7(d). To the extent that Section 8(b) is applicable, as it is in 
disbarment proceedings, the only change in the current practice will be the insistence 
of the Office that the respondent file proposed findings, or be given a fixed oppor- 
tunity to argue exceptions to the findings tentatively made by the hearing agency, 
or both. 

Ex Parte Trade-Mark Practice——The functions of the Patent Office with re- 
spect to the registration of trade-marks were generally set forth in the Trade-Mark 
Act of 1905” and the Trade-Mark Act of 1920” in various amendatory acts and 
subordinate statutes. These statutes have been substantially supplanted by the so- 
called Trade-Mark Act of 1946, more familiarly known as the Lanham Act.” In- 
asmuch as the Lanham Act becomes effective on July 5, 1947, and is in most pro- 
cedural respects correspondent with the previous statutes, only the 1946 Act will be 
treated in considering the applicability of the Administrative Procedure Act.” 


. 32 Stat. 830 (1903), 35 U. S.C. A. § 11. 

. See Hatch, et al. v. Coms, decided Jan. 23, 1947 (D. C. D. C.). 

. 33 Stat. 724 (1905), 15 U. S. C. A. §§ 81-109. 

. 41 Stat. 533 (1930), 15 U. S. C. A. §§ 121-128. 

. 60 Stat. 427 (1946), 15 U. S.C. A. § 1051. 

. The Rules for Trade-Mark Practice under this act are now being drafted. The pro- 
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An application for the registration of a trade-mark is presented to the Patent 
Office in the same manner as a patent application. The application is examined by 
an expert skilled in the particular cases assigned. This expert is available for oral 
interview, makes his action upon the application a matter of written record of which 
the applicant is furnished a copy, and his final action is subject to appeal to the 
Commissioner of Patents.” 

Inter Partes Trade-Mark Practice.—In addition to the normal ex parte applica- 
tion for the registration of a trade-mark the Act provides for four kinds of ad- 
versary proceedings: 

The first of these is the opposition proceeding which is instituted after the al- 
lowability of an application has been indicated and the proposed trade-mark has 
been published in the Official Gazette of the Patent Office** for the purpose of 
eliciting opposition, which may be instituted by a notice of opposition.** Upon 
the filing of an answer this proceeding is submitted to an examiner of interferences 
who receives such testimony as the parties have reduced to depositions, briefs, and 
oral arguments.™ 

Where the opportunity for opposition is not availed of, a party may, within 
the time limits fixed by the Act, institute a cancellation proceeding against a mark 
that has passed to registration.” Proceedings in this case are much like those of 
an opposition and heard before the same officer in the same manner. The statutory 
grounds for decision differ somewhat. In certain prescribed situations the Federal 
Trade Commission may institute the cancellation proceedings.” 

A third possible conflict is an interference proceeding involving the collision of 
two applicants for the registration of substantially the same trade-mark or the inter- 
ference of a pending application with a registered mark.** The same procedure for 
determining this controversy is provided for. 

The fourth procedure of an adversary character is an entirely new procedure 
first expressed in the Lanham Act which provides for the concurrent registration 
of the same mark by two different businesses using the same mark in distinguishable 
areas.** The statute provides for a “hearing” of this type of controversy and it is 
expected that the hearings will be conducted in somewhat the same manner as that 
provided for in other inter partes proceedings. 

From the decision of the examiner in interferences in each of these four types 
of proceedings the appeal is to the Commissioner of Patents or an Assistant Com- 
missioner acting in his place.” 

From the decision of the Commissioner of Patents the appeal in both ex parte 


cedure herein discussed is largely that prescribed by the current rules, but the minimal procedural 
devices herein discussed will be substantially retained in the practice. 
31. See note 30 supra, § 20. 

. Section 12. 

. Section 13. 

. Section 17. 

. Section 14. 

. Section 14. 

. Section 16. 

. Section 2(d). 

. Section 20. 
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and contested cases is to the Court of Customs and Patent Appeals, or in the alter- 
native a review can be had by an action under R. S. 4915 (35 U. S. C. 63).® 

Paralleling the practice which has developed in the Patent Office of recognizing 
a procedure to strike an application where the applicant resorts to fraud in its prose- 
cution, it is expected that provision will be made in the new rules for the service of 
a rule to show cause, upon hearing, why an application should not be stricken upon 
the grounds precisely stated in the rule. If that procedure is adopted, it will be a 
procedure for which the statute contains no express review, and accordingly the 
situation will be one which invokes the applicability of Section 10 of the Adminis- 
trative Procedure Act. Insofar as the practice within the Patent Office is concerned, 
the discussion above with respect to the corresponding practice to strike a patent ap- 
plication is completely explanatory. 


Judicial Review of Patent Office Adjudications 


From what has been said in review of the various types of adjudications made 
by the Patent Office it is clear that statutory review is provided for every normal 
type of adjudication except those committed to agency discretion. An optional trial 
de novo is available under the Patent statute for each final adjudication refusing a 
patent or trade-mark. That remedy is not provided for in a disbarment case. 

A study of the decisions of the appellate tribunals within which these adjudica- 
tions have been reviewed discloses a recognition of each of the principles expressed 
in Section 10 of the Act. 

Review may not be available under statutes other than the Administrative Pro- 
cedure Act in interlocutory matters, matters decided by the Commissioner on peti- 
tion, and in extraordinary situations, such as striking an application for fraud which 
has been referred to. Interlocutory matters are apparently not subject to separate 
review, but many of them may, as in the past, be reviewable with adjudications on 
the merits both in the Office and on appeal. The remedy of mandamus or equivalent 
review has been available in appropriate cases.** 

It is expected, of course, that the enactment of Section 10 will have the effect of 
minimizing the technical aspects of the review and its availability, and that the courts 
will welcome the appellant as exercising a right of review and not merely treat him 
as a suppliant for extraordinary remedy. Thus will the substantial purposes of the 
Administrative Procedure Act be served. 


Discussion Period 


Question: My question is whether any examiners such as called for in Section 
11 will be provided for in the Patent Office? 

Mr. Ooms: No. Under the other provisions of the Act, the only types of 
adjudication in the Patent Office that do not fall within the exceptions expressed in 
Section 5(a) are the few I have referred to, the disbarment proceedings and the 


40. See note 30 supra, § 21. 

41. Steinmetz v. Allen, 192 U. S. 543, 563, 24 Sup. Ct. 416, 48 L. ed. 555 (1904). Levy, 
“Mandamus in Patent Office Proceedings” (1936) XVIII Jour. of the Patent Office Society, 
307, 439, 546 et seq. 
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motions to strike. Those all raise unusual questions which frequently involve a 
fundamental question of policy or statutory construction and they are so infre- 
quently invoked that the Patent Office will be able to handle those as an agency 
hearing conducted by the Commissioner or by an Assistant Commissioner and un- 
der those as an agency hearing conducted by the Commissioner or by an Assistant 
der those provisions of the law it will be unnecessary to have hearing examiners as 
provided for in Section 11. 


Question: Then there will be no change in the present Board of Appeals? 
Mr. Ooms: No. The Board of Appeals will continue to exercise its statutory 
function. 


Question: Will the primary examiners continue to sit on the Board of Appeals? 

Mr. Ooms: The primary examiners will sit on the Board of Appeals only for 
the three years of emergency expressed in the special statute enacted last year to 
provide for the primary examiners sitting on the Board to relieve the current back- 
log. It is expected that as soon as that backlog is discharged, the primary examiners 
will no longer sit on the Board of Appeals. However, the procedure before the 
Board remains identical with what it was before the primary examiners sat on the 
Board and, of course, the review available to anybody, appealing from the Board 
of Appeals, or in the alternative proceeding to review by way of a trial de novo in 
the District Court is such that the practice is exempted from Sections 5(a), 7(a), 
and 8. 


Question: There are certain decisions made by you which have the nature of 
finality on petitions made to you. Is there going to be any provision made in the 
Patent Office to review those decisions? 

Mr. Ooms: Would you give me one type? 


Question: Well, a petition, say to revive. 

Mr. Ooms: A petition to revive is committed to the discretion of the Com- 
missioner. The only review available under the Administrative Procedure Act will 
be by way of a proceeding in the nature of a mandamus, although it will probably 
no longer be called such, which will, of course, give relief only where the discretion 
had been abused. I think the statute makes it clear, and the interpretations within 
the committee and in the discussion of the statute on the floor make it clear that it 
was never intended to substitute for the discretion of the agency, the discretion of 
a court that might subsequently hear the case on a procedure in the nature of a writ 
of mandamus. But there are a large number of other interlocutory proceedings 
in the office, such as petitions for supervisory discretion which, of course, have no 
review, although they will be and many of them are reviewable on the merits in 
the Board of Appeals and, of course, this review may be followed by the statutory 
review either in the Court of Customs and Patents Appeals or under Section 4915. 
But I see no substantial change in the procedure as it is now being conducted. The 
most that can be said is that we will absolutely modify the procedure in disbarment 
cases and the procedure in cases where the rule is issued to strike the application 
for some fundamental reason. We will modify that. And then I see also an en- 





38 T.-M. R. THE PATENT OFFICE AND THE A. P. A. 161 


largement of the liberality of the review which was formerly available in the nature 
of a mandamus proceeding. 


Question: Commissioner, what is the effect of this Act upon the ability of the 
Patent Office to lay down special requirements, technical requirements, for attorneys 
practicing before it? 

Mr. Ooms: That is covered in Section 6, which was not suggested for discus- 
sion at the Institute. Nevertheless, it is an interesting question. The statute left 
it entirely up to each agency to determine what persons it would recognize to prac- 
tice before it. Of course, the statute still insists that every party practicing on his 
own behalf before the agency may appear there without counsel; also may be ac- 
companied by counsel and then, finally, that the agency itself may recognize a spe- 
cial class of practitioners qualified to practice before it. You know that in the his- 
tory of this Act, several attempts were made to enlarge the opportunity to practice 
but the authors of the Act also recognized, and I think it is expressly stated, in some 
of the hearings, that the qualifications for work in the Patent Office were such that 
they could not very well open that work to laymen generally. I expect to see no 
change in the practice in the Patent Office in the manner of admission of practi- 
tioners before it with respect to patents. 

With respect to trade-marks, there has been no substantial rule. For all prac- 
tical purposes, everybody is practicing there and in the formulation of the new trade- 
mark rules we will set down definite criteria of who may appear there. It is con- 
templated at the present time that that practice will be limited to attorneys at law 


and agents recognized and registered in the Patent Office, to practice before the 
Patent Office. 


Question: You may have covered this in your talk, you touched on it a bit. But 
at the present time are there any confidential instructions going out to the examiners 
that are not available to the public? 

Mr. Ooms: I think there is nothing in the way of confidential instructions. I 
have been working for a year and a half trying to find out just what the hierarchy 
of instructions were that we issued in the office. We have notices to examiners, we 
have orders. We try to publish everything that has any bearing upon the practice. 
With respect to personnel practice and things of that kind, there are instructions 
that are naturally of no interest to the public. 


Question: I mean instructions regarding action on cases in general. 

Mr. Ooms: I do not think there are any that are confidential at all. Although 
we probably are not required to publish those in the Federal Register, we publish in 
the Gazette everything we can think of that alters in any way the practice of the 
practitioner. The statute does not expressly require it with respect to the Patent 
Office because of the very broad exemptions, inasmuch as most of our rules are 
procedural or formulations of policy expressed in the statute. We are setting up 
a procedure by which every order which has any bearing upon the practice will be 
published both in the Gazette and in the Federal Register. 


Question: Would interpretations of rules be so published ? 
Mr. Ooms: Interpretations of what kind? 
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Question: That is, general interpretations of the rules of practice, say. 

Mr. Ooms: I think they will be published if there is anything sufficiently broad 
as not to be applied to just a single case. I contemplate that ultimately—how quickly 
I do not know—certainly as soon as we can get our new rule book promulgated, we 
will publish an official manual of practice rather than the unofficial manuals that have 
heretofore been in use, so that a man will have a guide book that he knows is bind- 
ing upon him and the office. We expect to begin our trade-mark practice imme- 
diately upon the formulation of those rules in the same way. We will publish, I 
think, far more than merely procedural rules. We will publish some interpretations. 


Question: You mean concerning McCrady, something like that ? 

Mr. Ooms: Yes. With respect to manuals of practice, McCrady is typical, and 
Wolcott’s Manual. But what I am thinking of is that our rules in the trade-mark 
practice will probably include some types of interpretative rulings, interpretative 
regulations, such as you find for instance in the publication of the rules of the Food 
and Drug Administration. There is plenty of room for that under the new trade- 
mark law. 


Question: Mr. Commissioner, perhaps because I came in late I am not entirely 
clear as to whether the Federal Administrative Procedure Act has added new ju- 
dicial remedies for actions in the Patent Office to those which existed before it was 
enacted. Has it done so? 

Mr. Ooms: I do not think it has. Under the decision in Steinmetz v. Allen, 
192 U. S. 543, the Supreme Court recognized that mandamus procedure was avail- 
able to control any action of the Patent Office that did not fall within the class of 
appealable adjudications? Now, under Section 10, I think you are assured that that 
remedy is available by statute. But I think it will be approximately the same remedy 
that was available under the decision in Steinmetz v. Allen, and that the courts 
have long respected in practically all types of procedure where you have no appeal. 
I think there is no enlargement of the actual appeal that is available. There now is 
an express declaration that it is available. I think that is the net effect of the Act. 


Question: In pending trade-mark oppositions or cancellations, the Patent Office 
has on occasion not permitted equitable defenses. They felt they were not relevant 
to the proceeding. Does Section 10(e) of the rules change that in any way? 

Mr. Ooms: Whether it does or does not, the section of the Lanham Act that is 
applicable guarantees you those equities. 


Question: I was thinking of Section 10(e) prior to the effective date of the 
Lanham Act. 

Mr. Ooms: I see no express provision there that would guarantee the availability 
of those unless you find it in Clause 4, “without observance of procedure required by 
law.”’ Which one do you have in mind? 


Question: Well, it might be “otherwise not in accordance with law” under B(1). 
Mr. Ooms: Under that I assume that the only governing law there would be the 
trade-mark statute itself, and if the trade-mark statute did not recognize an equitable 
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defense of any kind, that this would not guarantee a reversal on that ground, but 
under the new Lanham Act I think you are assured those defenses. 

Our practice has been enlarged somewhat by our recognition that the Federal 
Rules of Civil Procedure are applicable wherever we had no express rule governing 
it and I think the Federal Rules of Civil Procedure insure that you may interpose an 
equitable defense in appropriate cases. So that I would say if the issue were raised 
today we would decide that equitable defense is available, but we would do so with- 
out recourse to the Administrative Procedure Act. 


Question: Did I understand you to say at the outset that in your opinion this 
Act was not intended to apply to the Patent Office? Perhaps I misunderstood you. 

Mr. Ooms: That has been expressed at various times in earlier drafts of the 
legislation. As the Act is now drawn it does apply to the Patent Office in the few 
respects I have enumerated. That is, we are not expressly excluded as we were in 
one of the earlier drafts. But all of the studies shook us off. They took one look 
at the Patent Office and said they did not want to get into there, that it was too 
complex. It is unfortunate, because if one studies that very interesting develop- 
ment of review beyond the Patent Office, of Patent Office adjudications, starting 
back in 1836 and sees it change from year to year you have some appreciation of 
the fact that the problem of review of administrative decisions is not new. 

I think it started even before 1836. You first had just lay arbitrators who could 
be summoned by the Secretary of State to review the cases. They were paid for 
by the appellant who, I think, paid a fee of $25, and the arbitrators were paid $10 
for an adjudication of the case. They found it so difficult to get those lay arbitra- 
tors that they began to establish other methods of review, first by appeal to the 
Chief Justice of the District Court of the District of Columbia, then to any Justice 
of the Court. That left it up to the appellant to pick his own judge. If he found 
one more favorable than the other, he went to the judge he thought more favorable. 
The statute also provided for payment of a fee to the judge, with the result that one 
judge found it a very profitable business and regularly reversed the Patent Office 
to insure that he would have a monopoly of the review business. The Chief Jus- 
tice felt he was getting too much work and asked that the law be enlarged to per- 
mit other justices to do the same work, but most lawyers liked the Chief Justice so 
well that they refused to take their cases to the other judges. 

Almost every type of experience with administrative review is included in the 
history of the legislation governing reviews of Patent Office adjudications, and 
these have been missed in this study of administrative review which led to the pas- 
sage of this Act. But Mr. Federico’s articles on this (see footnote 5, above) are a 
very interesting history of the whole development. 


LL 
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ForREIGN MARKS-OF-ORIGIN REGULATIONS’ 
Reviewed by Frederick Moeller” 










This comprehensive, 165-page revision of a publication first issued in 1939 is 
required reading for anyone charged with the responsibility of properly marking 






American-made goods for export. 

Good-will for a nation’s goods or services is built in the same way that good-will 
is built for a private brand, by fair dealing and by supporting efforts to stamp out 
unfair trade practices. An improper reference on your goods, however uninten- 
tional, can damage your trade-mark. We must be as vigilant to properly apply 
Made in U. S. A. as we are to guard against misuse or infringement of our private 










brand marks. 
Seasoned exporters, anxious to have their merchandise marked in accordance 


with the laws of individual countries, will be glad to have this post-war revision 
of an old and valuable guide. Newcomers in the field should find it of particular 
value to them and they are urged to study the regulations in advance of shipment. 
By proper application of the rules, customs difficulties, fines, and in some cases 
outright confiscation may be avoided. Where customs action is not as drastic as 
this, the importer is often obliged to comply with the local marking regulations by 
opening up cases in the custom house and marking each piece of goods. This puts 
the foreign customer to trouble and expense not to mention his annoyance with his 














supplier and the consequent loss of good-will. 

“Foreign Marks-of-Origin Regulations” makes it easy for the exporter to avoid 
costly mistakes. Such countries as Canada, the British countries and France are 
very strict in their requirements. Other countries are less exacting and some have 
practically no regulations whatever. A careful reading of the regulations is advised. 
They are obtainable from the Superintendent of Documents, Washington, D. C. 
Price 35 cents, or at branch offices of the Bureau of Foreign and Domestic Com- 













merce. 







1. Prepared by the U. S. Department of Commerce. 
2. Export Sales Manager, Lehn & Fink Products Corporation, Member of the Board and 


International Trade-Mark Committee of the United State Trade-Mark Association. 
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TRADE-MARK REGISTRATION IN CANADA 
By George H. Riches* 


A Study of the Effects of a Recent Decision of the Exchequer Court of Canada, 
Which Makes It Imperative to Register a Mark in the Same Form as 
Used, Even Though the Mark May Include Descriptive Words. 


A recent decision of the Exchequer Court of Canada, makes it imperative to 
register a trade-mark in the form as actually used, even though the trade-mark in- 
cludes a word or words descriptive of the wares to which the mark is applied. This 
decision requires trade-mark owners to examine all of their trade-marks, to ensure 
that their registrations cover the trade-mark as it is actually used on the wares. 

To comprehend the effect of the decision, it is considered necessary to review 
what has been the established practice of the Registrar of Trade-Marks in the cases 
of applications to register trade-marks which include: 


(a) Asa part thereof, a word descriptive of the wares, or 

(b) In cases where the application is predicated on a registration obtained in the 
country of origin and such registration contains a disclaimer to certain of the words form- 
ing part of the mark. 


It has been established practice of the Registrar of Trade-Marks to require an 
applicant to delete from the application for registration, words which are descrip- 


tive of the wares, even though such words are used in association with the mark. 
In the case of an application originating from the United States (country of origin) 
and the United States registration contains a disclaimer of ordinary or descriptive 
words, the Registrar has consistently held that the Canadian application cannot be 
predicated on such U. S. registration and that the Canadian application must be 
amended by deleting therefrom the words which are disclaimed, and that the ap- 
plication be prosecuted on its own merit without any claim to the benefits accorded 
by Section 28 (1) (d) of The Unfair Competition Act. Applicants have acceded 
to the Registrar’s request and applied for registration in Canada of the words which 
were not disclaimed and have foregone the benefits of Section 28 (1) (d). In some 
cases, the Registrar does not insist on the deletion of the descriptive words or the 
words disclaimed, but will consider the application on its own merits without the 
claim to the benefit of the registration in the country of origin. The refusal of 
the Registrar to grant registration, in Canada, of trade-marks in the same form 
that they are registered in the country of origin appears to be contrary to Section 
28 (1) (d) and of Article 6 of the International Convention to which Canada is 
a party. His ruling, however, has not been the subject of any judicial decision. 
The following two U. S. registrations which appeared in the United States 
Official Gazette of May 6, 1947, are illustrative of the practice adopted by the Reg- 
istrar of Trade-Marks. These two marks have been chosen because they are di- 


* Trade-Mark Counsel, Toronto; member Ontario Bar, member of the Patent Institute of 
Canada and British overseas member of the Chartered Institute of Patent Agents. 
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rectly to the point of the decision which will be discussed, for which purpose I will 
assume that, following publication, the marks were duly recorded under the Act of 
1905. 


Ser. No. 479,996. SoutTHern Darrigs, INc., Washington, D. C. Filed Feb. 19, 1945. 





Applicant is the owner of Reg. Nos. 212,739, 244,288, 255,050, 265,660, 279,018, and 
279,019. Applicant disclaims exclusive right to use the word “Dairies” apart from the 
mark. 

FOR ICE CREAM, ICES, SHERBETS, FROZEN CONFECTIONS, BUTTER 
AND EGGS. 

Claims use since 1932. 


Ser. No. 479,997. SoutHern Darries, INc., Washington, D. C. Filed Feb. 19, 1945. 


Southern Dairies 


Applicant is the owner of Reg. Nos. 244,288, 255,505, and 279,019. Applicant disclaims 
exclusive right to use the word “Dairies” apart from the mark. 

FOR ICE CREAM, ICE CREAM TARTS, SHERBETS, FLUID MILK, CREAM, 
BUTTERMILK, CHOCOLATE MILK, AND SOUR CREAM. 

Claims use since 1926. 


According to Canadian practice, the mark shown in application Serial Number 
479,996 could not be protected in Canada by a single registration since it is a com- 
posite mark. The Unfair Competition Act divides trade-marks into design-marks 
and word-marks. Accordingly, if registration was sought in Canada for the mark 
shown in the application Serial Number 479,996, one application would be filed for 
the design of the panel making no claim to the words and one application for a 
word-mark consisting of “Southern Dairies.” Division of marks into design-marks 
and word-marks is only one of the oddities of Canadian trade-mark practice. An- 
other oddity which is devoid of any sound reason is that, while an application for 
registration of a word-mark which has been registered in the country of origin can 
be predicated on such registration and accorded the benefits of Section 28 (1) (d), 
an application for the registration of a design-mark cannot be predicated on the 
registration obtained in the country of origin, and thus is not entitled to the benefits 
of Section 28 (1) (d) of The Unfair Competition Act. This section of the Act 
reads as follows: 
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A word or group of words, which the applicant or his predecessor in title, without be- 
ing guilty of any act of unfair competition, has already caused to be duly and validly reg- 
istered as a trade-mark in the country of origin of such registration, shall, although other- 
wise unregistrable by reason of its or their form, sound or meaning, be registrable under 
this Act provided (1) that its use as a trade-mark is not prohibited by this Act; (2) 
that it is not calculated to deceive nor otherwise contrary to some law or regulation directly 
concerned with the maintenance of public order; (3) that it is not in conflict with any 
mark already registered for similar wares; (4) that having regard to all the circumstances, 
including the length of time its use has continued, it cannot be said to be wholly without 
distinctive character; (5) that it does not include the personal or trade-name of any per- 
son domiciled or carrying on business in Canada. 


It is questionable now whether valid registration is obtained for a composite 
mark by obtaining a separate registration for the design-mark and a separate regis- 
tration for the words. The Canadian courts have repeatedly held that it is the 
totality of the mark which makes it distinctive, and some decisions have indicated 
that it is dangerous to the validity of the mark to use it on the wares in a form other 
than the form in which it is actually registered. Is not the totality of the mark 
destroyed by separate registration for parts of a trade-mark? This point has not 
been decided by a Canadian Court. However, it is not my purpose to discuss this 
aspect at the present time, but I will do so more fully in another article. There- 
fore, I will return to the subject under discussion. 

Let us assume that Southern Dairies, Incorporated, having duly obtained reg- 
istration of the word-mark “Southern Dairies’ shown in Serial Number 479,997, 
decide to register the mark in Canada and duly file an application for the registra- 
tion of the same, predicating the application on the registration in the country of 
origin (United States). The first action received from the Registrar will be a 
ruling that the Canadian application cannot be predicated on the United States 
registration as the same contains a disclaimer, and the Registrar will also require 
that the word “Dairies” be deleted from the application as it is a descriptive term. 

It has been the accepted practice to accede to this ruling with the result that the 
application would proceed for the registration of the word “Southern” on its own 
merits, the claim to the privileges accorded by Section 28 (1) (d) being waived. 
By doing that, I doubt if it occurred to anyone that they were probably destroying 
the validity of the trade-mark. In its final analysis, the distinctive part of the mark 
is “Southern.” However, it seems now that, in view of the recent decision which 
I will proceed to discuss, that a trade-mark owner must register the mark in the 
form in which it is actually used on the wares even though the mark includes words 
which are descriptive of the wares to which the mark is applied. To do otherwise 
invites a ruling that there has been no use of the mark and consequently, without 
use, the registration of the mark cannot be obtained, or, if obtained, it is invalid. 
This actually occurred in the case of “Standard Stoker” of Standard Stoker Co., 
Inc. v. Registrar of Trade-Marks, 7 Canadian Patent Reporter 12, decided August 
2nd, 1947. For the sake of brevity, I will refer to it as the Standard Stoker case. 

The facts of this case are briefly as follows: 


The Standard Stoker Co., Inc., made an application to the Registrar of Trade- 
Marks for registration of the words “Standard Stoker” as applied to locomotive 
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stokers, under Serial Number 187,404. The Registrar required the applicant 
(Standard Stoker Co., Inc.) to delete the word “Stoker” from the mark as origin- 
ally filed, on the grounds that it was descriptive of the wares to which it was ap- 
plied, and rely upon the single word “Standard.” The applicant acceded to the 
request and the Registrar rejected the application on the ground that the word 
“Standard” was descriptive of the quality of the wares and therefore unregistrable 
under Section 26 (1) (c) of the Unfair Competition Act. 


Standard Stoker Co., Inc., then filed a petition in the Exchequer Court of 
Canada, requesting an order that the word “Standard” had acquired distinctiveness 
through long, continuous and extensive use throughout Canada. Section 29 of 
The Unfair Competition Act empowers the Exchequer Court to make a declaration 
that it has been proved to its satisfaction that a descriptive word has become adapted 
to distinguish and therefor registrable under the Act pursuant to such order. Sec- 
tion 29 (1) of the Unfair Competition Act reads as follows: 

Notwithstanding that a trade-mark is not registrable under any other provision of this 

Act it may be registered if, in any action or proceeding in the Exchequer Court of Canada, 
the Court by its judgment declares that it has been proved to its satisfaction that the mark 
has been so used by any person as to have become generally recognized by dealers in and/ 
or users of wares in association with which it has been used, as indicating that such person 
assumes responsibility for their character or quality, for the conditions under which or the 
class of person by whom they have been produced or for their place of origin. 


On the hearing of the petition, counsel for the Registrar opposed the granting 
of the order sought, on two grounds : 


(a) That the word “Standard” was an ordinary laudatory word and therefore in- 
capable of becoming adapted to distinguish on the authority of Fisher v. British Columbia 
Packers, 4 Canadian Patent Reporter 207 (Sec. 11); (1945) D. L. R. 644, (1945) Ex. 
C. R. 128; relative to Trade-Mark “Sea-Lect”; and Jn re Joseph Crosfield & Sons, Ltd., 
application (1909), 26 R. P. C. 837, commonly referred to as the “Perfection” case. 

(b) That the word mark “Standard” had not been used as such in Canada. 


While, for the purpose of this article, I am not concerned with ground (a), I 
should mention that, notwithstanding substantial and uncontradicted evidence, the 
Court held that the word “Standard” was incapable of becoming adapted to dis- 
tinguish on the principle laid down in the Sea-Lect and Perfection cases. 

The marked similarity of the Trade-Marks “Southern Dairies” and “Standard 
Stoker” is to be observed with this one qualification. The word “Southern” would 
not be open to attack on the first ground advanced by counsel for the Registrar but 
would come within the decision of the Court on the second ground. 

The second ground is of importance since the Registrar denies the very practice 
which he has adopted. The evidence established that the word “Standard” had 
never been used alone but that the petitioner (Standard Stoker Co., Inc.) had al- 
ways used the words “Standard Stoker” on a stamping or name plate around which 
appeared the name and address of the manufacturer. In dealing with the second 
objection, Mr. Justice Cameron stated: 


I feel also that effect must be given to the second objection raised by a counsel for the 
Secretary of State; namely that the proposed mark “Standard” has not been used as such 
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in Canada. The Petitioner has used the words “Standard Stokers” on a stamping or name 
plate around the edge of which appears the name and address of the manufacturer. There 
is no evidence whatever that the single word “Standard” has at any time been used in 
Canada in association with the wares of the Petitioner and it can scarcely be found under 
Section 29 that proof has been given that the mark “Standard” has been so used by the 
Petitioner as to have become generally recognized by dealers in and/or users of stokers 
as indicating that the petitioner assumes responsibility for their character or quality, or 
their place of origin. 

I was not referred to any case in which a declaration had been made under Section 29, 
authorizing the registration of a word mark which is only one part of words which had 
long been used together by the Petitioner. It is the words “Standard Stoker” that the 
Petitioner has used on his goods to bring the attention of the public to his wares, and 
not the one word “Standard.” I am quite unable to see how the Petitioner can now abandon 
one part of his chosen mark and ask for a declaration under Section 29 in respect of 
only one portion of it. The application must be dismissed on that ground also. 


It will be apparent that this decision creates a rather odd situation. On the one 
hand, the Court holds that a mark can only be registered in the form that is actually 
used on the wares and that a petitioner cannot abandon one part of his chosen mark 
and ask for a declaration in respect of one portion of it. On the other hand, the 
Registrar insists on the deletion of part of the mark before he will grant registra- 
tion. It is an impossible situation, and can only be clarified by an appeal from the 
Registrar’s ruling that a descriptive word must be deleted from the mark of which 
registration is sought, and the issue presented to the Court for decision. In the 
meantime, it is considered unsafe to register a mark in a form other than in the 
form in which it is actually used on the wares. 

Since the date of the foregoing decision, an applicant applied for registration 
of a word-mark consisting of three words, the first word being non-descriptive but 
the other words being descriptive of the wares. However, the three words of the 
mark are always used together on the wares, much in the way as in the Standard 
Stoker case. The Registrar ruled that the descriptive words must be deleted from 
the application. To this ruling, the applicant replied, drawing the attention of the 
Registrar to the decision of the Standard Stoker case. The last reply from. the 
Registrar is quoted verbatim with the exception that, as the application is still pend- 
ing, the actual words forming the mark have been omitted. 

The Registrar stated as follows: 


Careful consideration has been given to attorney’s letter of , 1947. The words 
“(descriptive words forming part of mark)” are still held to be descriptive or misdescrip- 
tive of the wares in this case and the mark as presented is considered contrary to Sec- 
tion 26 (1) (c) of The Unfair Competition Act, 1932. 

The Standard Stoker case does not seem comparable to the present application as the 
objections to “Standard” do not apply to “(non-descriptive or distinctive part of the 
mark).” 


The Registrar does not explain the distinction but apparently he considers that 
the decision is only applicable where the mark sought to be registered consists en- 
tirely of descriptive words but does not apply to a mark consisting of a distinctive 
word and descriptive words. To an already confused situation, more confusion 
has been added. 
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The fact that descriptive words are included as part of the mark does not in- 
validate it. It has been repeatedly held by Canadian Courts that it is the mark as a 
whole (totality) that makes it distinctive. In the case of British Drug House v. 
Battle Pharmaceutical, 4 Fox’s Patents C. 93 Aff’d by the Supreme Court of Can- 
ada, 5 Fox P. C. 135, the president of the Supreme Court in dealing with a petition 
to expunge the mark “Multivims” and ordering the mark “Multivims” expunged on 
account of its similarity to “Multivite” said: 


While I agree with Counsel for the respondent that there can be no monopoly in the 
use of such a common prefix as “Multi,” the danger of such a monopoly does not exist 
in the present case, since the Court is not concerned exclusively with the prefix nor is it 
concerned with the termination of the marks separately. It is the combination of the pre- 
fix and the termination which makes the mark. 


The present situation seems to have been created by the refusal of the Registrar 
to recognize disclaimers. It is a debatable point as to whether disclaimers can be 
included in applications for registration of trade-marks in Canada. It is my opin- 
ion that they can and should be included. Section 22 of The Unfair Competition 
Act reads as follows: 


(1) There shall be kept under the supervision of the Registrar a register of trade- 
marks in which, subject as hereinafter provided, any person may cause to be recorded 
any trade-mark he has adopted, and notifications of any assignments, transmissions, dis- 
claimers and judgments relating to such trade-mark. 

(2) The register shall specify the date upon which each of the trade-marks recorded 
therein was registered, and shall contain an abstract of the statements contained therein 
the applications for the registration of such marks respectively, and of any documents 
deposited with such applications or filed with the Registrar subsequent to the making of 
the applications and affecting the right to such trade-marks respectively. 


The Rules and Regulations passed by the Governor-in-Council under the pro- 
visions of the Act are silent as to the filing or making of a disclaimer. But Section 
52 (1) states: 


The Exchequer Court of Canada shall have jurisdiction, on the application of the Reg- 
istrar or of any person interested, to order that any entry on the register be struck out or 
amended on the ground that at the date of such application the entry as it appears on the 
register does not accurately express or define the existing rights of the person appearing 
to be the registered owner of the mark. 


I leave the following question for the reader to consider. How can an applica- 
tion, which does not disclaim words to which the applicant has not the exclusive 
use except when used with the mark, “accurately express or define the existing 
rights of the person appearing to be the registered owner of the mark”? If “the 
entry as it appears on the register does not accurately define or express the existing 
rights,” the registration can be expunged (cancelled) by order of the Exchequer 
Court of Canada. 

In conclusion, attention is drawn to the remarks of the Commissioner of Patents, 
United States, in Pic-Wil Co., 27 Pat. Q. 25; 25 T.-M. R. 626 in which he stresses 
the importance of uniformity in registration of trade-marks and which the Registrar 
of Trade-Marks might do well to keep in mind. He said: 
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Uniformity in the registration of trade-marks, as in all other phases of the law, is 
greatly to be desired and without it no attorney can properly or competently advise his 
clients. The failure to advise accurately leads to misunderstandings between attorney 
and client and often results in the impairment of this important relationship. I consider 
it important in cases of doubtful registrability to adopt one extreme or the other and ad- 
here thereto in order to bring about certainty rather than endeavour to pursue a middle 
course with results that produce confusion. 


TRADE SLOGANS 


In accordance with our custom, we publish below trade slogans in use by one of 
our members with a view to placing on record our member’s claim thereto. This 
service is rendered without charge to all members of the Association: 


“Color Systems in Business” Eberhard Faber Pencil Co. 
“Stays Sharper Longer” Eberhard Faber Pencil Co. 
“A Good Point to Remember” Eberhard Faber Pencil Co. 
“The Business Pencil of the World” Eberhard Faber Pencil Co. 
“8 Times Stronger Than the Average Person Needs” Eberhard Faber Pencil Co. 
“The Pencil That's Known by the Company It Keeps” Eberhard Faber Pencil Co. 
“Pencil Perfect at Both Ends’ Eberhard Faber Pencil Co. 
“See—Feel—Hear the Difference’ Eberhard Faber Pencil Co. 
“Guaranteed Not to Break in Normal Use” Eberhard Faber Pencil Co. 
“Ouicker, Safer, Handier Than Ink” Eberhard Faber Pencil Co. 
“Leadership in Fine Writing Materials Since 1849” Eberhard Faber Pencil Co. 
“Cleaner, Stronger Than Pastels” Eberhard Faber Pencil Co. 
“Never Dull, Always Sharp” Eberhard Faber Pencil Co. 
“One-Hand, Split-Second Operation” Eberhard Faber Pencil Co. 
“Thrifty 4 in 1 Renewal Unit’ Eberhard Faber Pencil Co. 
“Thrifty Renewal Unit Rebuilds Pen” Eberhard Faber Pencil Co. 
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PART II 


GENERAL TIME INSTRUMENTS CORPORATION v. THE UNITED 
STATES TIME CORPORATION 


No. 114—C. C. A. 2—January 15, 1948 


DEsIGN PATENTS—V ALIDITY—GENERAL 
Test of validity of design patent is whether design involved a step beyond prior art re- 
quiring “inventive genius”; it does not suffice merely to show that design is novel, orna- 
mental or pleasing in appearance; greater skill must be revealed than that of ordinary de- 
signer, chargeable with knowledge of the prior art. 
DEsIGN PATENTS—LACK OF INVENTION—PARTICULAR INSTANCES 
Plaintiff’s design patent (No. Des. 114,262), for a clock casing, held invalid where prior 
art shows all the elements that are combined in the patented design and the slight changes 
from the prior art show adapter’s talent but not the requisite originality and invention. 
TRADE-MARKS AND UNFAIR COMPETITION—SECONDARY MEANING—UNPATENTED DESIGN 
Copying unpatented design held not to constitute unfair competition in itself. 
Where there is no evidence of “palming off,” plaintiff must establish secondary meaning 
in its design and likelihood of confusion resulting from the sale of defendant’s goods. 
TRADE-MARKS AND UNFAIR COMPETITION—SECONDARY MEANING—EVIDENCE 
Trial court’s failure to make affirmative finding of secondary meaning held adequate basis 
for judgment dismissing complaint, where design patent was held invalid and inference of 
confusion was found unwarranted. 


Appeal from District of Connecticut. 

Design patent infringement and unfair competition suit by General Time Instru- 
ments Corporation against The United States Time Corporation. Plaintiff appeals 
from dismissal of complaint. Affirmed. 


W. Brown Morton, New York, N. Y. ( Rockwell & Bartholow, New Haven, Conn., 
Pennie, Edmonds, Morton & Barrows and Raymond B. Canfield, of New York, 
N. Y., and Richard E. Burn, LaSalle, Ill., on the brief) for plaintiff-appellant. 

John Vaughan Groner, New York, N. Y. (Robert B. Whittredge and Fish, Rich- 
ardson & Neave, of New York, N. Y., Wiggin & Dana, New Haven, Conn., 
and C. Hercus Just, Waterbury, Conn., on the brief) for defendant-appellee. 


Before CHASE, CLARK and FRANK, Circuit Judges. 
CrarkK, C. J.: 


This is an action for infringement of a design patent and for unfair competition. 
Plaintiff for many years has manufactured and sold an alarm clock under the trade- 
mark “Big Ben.” In 1939, it procured on application of Henry Dreyfuss, a design 
patent, No. Des. 114,262, “Design for A Clock Casing,” with a single claim “for a 
clock casing, as shown.” The patent drawing shows a round clock case seated on a 
pedestal projecting above a flat rectangular base. The side view reveals that the 
front and rear of the case are convex, with a diameter almost twice its greatest 
thickness. Plaintiff sold nearly 3,000,000 clocks which were manufactured in ac- 
cordance with this design, between 1939, when it was first introduced, and the fall 
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of 1942, when production was all but stopped due to war-time restrictions. Early 
in 1946, it again marketed these clocks. Throughout the entire period it has ex- 
tensively advertised this model. Plaintiff’s commercial product shows some varia- 
tions from the design, notably the addition of a small auxiliary alarm-set circle be- 
low the numeral “12” and its trade-names “Big Ben” and “Westclox” conspicuously 
displayed over the numeral “6.” 

Defendant’s accused clocks, in the outline of their casing, are almost identical 
in over-all appearance with plaintiff’s commercial product, both on a front and a 
side view. There are, however, certain marked differences of detail and, when the 
base is considered, of design. Thus defendant has entirely eliminated the pedestal, 
and instead its clock nestles directly upon its base. So, too, there are differences 
in the color schemes, and the make-up of the dial, with no alarm-set circle, but 
instead a third (red) hand for an alarm. And it carries its trade-name “Water- 
bury”—until 1944, it was the well-known Waterbury Clock Company, formed in 
1857—on the face of the clock, and its monogram plainly stamped on the back of 
the case. Defendant first marketed its particular clock at the end of the war. The 
district court concluded that the design in question was invalid and void for lack 
of invention, and that defendant was not guilty of unfair competition. Accordingly 
the complaint was dismissed. On appeal, plaintiff challenges the soundness of both 
these conclusions. 

Judge Hincks, in his Finding No. 12, has ably analyzed the prior art. ‘“De- 
fendant’s 1893 Duke watch has a case which is in no respect distinguishable” from 
that of plaintiff. So, too, viewed from the front, “defendant’s Major Bowes clock, 
plaintiff’s Lunar, Miller’s spherical Model 4093 and his hemispherical Model 4092 
give much the same effect.” Again, “the Lux ‘Marlboro’ clocks except for some 
corrugations are similar.’ Moreover, as he points out, the base of plaintiff’s clock 
was not new and in fact was not unlike that shown by the Miller Models 4738 and 
4092. Clearly, then, the prior art shows all the elements that are combined in the 
patent before us. 

It is well settled that a design patent must be the product of invention if it is to 
be valid. Neufeld-Furst & Co. v. Jay-Day Frocks, 2 Cir., 112 F. 2d 715; In re 
Griffith, C. C. P. A., 86 F. 2d 405. It will not suffice merely to show that the de- 
sign is novel, ornamental, or pleasing in appearance. Gold Seal Importers v. Mor- 
ris White Fashions, 2 Cir., 124 F. 2d 141. It must reveal a greater skill than that 
exercised by the ordinary designer who is chargeable with knowledge of the prior 
art. Zangerle & Peterson Co. v. Venice Furniture Novelty Mfg. Co., 7 Cir., 133 
F. 2d 266; In re Eppinger, C. C. P. A., 94 F. 2d 401. In short, the test is whether 
the design involved “a step beyond the prior art requiring what is termed ‘inventive 
genius.’” A.C. Gilbert Co. v. Shemitz, 2 Cir., 45 F. 2d 98, 99 [20 T.-M. R. 120]. 
So measured, plaintiff’s patent must fail. Here there is no inventive skill. No more 
is shown than the modification and combination of existing clock designs to pro- 
duce the one at issue. The changes are too slight to disclose the requisite originality 
and invention necessary to sustain a patent. Knapp v. Will & Baumer Co., 2 Cir., 
273 F. 380. This is the talent of the adapter, rather than the art of the inventor. 
The patent was therefore properly held invalid. 
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The copying of an unpatented design does not in itself constitute unfair com- 
petition. Zangerle & Peterson Co. v. Venice Furniture Novelty Mfg. Co., supra; 
A. C. Gilbert Co. v. Shemitz, supra; Airolite Co. v. Fiedler, 2 Cir., 147 F. 2d 496, 
certiorari denied 326 U. S. 726; Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 
2 Cir., 147 F. 2d 500. Here there is no evidence that defendant has attempted to 
“palm off” its product as that of the plaintiff. Indeed, plaintiff does not even con- 
tend such was the case. Thus, in order for it to be protected, plaintiff must estab- 
lish that its design had acquired a secondary meaning and that the sale of defendant’s 
clock would be likely to produce confusion. See Lucien Lelong, Inc. v. Lander Co., 
2 Cir., December 4, 1947, and cases therein cited. Failing this, plaintiff cannot 
prevail. It is not disputed that nearly 3,000,000 clocks of the design at issue had 
been sold up to the fall of 1942, nor is it contested that from 1939 through 1946 
approximately $2,000,000 had been spent advertising this clock. This measures 
plaintiff's effort to establish a secondary meaning, but does not determine its suc- 
cess. As we have seen, there was much prior art that had essential features similar 
to plaintiff’s design. Clearly the task of establishing a secondary meaning for its 
variation of familiar designs was a difficult one. Large expenditures for adver- 
tising do not compel a conclusion that the task has been accomplished. Here there 
is no affirmative finding that secondary meaning had been established, and “the ab- 
sence of an affirmative finding for the plaintiff is adequate basis for the judgment.” 
Lucien Lelong, Inc. v. Lander Co., supra, 2 Cir., 164 F. 2d 395. 

So, too, the finding as to confusion is against the plaintiff. As Judge Hincks 
says: “And on the whole this evidence does not warrant an inference of deception 
or confusion.” Even if secondary meaning had been established, plaintiff could not 
have prevailed unless probable confusion would result from defendant’s actions. 
Thus the plaintiff failed in its essential proof on both scores. Our examination of 
the evidence of record suggests no error in Judge Hincks’ findings, and his con- 
clusion seems appropriate. In fact plaintiff is relying upon what must have been a 
fairly long memory (during wartime) in its customers of a clock which, as we have 
seen, involved only an adaptation of old designs. 

Affirmed. 


FRANK, C. J., dissenting in part: 






































I do not agree with my colleagues as to the unfair competition aspect of this 
case. My reasons follow: 

1. I happen to think that the judge-made trade-name doctrine should be re- 
evaluated in the light of competent research showing their practical social conse- 
quences on consumers,’ and that, until then, the courts should not extend those doc- 







1. See concurring opinion in Standard Brands v. Smidler, 151 F. 2d 34 [35 T.-M. R. 277] 






(¢<. ©. A. 2). 
Consider also what Judge Learned Hand said in 1918: “The art of advertising spuriously 
reinforced the power of reiterated suggestion. . . .” When “one has for a long time bought 






from a single source some article that one likes, either through conscious thought or mere con- 
servative habit, one is apt to impute to its source a part of its putative value.” It “is almost in- 
evitable that they [the public] should come to associate some of the supposed merit of a suc- 
cessful article . . . . with the supposed uniformity and reliability of its manufacture.” Shredded 
Wheat Co. v. Humphrey Cornell Co., 250 F. 960 (C. C. A. 2). 
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trines to foster expanded trade-name monopolies.? But I also think that judicial 
attitudes, for or against the extension of these doctrines, should not now affect 
judgment in a case, like this, which presents no doctrinal novelties. 

2. Here there were two conventional but crucial issues: (a) Did plaintiffs estab- 
lish a secondary meaning? (b) If so, did defendant’s conduct create a likelihood 
of confusion? Yet on neither of these issues did the trial judge make a finding. 

My colleagues seek to supply the first finding by citing Lucien Lelong, Inc. v. 
Lander Co., 164 F. 2d 395 (C. C. A. 2, December 4, 1947). There the trial court, 
without in any way intimating that the plaintiff had established a secondary mean- 
ing in the kind of bottle sold by defendant expressly found an absence of likelihood 
of deception, and dismissed plaintiff’s action; on those facts we said: “True, the 
court did not include the ultimate finding that there was no secondary meaning 
established ; but the absence of an affirmative finding for the plaintiff is adequate 
basis for the judgment.” 

The situation here markedly differs: Judge Hincks here disclaimed any finding, 
one way or the other, as to secondary meaning. His entire opinion reads as fol- 
lows: “On the issues raised by the charge of patent infringement, it seems to me 
that my indicated conclusions are too plainly required to warrant further discussion. 
On the issue of unfair competition the question, I think, is closer. The defendant 
protests that in its accused product it was merely putting greater emphasis on a mod- 
ern trend toward functionalism. The defendant also contends that the large dial 
and plain numerals of its accused model which make for easy reading is also in aid 
of functionalism. But the fact is that the dial of the accused model, which closely 
approximates that of the plaintiff’s patented product in size, is appreciably smaller 
than the defendant’s ‘Daybreak’ model which was superseded by the accused model. 
This change in connection with the other obvious similarities of the accused model 
of the defendant’s product does indeed constitute some evidence that the defendant 
copied plaintiff's design. But even if it did copy, it does not follow that the de- 
fendant acted tortiously. The case here comes within the rule of Crescent Tool Co. 
v. Kilborn & Bishop Co., 247 F. 299. For here, the defendant by its marks on the 
product and package made it sufficiently clear to the purchasing public that its prod- 
uct was its own. I cannot agree that the plaintiff’s lavish indulgence in adver- 
tising unaccompanied (because of wartime restrictions) with production brings the 
case within the rule of Shredded Wheat Co. v. Humphrey Cornell Co., 250 F. 960.” 
In his formal findings of fact and conclusions of law, the judge said: ‘14. The es- 
sentials of the Dreyfuss design [plaintiff’s design] are embodied in the accused 
clocks of the defendant, exemplified by Exhibits C and H. 15. At the time of the 
adoption by plaintiff of the patented design for its Big Ben clocks the plaintiff and 
defendant were manufacturing and selling alarm clocks of designs having sub- 
stantial similarity to each other but substantial differences from the patented de- 
sign. The manufacture of this earlier model was not resumed by the defendant 


2. See Standard Brands v. Smidler, supra. 
“Under the guise of protecting against unfair competition, we must be zealous not to create 
perpetual monopolies.” Shredded Wheat Co. v. Humphrey Cornell Co., supra. 
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when wartime regulations permitted ; instead, it then introduced the accused prod- 
uct, Model 30, described in Paragraph 9 above. 16. The record herein contains 
no direct evidence that the public has been deceived or confused as to the de- 
fendant’s product or its source. And on the whole the evidence does not warrant 
an inference of deception or confusion. . . . If said patent be valid, it is infringed 
(Finding 14).” 

I interpret this quoted language of the judge to mean the following: (1) As 
distinguished from the patent question, that of unfair competition is not at all open 
and shut. (2) There is evidence that defendant copied plaintiff’s clocks so closely, 
despite the variations in defendant’s designs, that defendant, had it not differentiated 
its products by its distinctive marks on its clocks and packages,’ would have been 
liable, if plaintiff had created a secondary meaning. (3) But (says Judge Hincks 
in effect) there is no need to consider whether plaintiff established a secondary 
meaning because, even assuming that it did, the defendant’s distinctive trade-mark 
has the result that “an inference of deception or confusion” is unwarranted. In 
other words, I think the trial judge’s findings here, unlike those in the Lucien Lelong 
case, cannot fairly be construed as negative the existence of a secondary meaning. 

The judge thus rested his decision solely on his finding that, due to defendant’s 
mark on its clocks and boxes, no actual confusion has occurred. But it is well- 
settled that absence of actual confusion is not enough. There must be more, i.e., an 
absence of likelihood of confusion. The trial judge made no finding to that effect. 
And, on the record evidence, I cannot believe he could reasonably have so found. 
For, as myself a not infrequent buyer of that kind of clock, I have seen the clocks 
displayed outside the boxes, have paid no attention to the manner in which the 
clocks or boxes were marked, and have been guided exclusively by the clocks’ ap- 
pearance. 

I would therefore hold that, if plaintiff has created a secondary meaning, it 
should win. Accordingly, I would remand for an essential finding (which the trial 
judge avoided) on the issue of secondary meaning, and would direct that, if the 
judge should find that it has been proved, he should enter judgment for plaintiff. 


3. The judge found that “defendant’s clocks carry its trade-name ‘Waterbury’ on the face 
and defendant’s monogram plainly stamped on the base”; that defendant’s clocks have been 
“packaged in an individual box conspicuously bearing the trade-mark ‘Waterbury’ on the sides 
and on the top”; and that “within the box is a guarantee leaflet and the price-tag, both of which 
repeatedly show the trade-mark ‘Waterbury’ and the name of the defendant.” 
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PRO-PHY-LAC-TIC BRUSH CO. v. JORDAN MARSH CO. 
No. 4270—C. C. A. 1—January 14, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—TESTS 
In determining whether marks are so similar as to be likely to cause confusion, it is not 
enough to compare the sounds of the words, or to compare the words letter by letter and 
syllable by syllable, or merely to make side by side visual comparison, because purchasers 
often compare their memory of a mark seen in the past with their visual impression of the 
mark which they presently see. 
Synonymous words may be confused in the memory. 
TRADE-MARKS—Worps Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Gemlite” held not confusingly similar to “Jewelite,” used on similar goods, in view of 
the weakness of both marks, the prices of the goods and lack of evidence of consumer con- 
fusion. 
TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF Prion PROCEEDINGS 
Prior inconsistent position obviously weakens a party’s case but is far from conclusive on 
a litigant, since it may be explained; previous contention that marks were confusingly simi- 
lar, in cancellation proceeding, held insufficient to overcome weight of evidence supporting 
defense of dissimilarity of the same marks in infringement suit. 
TRADE- MARKS—INFRINGEMENT—DILUTION DOCTRINE 
Dilution doctrine held to apply only to situation where similar marks are used on dis- 
similar goods and to have no application to cases where the goods are similar but the ques- 
tion is whether the marks are confusingly similar. 
Plaintiff held to lack substantial basis for claim of dilution, in view of weakness of mark, 
due to laudatory characteristics and prior uses. 


Appeal from District of Massachusetts. 
Trade-mark infringement suit by Pro-Phy-Lac-Tic Brush Company against 
Jordan Marsh Company. Plaintiff appeals from dismissal of complaint. Affirmed. 


George P. Dike (George P. Towle, Jr., on the brief), of Boston, Mass., for plaintiff- 


appellant. 
Herbert P. Kenway, Boston, Mass., and Orville N. Greene, New York, N. Y. 


(Kenway & Witter, Boston, Mass., on the brief) for plaintiff-appellee. 


Before MAGRUDER, MAHONEY and Woopsury, Circuit Judges. 


Woopsury, C. J.: 


The plaintiff, a Delaware corporation and the owner of two registrations of the 
word “Jewelite,’ one No. 382,241, as a trade-mark for “Hair Brushes,” and the 
other, No. 410,035, as a trade-mark for “Hair Brush and Comb Sets; and Toilet 
and Dresser Sets, Consisting of Combs, Brushes, Mirrors, Nail Files, Powder 
Boxes, and Dresser Trays, all Made of or Backed with Plastic Material,” is seek- 
ing to enjoin the defendant, a Massachusetts corporation, from selling comparable 
goods bearing the legend ‘“‘Gemlite”; specifically it seeks to enjoin the sale of a 
toilet set consisting of a hairbrush, hand mirror and comb labeled “Gemlite Dresser 
Set” manufactured by the Gemloid Corporation of New York. In addition the 
plaintiff is seeking damages, costs, and such other relief as may be proper in the 
circumstances. The court below on a stipulation of facts, including physical ex- 
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hibits, entered a judgment dismissing the plaintiff’s complaint and this appeal fol- 
lowed. The action being for infringement of a registered trade-mark, federal 
jurisdiction is clear. 15 U.S. C. $97. 

Pro-phy-lac-tic Brush Company, the plaintiff herein, has long been widely 
known as a manufacturer of tooth brushes. It made hairbrushes, however, before 
it made tooth brushes, and for many years it has also made toilet sets consisting of 
such items as combs, brushes, hand mirrors, powder boxes, nail files and so forth. 
For many years its products have been made of wood, metal and plastics. At vari- 
ous times since 1901, except for brief periods during World Wars I and II, it has 
used the words, “Western Gem,” “The Gem” or ‘‘Gem”’ in interstate commerce as 
trade-marks on different lines of tooth brushes. It registered the word “Gem” as a 
trade-mark for such brushes in 1936. 

The Gemloid Corporation, which has agreed to indemnify the defendant Jordan 
Marsh Company for any loss it may sustain as a result of its sale of Gemlite Dresser 
Sets, and which also provided Jordan Marsh Company with the exhibits it intro- 
duced in evidence herein, was organized under the laws of New York in 1931. In 
1934 it was selling hand mirrors with decorative inserts on the back made of a 
“Cloisonne” finish plastic which it referred to as its “Gemlike” material. These 
mirrors did not have any trade-mark when shipped by Gemloid. Between 1934 and 
1939 it sold sheets of ornamented plastic material (at an extra charge it sometimes 
cut these sheets up to make inserts), which it called its “Gemlike,” Gemloid” and 
“Enameloid” displays. It has registered “Gemloid,” “Gemlike,” “Gemglo” and 
“Gem-Cote”’ as its trade-marks in. the general field of plastics. 

In 1939, apparently late in the year, Gemloid expanded its line of products from 
sheet plastic material into molded plastic articles. Council for Gemloid says in his 
brief, although it is not so stipulated, that its expansion into this field was a natural 
development of its business at that time because machines for the injection molding 
of plastics had then been just developed commercially, and this process permitted 
the complete fabrication of molded articles in a single operation in one mold, there- 
by eliminating the complicated fabrication previously necessary in manufacturing 
such objects. At any rate, in November, 1939, Gemloid ordered and received a 
steel stamp bearing the symbol “Gem Lite” with the words placed one over the other 
in a gem-shaped geometrical figure, and in January, 1940, it shipped a customer as 
samples 26 unlined plastic boxes designed to contain finger rings which had been 
made in a mold into the bottom of which this stamp had probably been impressed. 
In February, 1940, it applied for registration of “Gem Lite,” displayed as described 
above, as a trade-mark not for completely manufactured toilet sets, but for plastic 
castings used for molding parts of toilet sets, and other related objects commonly 
found on a woman’s dressing table, alleging that it had used that mark in interstate 
commerce since September 6, 1939. Also in February 1940, it shipped more unlined 
plastic ring boxes to its former customer, these boxes undoubtedly bearing on their 
bottoms the words “Gem Lite” displayed as described above and bearing also the 
initials of the customer. In March, 1940, it shipped plastic clock cases impressed 
on the bottom with the mark “Gem Lite,” as above described, and in May, 1940, it 
shipped empty plastic face powder containers similarly marked to another customer. 
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In June, 1940, it shipped plastic parts of boudoir lamps impressed with the word 
“Gemlite” written in one word to still another customer. All of these objects were 
given a cloisonne finish similar to the ‘““Gemlike” sheet material previously referred 
to and were intended to harmonize with articles for a woman’s dressing table hav- 
ing a similar finish. 

The Pro-phy-lac-tic Brush Company began to use the word “Jewelite” as a 
trade-mark on hairbrushes sold in interstate commerce on April 5, 1940, and it 
has continued so to use it ever since. It did not know at the outset of its use of this 
mark that Gemloid Corporation was using “Gem Lite” on any of its products. On 
May 2, 1940, Pro-phy-lac-tic applied for registration of its trade-mark “Jewelite” 
on hairbrushes, and on May 27, 1943, it applied for registration of the mark for 
toilet and dresser sets. It has used “Jewelite” on hairbrush and comb sets con- 
tinuously since August 15, 1940; on mirrors and on dresser sets continuously since 
January 2, 1941 and on toilet sets continuously since June 16, 1941. It placed its 
trade-mark on its goods and also on the boxes in which its goods were sold. 

It has advertised its “Jewelite” line very extensively and its business in products 
bearing that name has increased enormously, requiring a substantial increase in its 
plant. It is stipulated that if Pro-phy-lac-tic’s vice-president were called as a wit- 
ness he would testify that “due to extensive advertising, the ‘Jewelite’ line had 
global coverage, being known all over the world, and had complete coverage in this 
country, from small country drug stores to regular ‘Jewelite’ departments in de- 
partment and syndicate stores,” and that “the ‘Jewelite’ line was reputed to be the 


biggest thing that ever hit the toilet goods field of the drug trade in its first year of 
distribution.” 


On the facts just summarized, and on a comparison of the physical appearance 
of the plaintiff’s “Jewelite” set and the “Gemlite Dresser Set” sold by the defend- 
ant,’ the District Court found no likelihood of consumer confusion as to the source 
of the respective goods and therefore concluded that the defendant had not in- 
fringed the plaintiff's trade-mark. We think this finding and conclusion must stand. 

The appellant contends that the court below came to the wrong conclusion for 
two principal reasons ; first because it relied too much on a side by side visual com- 
parison of the trade-marks and of the goods upon which they were used and too 
little upon the identity of the impression made on the memory by the words “Gem- 
lite” and “Jewelite,’ and second because it did not give any weight to the fact that 
in cancellation proceedings in the Patent Office Gemloid had sought to prevent 
registration of “Jewelite” by Pro-phy-lac-tic on the ground of confusing similarity 
with Gemloid’s previous registration of “Gem Lite.” Its argument in support of 
this second contention is that Gemloid, had it been the defendant of record herein, 


1. Both sets are made of a clear, translucent plastic material. They differ nevertheless in 
that the backs of the hairbrush and mirror of the “Gemlite” set sold by the defendant are dec- 
orated with white cloisonne work inserts embellished with a representation of frolicking cherubs 
and the nylon bristles of the hairbrush in that set are fixed in a wooden block which in turn is 
set in the plastic frame, whereas the plaintiff’s “Jewelite” set is made entirely of the clear plastic 
material without embellishment and the nylon bristles of the hairbrush are set directly into the 
plastic frame. The combs of the two sets are practically indistinguishable except for their re- 
spective trade-marks. 
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“could not have raised the defense of dissimilarity of the trade-marks as it had 
taken the contrary position in the Patent Office when it sought cancellation of 
Pro-phy-lac-tic’s trade-mark ‘Jewelite,’”” and that “Jordan Marsh should stand in 
the same position as Gemloid” and “in equity and good conscience . . . . should 
be subject to Gemloid’s obligations” for the reason that Gemloid had agreed to in- 
demnify Jordan Marsh, had provided the exhibits used in this case, and had fur- 
nished the counsel who had taken over the defense of this suit. Therefore it says 
that Gemloid is the real party defendant and Jordan Marsh is the defendant in name 
only. The plaintiff-appellant does not go so far as to suggest that Jordan Marsh, 
through Gemloid, is estopped in this suit as a matter of law by the position taken 
by the latter in its cancellation proceeding. Its contention is only that Gemloid’s 
stand in that proceeding was not, but should have been “taken into consideration” 
and given its “proper weight in determining the question of similarity of the marks.” 
Reduced to its simplest terms we understand this argument to be that since Gem- 
loid is in fact the defendant in everything but name, the position it took in the 
Patent Office should be considered as militating against the contradictory position 
now taken by the named defendant in the case at bar. 

We do not believe that either of these contentions can be sustained. 

Undoubtedly in determining whether given trade-marks are so similar as to be 
likely to cause confusion in the minds of consumers as to the source of the goods 
upon which they are used it is not enough merely to compare the sounds of the 
words which may be used as trade-marks, or to compare those words letter by letter 
and syllable by syllable, or even to make merely a side by side visual comparison of 
the words in the setting in which they are employed. Dwinell-Wright Co. v. Na- 
tional Fruit Product Co., Inc., 140 F. 2d 618 [34 T.-M. R. 128] ; Coca-Cola Com- 
pany v. Snow Crest Beverages, Inc., 162 F. 2d 280 [36 T.-M. R. 70], cert. den. 
October 27, 1947. Purchasers undoubtedly often compare a mark which they see 
when making a purchase with their memory of a mark which they have seen on 
some previous occasion. That is to say, they compare their memory of a mark 
which they have seen in the past with their visual impression of a mark which they 
presently see. As Mr. Justice Holmes remarked in Schlitz Brewing Co. v. Houston 
Ice & Brewing Co., 250 U. S. 28, 30, “. . . . there is little to be said except to 
compare the impression made by the two, or, if that form of statement is preferred, 
the memory of Schlitz with the presence of the defendant’s bottles as marked.” 

Undoubtedly also, the words “gem” and “jewel” being synonymous, the trade- 
marks “Gemlite” and “Jewelite” with their identical endings might possibly be con- 
fused in the memory. A purchaser having a “Jewelite” dresser set in mind from 
having seen the plaintiff’s advertising or from having seen a set so marked in some- 
one else’s possession, might possibly assume when he saw a “Gemlite Dresser Set” 
that his memory was playing him false and that in fact it was the latter set he had 
seen or seen referred to previously as the set made by Pro-phy-lac-tic. 

But the District Court did not ignore this consideration. In its memorandum 
opinion it said, and we entirely agree, that [37 T.-M. R. 228] “Even when both are 
printed in the same type of script, the difference between them is apparent, and it 











38 T.-M. R. PRO-PHY-LAC-TIC v. JORDAN MARSH 181 


seems most unlikely that the ordinary purchaser of a $10 or $15 toilet set would be 
confused merely by the similarity of meaning of the two marks.” 

Furthermore both marks are weak. The words “gem” and “jewel” equally share 
the connotation of value and beauty combined, and the suffix “lite’’ is in common 
use as the equivalent of “lith” to denote a mineral or mineral-like substance, as in 
cryolite or bakelite. See Webster’s New International Dictionary, Second Edition. 
Thus both marks refer to, and would undoubtedly be generally understood to re- 
fer to, a valuable and beautiful mineral-like material. Their obvious connotations 
of beauty and value make them as weak as the marks “Blue Ribbon” and “Gold 
Seal” with their obvious connotations of prize-winning quality. 

In view of these considerations and of the lack of positive evidence of actual 
instances of consumer confusion, we think it most unlikely that there would be more 
than a remote possibility that the ordinary consumer would be so confused as to 
think the “Gemlite Dresser Set” was the “Jewelite” hairbrush, hand mirror and 
comb set made by the plaintiff. 

Nor do wo think Gemloid’s cancellation proceeding against Pro-phy-lac-tic has 
any material bearing on the basic issue under consideration in this case. Obviously 
there is no question of estoppel presented. At the most, assuming Gemloid for 
all intents and purposes to be in fact the defendant in everything but name, there 
is presented only the not uncommon situation of a party who has taken a prior in- 
consistent position. This inconsistency may be considered, of course, in testing the 
strength of a party’s case. A position taken by a party in court is obviously weak- 
ened if on some previous occasion he has taken a contradictory one. But a prior 
inconsistent position is far from conclusive on a litigant, since it may be explained 
in a variety of ways, as for instance, on the ground of a prior mistake or on the 
ground that the party for good reason has changed his mind. Certainly Gemloid’s 
cancellation proceeding is not enough when thrown into the scales to overbalance 
the weight of the evidence supporting Jordan Marsh’s case. 

One other contention of the plaintiff deserves brief consideration. 

It says that although the defendant, and Gemloid also, are innocent of the charge 
of wilfully copying or of wilfully attempting to colorably imitate the plaintiff’s 
mark (counsel for the plaintiff conceded at oral argument that the collision of the 
interests of the parties came about in the first place innocently) nevertheless it is 
entitled to have the good will which it has built up for its trade-mark “Jewelite” 
protected from “dilution” by the use of the word “Gemlite” on toilet sets. It sub- 
mits that the use of the latter word on toilet goods will sufficiently interfere with 
the memory value of its word “Jewelite” to injure seriously the good will it has 
created for its word. 

The answer to this contention is that the “dilution doctrine,” as it may be called, 
operates to extend the protection of the trade-mark law to the situation presented 
when similar marks are used on dissimilar goods, and that it has no application 
when the question is whether the marks being used on goods of substantially the 
same descriptive properties are similar enough to cause confusion in the minds of 
consumers with respect to the source of the goods. That is to say, the statute (15 
U. S. C. §96) affords protection to the owner of a registered trade-mark against 
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the use by others without his consent of reproductions, counterfeits, copies or 
colorable imitations of his mark on “merchandise of substantially the same descrip- 
tive properties” and the dilution doctrine operates to give the owner of a registered 
trade-mark the same protection against the use of his mark by others on goods of 
different descriptive properties. Thus the doctrine may be invoked to protect the 
ewner of a mark for automobiles and airplanes from the use by another of a very 
similar mark for radio tubes (Wall v. Rolls-Royce of America, Inc., 4 F. 2d 333) 
or to protect the owner of a mark for fountain pens and similar writing instruments 
from the use by another of a very similar mark for safety razor blades. L. E. Water- 
man Co. v. Gordon, 72 F. 2d 272 [24 T.-M. R. 347]. But the marks must be deemed 
similar before the doctrine has any application. Therefore, since we agree with 
the district court that the marks under consideration are not similar within the 
meaning of the statute, whereas the goods upon which they are used undoubtedly 
are of the same descriptive properties, it follows that the dilution doctrine has no 
bearing upon the situation with which we are here concerned. 

Another answer to this contention is that the word “jewel,” being weak, was al- 
ready diluted when the appellant adopted “Jewelite” as its mark. Stipulated exhibit 
Z, a list of pertinent trade-mark registrations, shows forty registrations of the 
word “Gem,” either alone or in combination with some other word or syllable, prior 
to the plaintiff’s registration of “Jewelite,” and nine similar registrations of “Jewel,” 
either alone or in some combination, as follows: four registrations of the single 
word “Jewel” (No. 144,880 for hair nets; No. 350,010 for knitting pins, etc., No. 
354,447 for roofing mops, and No. 388,761 for plastic knives) two registrations of 
“Jewel Tone” (No. 393,483 for closet accessories, and No. 410,141 for compacts 
made of base metal and plastics) ong registration of “Jewelette” (No. 269,530 for 
spectacle frames), one registration of “Jewel Box” (No. 412,150 for a kit for per- 
manent waves) and even a registration of the word “Jewelite” itself in 1932 (No. 
294,333) for abrasive papers and cloths, etc. 

In view of the foregoing we do not see any substantial basis for the plaintiff’s 
cry of dilution. 

The judgment of the District Court is affirmed. 
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AMBROSIA CHOCOLATE CO. v. AMBROSIA CAKE BAKERY, INC. 
No. 5666—C. C. A. 4—December 31, 1947 


INFRINGEMENT—DEFENSES—LACHES, ACQUIESCENCE, ESTOPPEL 
Plaintiff’s conduct held adequate basis for absolute defense of estoppel where delay in 
bringing suit was accompanied by active encouragement of defendant to use the mark and 
attempts by plaintiff to induce defendant to purchase ingredients from plaintiff for goods on 
which defendant used the mark. 
Plaintiff’s case held utterly lacking in broad aspects of equity; and injunction would 
effect manifest commercial injustice. 
TRADE-M ARKS—SECONDARY MEANING—SCOPE OF PROTECTION 
Injunctive relief held properly denied in view of the weak nature of the mark, specific 
differences in the goods, lack of any public confusion evidence and the clearly established 
fact that the mark identifies defendant in its marketing area. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Ambrosia,” used on foods and confections, held a common word denoting primarily food 
of mythical gods and also connoting generally any delicious food product, specifically a food 
made of sliced oranges and shredded cocoanut; “Ambrosia” is not a distinctive, unique, fanci- 
ful, arbitrary word. 
TRADE-MARKS—EFFECT OF REGISTRATION—GENERAL 
While trade-mark registered under 1905 Act is in some senses a property right, its right 
to judicial protection is by no means unqualified or unrestricted. 


Appeal from Middle District of North Carolina. 
Trade-mark infringement suit by Ambrosia Chocolate Company against Am- 


brosia Cake Bakery, Inc. Plaintiff appeals from dismissal of complaint. Affirmed. 


Ira Milton Jones, Milwaukee, Wis., and Thornton H. Brooks, (Brooks, McLendon, 
Brim & Holderness, Greensboro, N. C., on the brief) for plaintiff-appellant. 
William S. Pritchard, New York, N. Y. (D. Edward Hudgins, Greensboro, N. C., 

and Winston B. McCall on the brief) for defendant-appellee. 


Before PARKER and Dosir, Circuit Judges, and Cuesnut, District Judge. 
Donte, C. J.: 


Ambrosia Chocolate Company, a Wisconsin corporation, brought a civil action 
in the United States District Court for the Middle District of North Carolina against 
Ambrosia Cake Bakery, Inc., a North Carolina corporation, in which plaintiff sought 
to enjoin defendant from infringing plaintiff's registered trade-mark “Ambrosia.” 
Plaintiff has appealed to us from a judgment of the District Court dismissing the 
complaint. 

Plaintiff first registered “Ambrosia” in the United States Patent Office, April 2, 
1907, as its trade-mark for Cocoa, Chocolate, Chocolate Candy, in Class 47, Con- 
fectionery ; it further registered “Ambrosia” July 14, 1931, for Candy, Chocolate, 
Cocoa, Chocolate Coatings, Hot Chocolate Powder, in Class 46, Foods and In- 
gredients of Foods; finally, on July 30, 1940, there was a third registration for 
Sweet and Bitter, Solid and Powdered Chocolate and Cocoa Preparations for Food 
Beverages, Chocolate, Cocoa and Candy in Class 46, Foods and Ingredients of 
Foods. 
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While defendant is a North Carolina corporation, it is closely associated in stock 
ownership and executive management with Ambrosia Cake Company, an Alabama 
corporation, and Ambrosia Cake Bakeries Corporation, a Florida corporation. It 
was agreed by defendant here that all three of these corporations should be parties 
to this case and bound by the judgment herein. Defendant and its affiliates had 
registered “Ambrosia” as its trade-mark for cakes in 14 states, most of which were 
in the Southeastern part of the United States. 

The business of defendant consists solely in the baking of cakes and the sale of 
these to bakeries which distribute them along with bread to merchants. These cakes 
are highly perishable and become stale and unfit for food after about two days; in 
price they range from 5 cents to 39 cents; plaintiff has never produced, nor is there 
any evidence that it intends to produce, cakes. Candy constitutes about 10% of 
plaintiff’s sales; its other products are bulk cocoa or chocolate suitable for use in 
baking ; coatings for ice cream and cakes, and for use in beverages. These products 
of plaintiff are not classified as perishable goods. 

Between the years 1901 and 1919, plaintiff’s business in North Carolina was ut- 
terly negligible. Only one sale, amounting to $25.50, was made. In the years just 
before this action was instituted (1946), its business in North Carolina materially 
grew in volume. In 1945, these sales amounted to $44,277.00; but of this sizable 
volume of business only one sale, amounting to $65.00, was of candy. 

We think the judgment of the District Court should be affirmed on the ground 
of laches, acquiescence and estoppel, even if there were no other ground for affirm- 
ance. In 1938 (more than 8 years before the instant action was filed) a representa- 
tive of plaintiff called on defendant’s president in Florida. This representative dis- 
closed familiarity with the operations of the three Ambrosia Cake Companies, com- 
mented on the similarity of the names of plaintiff and defendant and tried to sell 
to defendant’s president certain of plaintiff's materials which were to be used in 
making Ambrosia cakes to be sold under that name. Shortly thereafter came a let- 
ter from plaintiff, signed by its vice-president. This letter was addressed to de- 
fendant by its corporate name but was sent to E. P. Colby, president, in Jacksonville, 
Florida. 

This letter evinced interest in the previous call by plaintiff’s representative on 
President Colby, expressed regret that some of plaintiff’s materials used by de- 
fendant in making Ambrosia cakes had not proved satisfactory and indicated a desire 
to sell to defendant more of plaintiff’s materials, again to be used in making Am- 
brosia cakes to be marketed under that name. The following sentence is found in 
the first paragraph of the letter: ‘““That fact that the name ‘Ambrosia’ of your com- 
pany was the same as ours increased our interest, you may be sure.” This friendly 
epistle closed with a formula for devil’s cake, one ingredient of which was pro- 
duced by plaintiff, and the hope was implied that this devil’s cake would be exploited 
by defendant. 

We must conclude that the District Court correctly decided that here was ade- 
quate basis for an absolute defense on the ground of laches and acquiescence by 
plaintiff, amounting to estoppel. During the years intervening between 1938 (the 
year the above transactions occurred) and 1946 (when the instant civil action was 
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instituted) defendant and its affiliates, by extensive advertising of the name “Am- 
brosia” for its cakes and by capable management and salesmanship, built up a large 
and lucrative cake business; therefore plaintiff is now estopped from destroying 
that business by an injunction which would forbid the use of the name “Ambrosia” 
for the cakes of defendant and its affiliates. 

The view we have just expressed finds ample support in the cases. The French 
Republic v. Saratoga Vichy Spring Co., 191 U. S. 427; Saxlehner v. Nielsen, 179 
U. S. 43; Dwinell-Wright Co. v. White House Milk Co., 132 F. 2d 822 [33 T.-M. 
R. 2]; White Rock Mineral Springs Co. v. Akron Beverage & Cold Storage Co., 
299 F. 775. 

Counsel for plaintiff attempt (we think with little success) to make much of the 
cases of Menendez v. Holt, 128 U. S. 514; and Aunt Jemima Mills Co. v. Rigney, 
247 F. 407. The utter inapplicability to the instant case of Chief Justice Fuller’s 
opinion in the Menendez case is aptly shown by Circuit Judge Buffington in Pflugh 
v. Eagle White Lead Co., 185 F. 769, 772 (cert. den. 220 U. S. 615): 


We are not unmindful of Menendez v. Holt, 128 U. S. 524, 9 Sup. Ct. 143, 32 L. Ed. 
256, and other cases cited in the opinion below, that mere failure to enforce trade-mark 
rights will not preclude injunctive relief when it is sought. But those were cases where, 
as said in Menendez v. Holt, supra, there was nothing “in the nature of an estoppel, noth- 
ing which rendered it inequitable to arrest at this stage any further invasion of complain- 
ant’s rights.” In this case there is. The complainant notified the respondents of its al- 
leged rights; the respondents positively asserted their adverse rights; the complainant ac- 
quiesced in the respondents building up their trade under their label for 8 years without 
further objection; then complainant notified again and again, but respondents stood their 
ground and continued for 6 years more to build up their adverse trade-mark rights before 
the complainant again broke its silence by asserting an exclusive right by filing this bill. 

Under such facts it would, in our judgment, be inequitable to arrest at this stage the 
respondent’s trade, and therefore the decree of the court below must be reversed with 
costs. 


In the instant case, there was much more than the mere acquiescence and silence 
of the Pflugh case ; there was active encouragement and commercial urging by plain- 
tiff to induce defendant to make and vend its cakes under the name “Ambrosia.” 

In the Aunt Jemima case, supra, plaintiff had adopted this trade-mark for flour. 
Before defendant filed its application for registration of its trade-mark for syrup 
and sugar cream, it wrote to plaintiff, informing plaintiff of its intention. Where- 
upon plaintiff, in reply to defendant’s letter, stated that plaintiff presumed that de- 
fendant could use the name of “Aunt Jemima” for syrup without violating any law. 
Said Circuit Judge Ward, 247 F. at pages 408-409: 


The above letter is obviously no evidence of abandonment or of nonuser by the com- 
plainant, but the defendants say it is an acquiescence in their use of the trade-mark for 
syrups. We do not so construe it. The complainant was speaking of a matter of law, and 
said it “presumed” that the defendants could do so without violating any law. But if, as 
matter of law, the defendants had no right to use the trade-mark, this expression of opin- 
ion by the complainant does not make the law other than it is, nor estop it from relying 
on the law as it really is. 


The court concluded, too (247 F. at page 410) : 
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Obviously the public, or a large part of it, seeing this trade-mark on a syrup, would 
conclude that it was made by the complainant. 

It is clear there was no such confusion in the instant case. Again, in the Aunt 
Jemima case, there was no active encouragement to defendant to use the trade-mark 
in question. 

We now advert briefly to certain other factors which properly prompted the 
District Judge to deny an injunction in the present case. 

We must approve the District Judge’s Finding of Fact No. 18: 

The defendant and its affiliated corporations transact and conduct their business in the 
bakery field and the plaintiff transacts and conducts its business in the wholesale grocery 
and confectionery field. These two fields, although related and kindred in some broad and 
general respects, are actually separate and distinct fields of commercial enterprise and are 
regarded in practice as being separate and distinct fields. The bakery and confectionery 


fields have separate trade organizations and associations, separate trade journals and 
publications and generally there is little or no active association between the two fields. 


See Arrow Distilleries, Inc. v. Globe Brewing Co., 117 F. 2d 347 [31 T.-M. R. 
51]. 

There was not a scintilla of evidence to show any confusion by the public as to 
the products of plaintiff and defendant or any misapprehension as to the origin of 
defendant’s bakery products. Nor was plaintiff in any way injured or hurt by de- 
fendant’s use of “Ambrosia” on its cakes. This was conclusively shown by the fol- 
lowing testimony of Gretchen Schoenleber, President of plaintiff : 

Q. Did the plaintiff corporation at any time prior to the bringing of this suit have any 
complaint from anyone of any confusion as to the point of origin of the goods produced and 
manufactured by plaintiff and point of origin of the goods produced and manufactured by 
the defendant ? 

A. No. 

Q. As a matter of fact, the plaintiff corporation never came in contact in any of its 
business in North Carolina, in competition or otherwise, with the goods of the defendant 
prior to bringing this suit? 

A. No. 

It was also clearly established by the evidence in this case that, in the territory 
in which defendant and its affiliates operate, “Ambrosia” means the cakes of de- 
fendant, not the products of plaintiff. 

Plaintiff’s trade-mark “Ambrosia,” unlike “Kodak” or “Aunt Jemima,” is not 
a distinctive, unique, fanciful, arbitrary word. “Ambrosia” is a common word de- 
noting primarily the food of the mythical Greek and Roman gods; it also connotes 
any delicious food product, anything figuratively contributing to life or enjoyment, 
and specifically it denotes a food made of sliced oranges and shredded cocoanut. It 
is as true of “Ambrosia” as it is of “Arrow,” what Circuit Judge Soper (speaking 
for our court) said in the Arrow Distilleries case, 117 F. 2d 347, at page 351 [31 
T.-M. R. 51]: 

We think it (Arrow) belongs to the class of trade-marks whose exclusive field is 
closely restricted. The inferences, to which the name naturally gives rise, have encouraged 
so wide a use and so frequent a registration for many different articles that there is little 
danger that its mere use, even in the closely related fields of beers and cordials, will in- 
dicate a common origin or endanger the reputation of the plaintiff’s goods. 
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And, as Circuit Judge Hough stated in France Milling Co. v. Washburn-Crosby 
Co.,7 F. 2d 304, at page 306: 


The phrase “Gold Medal” is distinctly not in the same class of original, arbitrary, or 
fanciful words as “Kodak” and “Aunt Jemima.” It is a laudatory phrase, suggestive of 
merit, recognized by some organization of authority awarding a prize. It is only allied to 
some particular business or person by insistent, persistent advertising. Washburn’s flour 
has been so advertised, and the proof is ample that publicity efforts have borne fruit, so 
that Gold Medal flour means among purchasers Washburn’s flour. Yet it must always 
be remembered that there is nothing original about the name per se; it is exactly like the 
phrase “Blue Ribbon,” and has been as extensively and variously applied. One who de- 
vises a new, strange, “catching” word to describe his wares may and often has by timely 
suit prevented others from taking his word or set of words to gild the repute of even wholly 
different goods (cases supra); but one who takes a phrase which is the commonplace of 
self-praise like “Blue Ribbon” or “Gold Medal” must be content with that special field 
which he labels with so undistinctive a name. 


The word “Ambrosia” is in common use as a trade-mark and plaintiff was not 
even the first to register it as a trade-mark for food products. The records of the 
United States Patent Office disclose that the word has, for various articles, been 
registered more than a dozen times. We need not here comment upon defendant’s 
lack of wisdom in choosing “Ambrosia” as a name for its cakes, when it either knew, 
or should have known, that this word had been frequently registered as a trade- 
mark in the United States Patent Office. 

In some senses, a registered trade-mark is a property right, entitled, under proper 
circumstances, to protection at the hands of the courts. By no means, though, is 
this right of judicial protection unqualified or unrestricted. And the property right 
in a trade-mark possesses neither the dignity nor the importance of a patent. Only 
upon a clear showing of novelty and originality approximating a “flash of genius” 
is a patent granted ; while a man of ordinary intelligence could easily devise a score 
of valid trade-marks in a short period of time. In many senses, too, a trade-mark is 
closely bound up with the good will of the business in which it is used. As Circuit 
Judge Hough said, in Pflugh v. White Eagle Lead Co., 185 F. 769, at page 771: 


Now the gist of a trade-mark is its association in the public mind with a product. 
As its name indicates, it is the identifying mark of that trade, in other words, the trade- 
mark. 


There are other points raised in this case by the plaintiff-appellant, which we do 
not deem it necessary to consider or discuss. 

We are convinced, as was the District Judge, that the plaintiff's case is utterly 
lacking in the broad aspects of equity. Accordingly, we are unwilling to lend our 
aid, on purely technical grounds, to the issuance of the equitable remedy of in- 
junction when this, as we see it, would bring about a manifest commercial injustice. 

In Ambrosia Chocolate Company v. Ambrosia Chocolate Cream Company (Dis- 
trict Court of the United States, Northern District of Illinois, April 27, 1934) 
Judge Barnes dismissed this same plaintiff’s bill of complaint for want of equity, 
upon a set of facts quite similar to the facts involved in the instant case. 

The judgment of the District Court is affirmed. 
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CALIFORNIA FRUIT GROWERS EXCHANGE, et at. v. SUNKIST 
BAKING CO. 


No. 9326—C. C. A. 7—December 23, 1947 


TRADE-M ARKS—INFRINGEMENT—GENERAL 

The controlling factor in deciding question of infringement under Sec. 32 (1) (a) of 
Trade-Mark Act of 1946 is likelihood of confusion as to origin or sponsorship and not con- 
fusion as to goods. 

“The trade-marks should be confined substantially to the articles for which they were 
authorized.” 

California Fruit Growers Exchange, et al. v. Windsor Beverages, Ltd., et al., 118 Fed. 
(2d) 149, distinguished. 

TRADE-MarKs—Goops OF DIFFERENT CLASSES—PARTICULAR INSTANCES 

Fruits, vegetables and various groceries held goods of different general class from bread, 
and trial court’s finding overruled. 

Courts—Score oF APPELLATE REVIEW—WEIGHT OF TRIAL Court FINDINGS 

On question of same descriptive properties in trade-mark infringement and unfair com- 
petition cases, appellate court is as capable of reaching a conclusion on evidence as District 
Court. 

Trial court’s finding as to likelihood of confusion held not a finding of likelihood of con- 
fusion as to source of origin as required by the Lanham Act; or assuming that such finding is 
adequate then it is held not sustained by substantial evidence. 

TRADE-M ARKS—INFRINGEMENT—PARTICULAR INSTANCES 

“Sunkist” used on bread and bakery products, held not to infringe “Sunkist” used on 
fruits, vegetables and various groceries because no one whose I.Q. is high enough to be 
regarded by the law would be likely to be confused. 

TRADE-MARKS AND UNFAIR COMPETITION — SCOPE OF PROTECTION — EFFECT oF AGREEMENT 
DivipING FIELD 

In absence of more substantial evidence of public confusion, where plaintiffs had divided 
use of mark “Sunkist,” by contract, in field of foods, between (a) fruits, oils and acids, pectin 
and soft drinks and (b) canned and dried fruits and vegetables, milk, butter, walnuts, catsup, 
pickles, olive oil, jams, jellies, olives, coffee, tea, beans, raisins, grapes, etc., the goods in 
which groups are held more closely related to each other than defendant’s bread is to either 
of them, plaintiffs held not entitled to enjoin defendant’s use of “Sunkist” on bread, either on 
basis of trade-mark infringement or unfair competition. 


Appeal from District Court for Southern District of Illinois. 

Trade-mark infringement and unfair competition suit by California Fruit 
Growers Exchange and California Packing Corporation against Harry S. Coin and 
Nick S. Coin, copartners trading as Sunkist Baking Co. Defendants appeal from 
judgment for plaintiffs. Reversed. 


Francis J. Coyle, W. Richard Stengel, and Bernard J. Moran, of Rock Island, IIL, 
and Casper W. Ooms, of Chicago, Ill., for appellants. 

Leonard S. Lyon and Irwin L. Fuller, of Los Angeles, Calif., and Eugene R. John- 
son, of Peoria, Ill., for appellees. 
Before Mayor, HERNER and MinTon, Circuit Judges. 


Minton, C. J.: 
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The plaintiff California Fruit Growers Exchange, hereafter referred to as Ex- 
change, and the plaintiff California Packing Corporation, hereafter referred to as 
Corporation, obtained a judgment against the defendants in the District Court for 
the Southern District of Illinois, Northern Division, for unfair competition and in- 
fringement of the trade-marks “Sunkist” and “Sun-Kist,” registered and owned 
by the plaintiffs, and an injunction against the use by the defendants of the name 
“Sunkist” or any colorable imitation thereof in the manufacture, advertising, offer- 
ing for sale, distribution, or sale of bakery products of any nature whatsoever, in- 
cluding bread, raisin bread, and buns, and against competing unfairly with the plain- 
tiffs, and other injunctive relief. From this judgment the defendants have appealed. 

The court made findings of fact and stated its conclusions of law thereon in 
favor of the plaintiffs. From these findings of fact, it appears that the plaintiff 
Exchange is a non-profit cooperative marketing association incorporated under the 
laws of California and is engaged primarily in marketing and selling citrus fruits 
throughout the United States and in foreign countries. The plaintiff corporation 
is a New York corporation engaged in the selection, preparing, packing, and mar- 
keting of canned and dried fruits and vegetables, including raisins, throughout the 
United States and in foreign countries. 

Exchange has employed the trade-mark “Sunkist” in the sale of over two bil- 
lion dollars worth of goods and has expended over forty million dollars in adver- 
tising the trade-mark. Certificates of registration for the trade-mark “Sunkist” 
have been issued to Exchange by the United States Patent Office for oranges, 
lemons, citrus fruits, oils and acids, pectin, citrus-flavored non-alcoholic maltless 
beverages as soft drinks, and concentrates for making soft drinks. Corporation 
has employed the trade-mark “Sun-Kist” since 1907 and has sold approximately 
fifty million dollars worth of goods bearing such trade-mark and has expended in 
excess of $350,000 in advertising it. Certificates of registration for the trade-mark 
“Sun-Kist” have been issued by the Patent Office to Corporation for canned and 
dried fruits and vegetables, milk, butter, walnuts, catsup, pickles, olive oil, jams, 
jellies, olives, coffee, tea, beans, pineapple juice, grape juice, tomato juice, raisins, 
grapes, and various other products. The joint and concurrent use of the trade- 
marks “Sunkist” and “Sun-Kist” by both plaintiffs has eventuated under and by 
virtue of an agreement between them whereby each has granted the other the right 
to employ the mark on the goods aforesaid. 

The defendant Sunkist Baking Company is a co-partnership composed of Harry 
S. Coin and Nick S. Coin, who are citizens and residents of the State of Illinois 
and are engaged in baking and selling bread and buns, including white bread, whole- 
wheat bread, “Weet-Hart” bread and raisin bread, in interstate commerce, under 
the firm name and style of “Sunkist Baking Co.,” in and about Rock Island and 
adjacent cities. Each loaf of bread sold by the defendants is enclosed in a wrapper 
bearing the name “Sunkist Baking Co.” and also the words “Sunkist Bread.” The 
name “Sunkist” appears on the defendants’ place of business, their trucks, and their 
outdoor advertising, without any designation of the co-partnership name. The 
court also found that the defendants had improperly and unlawfully obtained reg- 
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istration from the State of Illinois for the trade-mark “Sunkist Bread,” and from 
the State of lowa for the trade-mark “Sunkist.” 

The court found that the plaintiffs’ and the defendants’ goods are sold in the 
same channels and may be consumed together, and that the defendants have en- 
deavored to appropriate and capitalize upon the plaintiffs’ trade-marks. The con- 
trolling findings 12, 13, 14, and 15 we set out in full as follows [36 T.-M. R. 388]: 







12. The use of the word “Sunkist” by the defendants is likely to cause confusion or 
mistake in the minds of the public and to deceive purchasers. Bread belongs to the same 
general class of merchandise as the fruit and canned fruits and vegetables marketed by 
plaintiffs. Defendants’ bread bearing the word “Sunkist” as used by defendants would 
naturally or reasonably be supposed to come from plaintiffs. 

13. The trade-marks “Sunkist” and “Sun-Kist” are purely fanciful in character, and 
to the public in general have acquired a secondary significance of being related to and 
associated with plaintiffs’ products only. 

14. The goods sold by plaintiffs under the trade-marks “Sunkist” and “Sun-Kist,” and 
the bread and buns marketed by defendants bearing the name “Sunkist” and the name 
“Sunkist Baking Company” are goods of substantially the same descriptive properties. 

15. By using the plaintiffs’ trade-mark “Sunkist” in defendants’ trade-name, the de- 
fendants have competed unfairly with plaintiffs and have been guilty of unfair trade 
practice. 

On these findings the court concluded that the trade-marks “Sunkist” and “Sun- 
Kist” were valid trade-marks owned by the plaintiffs and were infringed by the 
defendants’ use of the name “Sunkist” and the trade-name “Sunkist Baking Co.,” 
and that the defendants competed unfairly with the plaintiffs and were guilty of 
unfair trade practices. The court also concluded that the defendants have not 
distinguished this action from the ruling of the Circuit Court of Appeals for this 
Circuit in California Fruit Growers Exchange, et al. v. Windsor Beverages, Ltd., 
et al., 118 F. 2d 149 [31 T.-M. R. 121]. Upon such conclusions of law, the court 
entered judgment for injunctive relief, and the plaintiffs waived any accounting for 
profits and damages. 

The first question that we have to consider is whether the trade-marks “Sunkist” 
and “Sun-Kist,” owned and used by the plaintiffs in the marketing and sale of 
fruits, vegetables, and their other products, are infringed by the defendants’ use of 
their trade-name “Sunkist Baking Co.,” and by the use of the word “Sunkist” on 
their bakery products. The parties concede that the Lanham Act’ applies. The 
validity of the trade-marks is not questioned. To constitute infringement under 
the Lanham Act, a registered trade-mark must be used in such a manner as “ 
is likely to cause confusion or mistake or to deceive purchasers as to the source of 


.” Section 32 (1) (a).? 


The plaintiffs state in their brief: 



























origin of such goods. . . 






It is a confusion of origin or sponsorship and not confusion of goods which controls. . . 





If that is the controlling factor, and we think that it is, let us see if the court found 
it. 











1. 15 U. S.C. A., Secs. 1051-1127. 
2. 15 U. S. C. A., Sec. 1114. 
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The court found that the use of the name “Sunkist” upon bread or buns is likely 
to cause confusion or mistake in the minds of the public and to deceive purchasers. 
The court did not find that there is any likelihood of confusion as to the origin of 
the bakery products. This confusion as to source is the very element the Lanham 
Act states is necessary to constitute infringement of a trade-mark and which the 
plaintiffs have stated is the essential fact in infringement. The court has wholly 
failed to find that there is likelihood of confusion as to the origin of the bakery 
products with the products marketed under the plaintiffs’ trade-marks, except to 
find that bread belongs to the same general class of merchandise as fruit and vege- 
tables, and that bread and fruit and vegetables are goods of substantially the same 
descriptive properties. These findings seem to have been drawn to cover infringe- 


ment under the Act of February 20, 1905. (15 U. S.C. A., Sec. 96.) Such sec- 
tion provides: 


Any person who shall, without the consent of the owner thereof, reproduce . . . . any 
such trade-mark and affix the same to merchandise of substantially the same descriptive 
properties as those set forth in the registration or to labels . . . . intended to be used 
upon or in connection with the sale of merchandise of substantially the same descriptive 
properties . . . . shall be liable (for infringement). (Italics ours.) 


In Findings 12 and 14 of the District Court, the words “the same general class 
of merchandise” and “goods of substantially the same descriptive properties” are 
facts essential to infringement under the 1905 Act, and not under the Lanham Act. 
Finding 12 of the District Court is an integrated finding that the use of the word 
“Sunkist” by the defendants is likely to cause confusion or mistake in the minds 
of the public because bread belongs to the same general class of merchandise as 
fruits, canned fruits, and vegetables, and because the defendants’ bread bearing the 
word “Sunkist” would naturally and reasonably be supposed to come from the 
plaintiffs. 

Fruits and vegetables are not in the same general class of merchandise as bread, 
nor are they goods of the same descriptive properties as bread. About the only 
things they have in common are that they are edible and are usually sold in the same 
class of stores to the same class of customers. Fruits and vegetables are the prod- 
uct of nature’s growth. Bread is a product of manufacture from many ingredients ; 
it includes the skill of the baker and is usually produced locally. On the question 
of the same descriptive properties, in cases like the present, the appellate court is as 
capable of reaching a conclusion on this kind of evidence as the District Court. 
Eastern Wine Corporation v. Winslow-Warren, Ltd., Inc., 137 F. 2d 955, 960 
[33 T.-M. R. 302]. 

Unless “Sunkist” covers everything edible under the sun, we cannot believe 
that anyone whose I. Q. is high enough to be regarded by the law would ever be 
confused or would be likely to be confused in the purchase of a loaf of bread 
branded as “Sunkist” because someone else sold fruits and vegetables under that 
name. The purchaser is buying bread, not a name. If the plaintiffs sold bread 
under the name “Sunkist,” that would present a different question ; but the plain- 
tiffs do not, and there is no finding that the plaintiffs ever applied the word “Sun- 
kist” to bakery products. 
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The unconscionable efforts of the plaintiffs to monopolize the food market by 
the monopoly of the word “Sunkist” on all manner of goods sold in the usual 
food stores should not be sanctioned by the courts. The trade-marks should be 
confined substantially to the articles for which they were authorized, otherwise, 
why limit the marks at all? Before a trade-mark can be granted under the applica- 
ble Lanham Act, the application therefor must name the products to which it is to 
apply. 15 U.S.C. A., Sec. 1051. We are unable to see how one seeking to pur- 
chase bread could be likely to be confused as to the source of origin of the bread, 
although sold under a trade-mark valid for fruits and vegetables. Certainly this 
must be true where bread has never been sold by the owner of said trade-mark, 
valid as to fruits and vegetables. 

The court found that the plaintiffs’ trade-marks “Sunkist” and “Sun-Kist” 
have acquired a secondary meaning of being related to and associated with the 
plaintiffs’ products only. What are the plaintiffs’ products? Fruits and vege- 
tables, not bread, for there is, we repeat, no finding that the plaintiffs ever produced 
or marketed a loaf of bread. 

We do not think there is a finding that there is likelihood of confusion as to 
the source of origin of the products, as required by the Lanham Act. 

The court made the following finding as a part of Finding 12 [36 T.-M. R. 388]: 

Defendants’ bread bearing the word “Sunkist” as used by defendants would naturally 

or reasonably be supposed to come from plaintiffs. 

Let us assume that this finding can be separated from its context in Finding 12, 
which we do not think it can be, and that it is a finding that there is likelihood of 
confusion among the public as to the source of origin. Then this finding is not sus- 
tained by substantial evidence. The only evidence to support this finding is the 
testimony of two so-called experts who testified on behalf of the plaintiffs, and the 
fact that bread is sold in the same class of stores and to the same class of customers 
as the plaintiffs’ fruits and vegetables. Against this finding is the difference in the 
nature of the products themselves—they are not of the same descriptive properties. 
As to this difference, its weight and significance is as open to us as to the District 
Court. Certainly the stores where the products of the parties are sold and the cus- 
tomers to whom they are sold are as well-known to us as to the District Court, and 
such subsidiary facts are of little or no significance, according to an eminent au- 
thority who says: 

However, it has been pointed out, with reason, that modern stores sell all sorts of 
commodities, and a rule that all goods sold in the same stores are to be considered re- 


lated goods, would have the practical effect of creating universal trade-marks independ- 
ent of the nature of the goods on which they are used. Nims, Unfair Competition and 


Trade-Marks, fourth ed., 1947, Vol. I, p. 693. 

This leaves this doubtful finding based upon the opinion testimony of these two 
so-called experts, given in answer to hypothetical questions. Mr. Lester, vice- 
president of Corporation, testified : 

A. My opinion, sir, is that any person buying Sunkist Bread of the defendant would 


confuse those goods with the products of the plaintiffs. 
* * * 
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A. I base my opinion upon the knowledge of the grocery business and upon a very 
wide experience. The word “Sunkist” is our fair name, it’s our reputation of quality, it 
has been before the American public for thirty-eight years. It represents to the consumer 
that the goods are of the highest quality, packed in sanitary factories of goods of the best 
ingredients, comply fully with the pure food laws throughout the world. She would have 
every reason to expect that other foods bearing this mark were prepared from equally high 
quality ingredients, in an equally good workmanship, likewise complied with all food laws 
throughout the world, and she would take other foods under our brand name, “Sunkist,” 
to be goods packed by or distributed by the “Sunkist” people. 

The other witness, Mr. Eller, the advertising manager of Exchange, gave his 
opinion as follows: 

A. I believe it would be confusing for the reason that “Sunkist” is a household word, 
universally accepted and recognized as identifying products of high quality emanating from 
the California Fruit Growers Exchange or the California Packing Company. I think it is 
only reasonable that consumers, being so familiar with the trade-mark on those products, 
when they saw it appear on another product would assume it came from those organiza- 
tions or was sponsored in some way by them. 

Q. You say “when the trade saw the name appear on another product.” Are you re- 
ferring now to a food product? 

A. Particularly to a food product. 

Thus we have the speculative opinion of the vice-president of one plaintiff and 
the advertising manager of the other as to what the purchaser would likely think. 
No prospective purchaser gave any such opinion. Indeed, the many housewives 
called were not in the least confused. We think the evidence of these two so-called 
experts is so unsubstantial as to afford no support for the so-called finding that by 
the defendants’ use of “Sunkist” on their bakery products, such products would 
naturally or reasonably be supposed to come from the plaintiffs. In any view of 
this case, the record is wholly devoid of any finding, or substantial evidence to sup- 
port.a finding, of a likelihood of confusion as to the source of origin, as required 
to constitute infringement under the Lanham Act. 

There is another strange aspect about this confusion which the plaintiffs con- 
tend is likely to occur. It will be observed that the plaintiffs have launched into the 
market two classes of goods under the marks “Sunkist” and “Sun-Kist,” which 
goods are much more nearly of the same class and descriptive properties than the 
defendants’ bread is of the same class and descriptive properties as any of the prod- 
ucts of the two plaintiffs ; and this is all done without confusion because the parties 
have agreed, forsooth, there shall be no confusion. Granted the plaintiffs had a 
right to contract away the public’s likelihood of confusion from their closely related 
products sold all over the United States and in foreign countries, their cry that there 
is a likelihood of confusion of the source of a loaf of bread put out by a local bakery 
at Rock Island, Illinois, with their products because they market fruits and vege- 
tables under the same name, is hardly audible to us. When a customer bought a jar 
of jelly under the name “Sunkist,” he could not be confused as to whether it came 
from California Fruit Growers Exchange or California Packing Corporation! The 
plaintiffs had taken care of that by contract! We are supposed to believe that when 
a customer bought fruits or vegetables under the name “Sunkist,” he was not con- 
fused as to whether the fruit came from the California Fruit Growers Exchange 
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or the vegetables from the California Packing Corporation ; but if he bought a loaf 
of bread under the name “Sunkist,” he was likely to think that he bought it from 
one or the other of the plaintiffs because they sold fruits and vegetables, but never 
bread! With the plaintiffs practicing such hocus-pocus with the trade-name “‘Sun- 
kist,”’ we shall ask to be excused when we are admonished by these dividers of con- 
fusion by contract to hear their vice-president and advertising manager shout con- 
fusion on behalf of the purchasing public. 

What these plaintiffs seek to do is to monopolize the word “Sunkist” as applied 
to all edible foods. That is the opinion of the advertising manager of Exchange, 
above quoted. We think that there should be more substantial evidence than this 
record affords before we give our sanction to such extension. 

The District Court stated in its conclusions of law that the defendants’ case 
should not be distinguished from California Fruit Growers Exchange, et al. v. 
Windsor Beverages, Ltd., et al., supra. We think that case can readily be distin- 
guished from the defendants’ case. In the Windsor case the word “Sunkist” was 
used upon carbonated beverage drinks flavored with orange, lemon, and other fruit, 
while the plaintiffs had registered the trade-mark “Sunkist for fruit juices and 
citrus-flavored concentrates for making soft drinks. It would be difficult to imagine 
products or merchandise of more nearly the “same descriptive properties,” which 
was the test under the 1905 Act. 15 U.S. C. A., Secs. 85 and 96. The court said in 
the Windsor case: 

Surely bottled beverages bearing the name “Sunkist” belong to the same general class 


of merchandise as bottled fruit and vegetable juices sold under the same name. [31 T.-M. 
R. 121], p. 152. 


The Windsor case, decided under the 1905 Act, did not limit likelihood of con- 
fusion as to the source of origin as does the Lanham Act, which rules our case. 
The Windsor case could be cited for the broad proposition that the use of the marks 
which were likely to cause confusion constituted an infringement if the goods were 
of the same class. That is what the findings square with in the instant case, and not 
the provisions of the Lanham Act. The Lanham Acct limits the opinion in the Wind- 
sor case, and that case does not rule the instant case. 

The only finding of the court as to unfair competition is Finding 15, which reads 
as follows [36 T.-M. R. 388]: 


By using the plaintiffs trade-mark “Sunkist” in defendants’ trade-name, the defend- 
ants have competed unfairly with plaintiffs and have been guilty of unfair trade practice. 


The basis of the unfair competition is the use of “Sunkist” in the defendants’ 
trade-name, “Sunkist Baking Co.” The mere use of a name which the defendants 
had a right to use does not in and of itself constitute unfair competition. Kellogg 
Company v. National Biscuit Company, 305 U. S. 111, 59 S. Ct. 109, 83 L. Ed. 73 
[28 T.-M. R. 569] ; Quaker Oats Co. v. General Mills, Inc., 134 F. 2d 429 [33 
T.-M. R. 178]. 

We do not find it necessary to discuss the very serious charge of the defendants, 
made here for the first time, that the plaintiffs, because of unclean hands in the use 
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of their trade-marks, are not entitled to the equitable relief they sought and ob- 
tained. 

For the reasons above set forth, the judgment of the District Court is reversed 
and the cause remanded, with directions to dismiss the complaint. 


WILHARTZ boinc susIness as LAKESIDE PRODUCTS v. TURCO 
PRODUCTS, INC. 


No. 9198—C. C. A. 7—December 23, 1947 


TRADE-MARKS—EFFECT OF REGISTRATION—REBUTTAL OF PRESUMPTION 

Presumption of validity held easily overcome by facts of record. 

TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Auto Shampoo” and “Car Shampoo” held merely descriptive of automobile washing 
compound in liquid form, under 1905 Act. 

UNFAIR COMPETITION—DESCRIPTIVE AND GENERIC TERMS—GENERAL 

State law controls as to what constitutes unfair competition. 

Plaintiff’s use of the words “Auto Shampoo” would constitute unfair competition only if 
it resulted in the likelihood of deception of the public. 

If the words “Auto Shampoo” or “Car Shampoo” had acquired secondary meaning, use 
of the words themselves upon similar products would constitute unfair competition because 
of the likelihood of confusion as to origin. 

TRADE-MARKS—SECONDARY MEANING—DESCRIPTIVENESS 
Defendant alleging secondary meaning and having burden of proving it, held to have failed 
to sustain that burden. 
Trial court’s failure to find secondary meaning held a finding that the words had not ac- 
quired such meaning. 
DECLARATORY JUDGEMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Judgment dismissing defendant’s counterclaim for trade-mark and unfair competition and 
enjoining defendant from interfering with plaintiff’s use of the words “Hurricane Auto Sham- 
poo” affirmed. 


Appeal from District Court for Northern District of Illinois. 

Declaratory judgment suit by Leland J. Wilhartz, doing business as Lakeside 
Products, against Turco Products, Inc. Defendant appeals from judgment for 
plaintiff. Affirmed. 


William T. Woodson and Beverly W. Pattishall, of Chicago, Ill., and Collins Mason, 
Los Angeles, Calif., for defendant-appellee. 

Samuel E. Hirsch, Julian H. Levi, and William Ruger, of Chicago, Ill., for plaintiff- 
appellee. 


Before Evans, KERNER and Minton, Circuit Judges. 
Minton, C. J.: 


The plaintiff filed a complaint against the defendant for a declaratory judgment 
j as to the right of the plaintiff to use the words “Auto Shampoo” and for an injunc- 
é tion against the defendant’s interference with the plaintiff’s use thereof. The de- 
fendant filed an answer and counterclaim in which it claimed valid Federal trade- 
marks registered as to “Auto Shampoo” and “Car Shampoo,” the registration of 
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the latter under the law of Illinois, infringement by the plaintiff of both marks by 
the use of “Hurricane Auto Shampoo” in the marketing of an automobile cleanser 
or cleaning compound, and with unfair competition. The District Court concluded 
that the trade-marks were invalid because descriptive, and that the plaintiff was 
not guilty of unfair competition. The court gave judgment for the plaintiff on his 
complaint, enjoining the defendant from interfering with the plaintiff’s use of the 
words’ “Hurricane Auto Shampoo,” and dismissed the counterclaim. From this 
judgment, the defendant has appealed. 

The plaintiff, doing business as Lakeside Products, manufactures and sells, 
among other products, a product used in cleaning and washing automobiles, under 
the trade-name and label “Hurricane Auto Shampoo.” 

The defendant is engaged in the manufacture and sale of an automobile wash- 
ing compound in liquid form which may be sprayed by a pressure mechanism or 
used by hand application. This product of the defendant is one of several hundred 
which it manufactures and sells. It is usually sold in drums to service stations that 
wash automobiles. With its trade-marks the defendant also registered its corporate 
name “Turco” in association with a picture of a turbaned head of a Turk, overhung 
by a large scimitar. The word “Turco” and the turbaned head and scimitar are 
the dominating features of the defendant’s advertising and labels. Below the word 
“Turco” and the design are printed or pasted on separate strips in smaller print 
the descriptive words used to identify the nature of the product, as in the instant 
case ‘Auto Shampoo” or “Car Shampoo.” The United States Patent Office twice 
refused the defendant registration of the words “Auto Shampoo” and “Car Sham- 
poo” as merely descriptive. By further representations to the Patent Office that 
“Auto” suggested instantaneous action, while “Shampoo” as used in both marks 
suggested a foaming, bubbling action as the result of the application by a spray 
mechanism at a substantial distance, the application for registration was allowed. 

The first question presented to us is the validity of the defendant’s claimed 
trade-marks “Auto Shampoo” and “Car Shampoo.” The Federal trade-marks 
were issued pursuant to the Act of 1905 (15 U. S. C., Sec., 81, et seq.). Under 
this Act merely descriptive words could not be the subject of a valid trade-mark. 
How the further representations of the defendant, after the Patent Office had twice 
refused registration, avoided the objection that the words were descriptive is not 
apparent to us. Nevertheless, the Patent Office registered the trade-marks. Under 
such circumstances, the presumption of validity attending such registered trade- 
marks is easily overcome. That such additional representations were a subterfuge 
or hoax is made apparent by the testimony of the vice-president of the defendant 
company that he had never heard of such claims until the trial, that the mechanism 
was for the purpose of increasing output, and that the product had been and could 
be used as effectively without the mechanism. He testified also that many custom- 
ers never used the applicator and that its use had nothing to do with the trade-mark. 

“Auto Shampoo” and “Car Shampoo” have no subtle or fanciful meaning to 
us. “Auto” and “Car” when used with “Shampoo” suggest only one thing to our 
minds, namely, some preparation for washing an automobile. These words are 
merely descriptive of the product to which the defendant has applied them. This 
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seems quite apparent to us from the use made of the word “Turco” and the asso- 
ciated images which predominate the design and on which design in smaller letters 
below are printed or pasted the words, “Auto Shampoo” or “Car Shampoo.” For 
what purpose is this done? For the obvious purpose of describing the nature of the 
defendant’s product. “Turco” and the Turk’s head and the scimitar are used to 
designate hundreds of the defendant’s products. The identifying descriptive words 
applying to the various products are inserted in less conspicuous type. Such wards, 
so obviously merely descriptive, cannot be the subject of a valid trade-mark. William 
R. Warner & Company v. Eli Lilly & Company, 265 U. S. 526, 44 S. Ct. 615, 68 
L. Ed. 1161; Skinner Mfg. Co. v. Kellogg Sales Co., 143 F. 2d 895 [34 T.-M. R. 
274]. 

As to unfair competition, the law of Illinois controls. The essence of unfair 
competition is fraud. The DeLong Hook and Eye Company v. The Hump Hairpin 
Manufacturing Company, 297 Ill. 359, 371, 130 N. E. 765, 769-70. We have held 
the trade-marks “Auto Shampoo” and “Car Shampoo” invalid and, being invalid, 
the defendant had no right to pre-empt their use. The use by the plaintiff of the 
words “Auto Shampoo” in his brand “Hurricane Auto Shampoo” is a permissible 
use. It can become unfair competition only when, first, the name is misused in 
such a manner as to deceive or probably deceive the public into believing the plain- 
tiff’s goods are the defendant’s, Kellogg Company v. National Biscuit Company, 
305 U. S. 111, 59 S. Ct. 109, 83 L. Ed. 73 [28 T.-M. R. 569] ; Quaker Oats Co. v. 
General Mills, Inc., 134 F. 2d 429 [33 T.-M. R. 178] ; The DeLong Hook and Eye 
Company v. The Hump Hairpin Manufacturing Company, supra; or secondly, 
where the name has acquired a secondary meaning. 

There is no finding or evidence to support a finding of the palming off or likeli- 
hood of confusion as to the source of the plaintiff’s product in the use he makes of 
the words “Auto Shampoo.” The plaintiff's product is a powder sold largely for 
individual use in small containers of one or two pounds. The packages and the 
labels and advertising relating thereto accentuate in large type the word “Hur- 
ricane” followed in smaller, less conspicuous type by the words “Auto Shampoo.” 
In the packaging, marketing, and advertising of the plaintiff’s product there is not 
even a remote resemblance to the defendant’s product, which is sold in drums to a 
different class of customers and under the “Turco” mark which completely differen- 
tiates the two products. 

If the words “Auto Shampoo” or “Car Shampoo” had acquired a secondary 
meaning, the fact that the defendant had no valid trade-mark for these words would 
not necessarily mean that there was no unfair competition. The use of the words 
themselves, after they have acquired a secondary meaning, upon similar products 
in a competitive area, would be a misuse of the words and unfair competition. 


A merely descriptive term or the name of a person or place may have become asso- 
ciated with a particular kind of goods or the product of a particular manufacturer in such 
a way that merely attaching the word to an article of the same kind would amount to a 
misrepresentation as to the origin of the article. The DeLong Hook and Eye Company 
v. The Hump Hairpin Manufacturing Company, supra, pp. 365-366. 
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It is identity of words with source which gives secondary meaning. National 
Mineral Co. v. Bourjois, Inc., 62 F. 2d 1, 3 [22 T.-M. R. 509]; Nestor Johnson 
Manufacturing Company v. The Alfred Johnson Skate Company, 313 Ill. 106, 144 
N. E. 787 ; O’Cedar Corporation v. S. S. Kresge Company, 259 Ill. A. 396. 

The court failed to find, as the defendant urged it to do, that “Auto Shampoo” 
or “Car Shampoo” had acquired a secondary meaning. The defendant had the 
burden of proof on this issue (The DeLong Hook and Eye Company v. The Hump 
Hairpin Manufacturing Company, supra, p. 369) and a failure of the court to find 
that the words had acquired a secondary meaning was a finding that the words had 
not acquired such meaning. Dektor v. Overbrook National Bank of Philadelphia, 
et al., 77 F. 2d 491, 492; 64 C. J. 1079. 

We find no evidence in the record that would compel a different conclusion. 
There is substantial evidence in the record to support the District Court’s finding, 
and it is not clearly erroneous. The witnesses seemed to associate the defendant’s 
product with the dominating mark “Turco” and not “Auto Shampoo” or “Car 
Shampoo.” There was no such showing as to secondary meaning as would war- 
rant us in reversing the District Court for failure to so find. 

We find no error in the record, and the judgment of the District Court is 
affirmed. 


SAFEWAY STORES, INC. v. SAFEWAY CONSTRUCTION CO., INC. 
No. 5663—U. S. D. C. S. D. Cal—November 25, 1947 


TRADE-N AMES—SECONDARY MEANING—ACQUISITION OF RIGHTS 
“Safeway” held to have acquired a secondary meaning, identifying plaintiff in its business 
of operating chain grocery stores and building construction facilities. 
TRADE-NAMES—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR INSTANCES 
Defendant enjoined from using the word “Safeway,” as corporate or trade-name or part 
thereof, in business of building and selling homes, where plaintiff had acquired secondary 
meaning in same term applied to chain grocery stores and divisions handling construction, 
maintenance, remodelling and repair thereof and where some confusion was found to have 
resulted from defendant’s use of the word. 


Unfair competition suit by Safeway Stores, Incorporated, against Safeway Con- 
struction Co., Inc. Judgment for plaintiff. 


Williamson, Hoge & Curry, Fulton W. Hoge, and Willard R. Pool, of Los Angeles, 
Calif., for plaintiff. 
Abraham Dworkin, Los Angeles, Calif., for defendant. 


WEINBERGER, D. J.: 


The plaintiff seeks to enjoin the defendant from the use of the word “Safeway” 
in the conduct of the defendant’s construction business or otherwise. 

This case does not involve a trade-mark infringement. The wrong complained 
of is an unfair trade practice, so-called “unfair competition” by the defendant in 
using said plaintiff’s trade-name. 

The evidence establishes that since 1926 plaintiff, or its predecessors, have con- 
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tinuously owned and operated an extensive grocery business under the name of 
“Safeway” in Los Angeles and elsewhere in California, and in other states and in 
Canada, and have expended millions of dollars each year advertising through vari- 
ous media under such name; that the plaintiff also engaged in the building business 
and does a large volume of construction work in connection with plaintiff’s stores 
and other plants, warehouses, buildings, and facilities, and that such construction 
business is generally known to contractors, outside dealers, and others, to be part 
of the “Safeway” operations. 

Two divisions of plaintiff’s business are concerned with such construction ac- 
tivity, one of which is operated under the name of “Bramwell Construction Com- 
pany, Division of Safeway Stores, Incorporated,” and the other under the name 
of ‘Preston Construction Company, Division of Safeway Stores, Incorporated.” 

The evidence further shows that defendant, on or about March 13, 1946, in- 
corporated under the name of Safeway Construction Co., Inc., and is a California 
corporation engaged in building and selling homes in the vicinity of Los Angeles. 
That plaintiff, soon after hearing of defendant’s use of said name “Safeway,” on 
or about March 25, 1946, requested of defendant that it discontinue use of the name 
“Safeway” in connection with its said business, and this the defendant has refused 
to do. 

It appears to us from the evidence that the name “Safeway” has become gen- 
erally known, at least in California, to refer to plaintiff and its stores and related 
activities and has acquired such a secondary meaning as to become associated by 
the public generally with plaintiff and its business; that plaintiff and its business 
are well and favorably known to the public and plaintiff has built up an extremely 
valuable good will for itself and its business and the name “Safeway” with the gen- 
eral public. 

That there has been proven that some confusion has been occasioned the public 
as regards to the businesses of plaintiff and defendant, by reason of the use by de- 
fendant of the word “Safeway” in its name, and that there is a liklihood that the 
continued use of the name “Safeway” by the defendant will or might result in fur- 
ther confusing and deceiving plaintiff’s customers and the general public, and that 
many of the public might reasonably conclude that defendant’s business is in some 
way connected with that of plaintiff, to the irreparable damage of plaintiff. 

It appears to us that an injunction should be granted, restraining defendant 
from using the name “Safeway” in the conduct of its said business, as prayed for 
in plaintiff's complaint. It is ordered that plaintiff prepare findings and judgment 
in accordance with memorandum of conclusions this day filed herein. 


Findings of Fact 


I. The court finds that plaintiff is a corporation, organized under and existing 
by virtue of the laws of the State of Maryland and is a citizen of said state; that 
defendant is a corporation, organized under and existing by virtue of the laws of 
the State of California and is a citizen of said state; and that defendant has its 
principal office for the transaction of business in the County of Los Angeles in said 
State of California. 
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II. The court finds that the matter in controversy is the value of plaintiff’s 
name, and that such value exceeds the sum of $3,000, exclusive of interest and costs. 
III. The court finds that: 


1. Beginning with the year 1926 plaintiff or its predecessor subsidiaries have 
continuously operated a chain of grocery stores in Los Angeles and vicinity under 
the name “Safeway” or “Safeway Stores.” The business has grown to such an 
extent that plaintiff, either directly or through subsidiaries, now owns and operates 
approximately 2450 stores located in nineteen of the western states, four of the 
eastern states and five provinces of Canada. Plaintiff conducts seasonal or year- 
round buying operations in fourteen additional states. Plaintiff at all times since 
1926 has had over 200 stores in the vicinity of Los Angeles operating under the 
name “Safeway” or “Safeway Stores,” as the case may be. There are at present 
307 stores in Los Angeles and its environs on which one or the other of these names 
is used. 

2. The net sales of plaintiff’s business in 1945 amounted to over $600,000,000. 
Plaintiff expends approximately $4,000,000 per year for advertising in various 
media. Substantially all of such advertising makes use of the word “Safeway,” 
and as a rule the word “Safeway” alone is used therein. In addition to retail stores, 
plaintiff owns and operates other facilities such as administrative offices, warehouses, 
and manufacturing and processing plants of various kinds. 

3. In the retail store operation and in advertising the word “Safeway” is: gen- 
erally used alone. The standard sign on the exterior of the stores is the word “‘Safe- 
way” in red letters against a yellow background. In some of the older stores the 
sign is “Safeway Stores. Distribution without Waste.” 

4. Two divisions of plaintiff’s business are concerned with construction ac- 
tivity. One of these operates under the name of Bramwell Construction Company, 
Division of Safeway Stores, Incorporated. Its business is to build, remodel and 
otherwise improve the Safeway retail stores, and to keep such stores and their 
equipment in repair. 

5. Another division, which operates under the name of Preston Construction 
Company, Division of Safety Stores, Incorporated, does the construction work for 
all the Safeway buildings other than the retail outlets, such as office buildings, ware- 
houses and manufacturing and processing plants. Such division is also responsible 
for the maintenance, remodelling and repair of these facilities. It purchases, in- 
stalls and maintains the equipment and machinery used in such buildings except 
retail stores. 

6. Aside from some maintenance operations which they do directly, it is the 
practice of these divisions to let contracts to local contractors for construction work, 
which is done under the supervision of the divisions. 

7. In contracts and on all stationary, business cards and telephones listing, and 
in all public contacts, the phrase “Division of Safeway Stores, Incorporated” fol- 
lows the name. Plaintiff’s construction business is generally known to contractors, 
outside dealers and others to be a part of the Safeway operations. 
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8. The overall expenditures of plaintiff for construction, equipment and main- 
tenance in the year 1945 amounted to approximately $2,500,000. 

IV. The court finds that the name “Safeway” has become generally known to 
refer to plaintiff and its stores and related activities and has acquired such a sec- 
ondary meaning as to become associated by the public generally with plaintiff and 
its business ; that plaintiff and its business are well and favorably known to the pub- 
lic and plaintiff has built up an extremely valuable good will for itself and its busi- 
ness and the name “Safeway” with the general public. 

V. The court finds that defendant, on or about March 13, 1946, incorporated 
under the name of Safeway Construction Co., Inc., and engaged in the business of 
building and selling homes in the vicinity of Los Angeles; that it is now engaged 
in such business ; and that plaintiff, soon after hearing of the use of the name “‘Safe- 
way” on or about March 25, 1946, requested the defendant to discontinue the use 
of the name “Safeway” in connection with its said business and that the defendant 
refused to do so. 

VI. The court finds that the organizers of the defendant corporation, when 
they selected its name and at all times thereafter, were well aware of the fact that 
plaintiff was operating and had for many years conducted extensive operations in 
Los Angeles and vicinity under the name “Safeway ;” that no reason was given by 
defendant for selecting the name “Safeway,” except that its organizers had difficulty 
in finding a name which would be passed by the Secretary of State. 

VII. The court finds that some confusion has been caused the public as re- 
gards the businesses of plaintiff and defendant by reason of the use by defendant of 
the word “Safeway” in its name and that there is a likelihood that the continued 
use of the name “Safeway” by the defendant will or might result in further con- 
fusing and deceiving plaintiff’s customers and the general public; and that many 
of the public might reasonably conclude that defendant’s business is in some way 
connected with that of plaintiff, or sponsored by plaintiff. 

VIII. The court finds that the continued use by defendant of the name “Safe- 
way” will cause a loss in distinctiveness of said name, thus decreasing the value 
thereof, to plaintiff's damage ; that plaintiff will or may be further damaged through 
being subjected to the risk of injury to its reputation in the event that any activities 
of defendant should bring the name “Safeway” into disrepute; and that none of 
such damage is capable of being readily measured and is irreparable. 

IX. The court finds that the defendant, by December 18, 1947, will be able to 
change its name without serious inconvenience to the conduct of its business. 


Conclusions of Law 
As conclusions of law from the foregoing facts, the court finds: 


I, That an injunction should be granted restraining the defendant, its officers, 
agents and employees, from using the word “Safeway” as its corporate name or part 
thereof, or as a trade-name or part thereof in the conduct of its business. 

II. That said injunction should be stayed and not take effect until December 18, 
1947, upon which date said injunction should take effect and should be permanent. 
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Judgment Enjoining Use By Defendant of Name “Safeway” 


It is ordered, adjudged and decreed that the defendant, its officers, agents and 
employees, be, and each of them is hereby, enjoined from using the word “‘Safeway”’ 
as the corporate name of the defendant or as a part thereof, or as a trade-name or 
part thereof in the conduct of the business of the defendant. 

This judgment shall be stayed until December 18, 1947, upon which date the in- 
junction shall take effect and shall be permanent. 


CREAMETTE COMPANY v. MINNESOTA MACARONI COMPANY 
No. 951—U. S. D. C. D. Minn.—September 30, 1947 


INFRINGEMENT—DEFENSES—LACHES 
Facts held insufficient to support defense of laches where evidence showed defendant’s in- 
fringing use began four years prior to suit but extensive use and advertising by defendant 
began only a few months prior to notice and suit. 
TRADE-MARKS AND UNFAIR COMPETITION—INFRINGEMENT—PARTICULAR INSTANCES 
“Quickettes,” with picture of girl’s head, held confusingly similar to “Creamettes,” with 
picture of girl’s head, used on similar goods. 
Defendant’s manner of use of term “Quickettes,” with picture of girl, on quick-cooking 
macaroni and method of displaying marks held unfair competition. 


Trade-mark infringement and unfair competition suit by Creamette Company 


against Minnesota Macaroni Company. Judgment for plaintiff. 


Frank A. Whiteley, Minneapolis, Minn., for plaintiff. 
Oppenheimer, Hodgson, Brown, Donnelly & Baer, St. Paul, Minn., for defendant. 


BELL, D. J.: 
Findings of Fact 


1. The Creamette Company, plaintiff, is a corporation duly organized and exist- 
ing under the laws of the state of Minnesota and has its principal place of business 
at Minneapolis. The Creamette Company is a successor to Mother’s Macaroni 
Company and on or about September 8, 1917, took over the business of Mother’s 
Macaroni Company and thereafter conducted that business, and then became and 
now is the owner of all trade-marks employed in the business thereafter conducted 
by Mother’s Macaroni Company, and became and now is the owner of the good 
will of the business done in the use of said trade-marks and each and all of them. 

2. The Minnesota Macaroni Company, defendant, is a corporation duly organ- 
ized and existing under the laws of the state of Minnesota and has its principal place 
of business at St. Paul. 

3. Plaintiff and defendant both are engaged in the business of manufacturing 
and selling macaroni products. These products are sold and distributed by each of 
them in the cities of Minneapolis and St. Paul, and surrounding trade territory, and 
plaintiff and defendant are active and direct competitors in the sale of macaroni 
products in said territory. Each of the parties has been conducting such business 
in such territory since prior to 1910. 





38 T.-M.R. CREAMETTE CO. v. MINN. MACARONI CO. 203 


4. Sometime in the summer of 1912 plaintiff’s predecessor, Mother’s Macaroni 
Company, developed and prepared to market what it regarded as a new type of 
macaroni, to wit, a short cut or elbow macaroni formed with very thin walls, which, 
because of said thin walls, would cook in much less time than had been true of 
earlier macaroni, and the evidence shows that such thin-walled quick-cooking 
macaroni was the first such quick-cooking macaroni which came on the market. 

5. The president of Mother’s Macaroni Company, Mr. James T. Williams, in 
searching for a trade-mark to employ on the new quick-cooking macaroni product, 
coined the word “Creamettes,” and on or about the 15th of August, 1912, Mother’s 
Macaroni Company began marketing said new type of macaroni in cartons bearing 
thereon as its trade-mark the word “Creamettes,” and it then began advertising and 
pushing it as quick-cooking macaroni. 

6. The trade-mark “Creamettes” was applied by Mother’s Macaroni Company 
directly to the cartons in which the product was sold. It was always printed in a 
straight line, with a capital C and the remainder of the word small letters, and the 
two t’s were crossed by a single bar. This trade-mark, so printed, appeared on the 
front face of the package and also on the sides and ends. 

7. Soon after the trade-mark Creamettes was adopted, on or about January 1, 
1913, Mother’s Macaroni Company adopted as a trade-mark to be associated with 
the trade-mark Creamettes the representation of the head and hands of a girl wear- 
ing a cook’s cap, the hands holding a package of Creamettes, and associated this 
head of a girl with the word “Creamettes” by placing it in line with and to the left 
of the word “Creamettes,” as it appears upon the carton labels. The evidence 
shows, in an advertisement appearing in the Twin City Commercial Bulletin, that 
Mother’s Macaroni Company began advertising the head of the girl in conjunction 
with the trade-mark of “Creamettes” at least as early as March 15, 1913. 

8. On October 17, 1912, Mother’s Macaroni Company made application in the 
United States Patent Office for registration of its trade-mark “Creamettes” for 
macaroni, and on April 1, 1913, registration 90,907 of the word “Creamettes” for 
macaroni was issued to Mother’s Macaroni Company. Said registration was duly 
transferred to the Creamette Company when it took over the business of Mother’s 
Macaroni Company, and has been renewed in the name of the Creamette Company. 

9. On the 10th day of July, 1916, Mother’s Macaroni Company made appli- 
cation in the United States Patent Office for registration of the girl’s head with 
hands holding a package of macaroni for macaroni, and on March 27, 1917, the 
said trade-mark was registered as registration No. 115,988, and that registration 
sets forth that, “The trade-mark has been continuously used in the business of 
said corporation since about January 1, 1913,” and said trade-mark became the 
property of the Creamette Company, but has not been renewed. 

10. On or about March 9, 1926, plaintiff adopted and used upon cartons of 
“Creamettes” a representation of a somewhat different form of a head of a girl 
which did not have hands holding a package of macaroni, for macaroni, and sub- 
stituted this new head of a girl upon its cartons in the same position in line with 
and at the left of the word “‘Creamettes” for the head of a girl of registration No. 
115,988, which it then discontinued using. On April 16, 1926, before registration 
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No. 115,988 had expired, plaintiff applied in the United States Patent Office for 
registration of the later girl’s head and on August 16, 1916, said trade-mark was 
registered as No. 216,574. 

11. The new head of a girl of registration No. 216,574 differs from the head 
of the girl of registration No. 115,988 in that it employs dark hair about and across 
the forehead and against the face of the girl, has the combination of a bonnet and 
a bow at the top to set off the face, said bow being colored red and associated with 
yellow and a dark green background, together with the showing of a slender curved 
neck all of which none of the other trade-marks did have. 

12. Since January 1, 1913, to the present time, plaintiff and its predecessor, 
Mother’s Macaroni Company, has always associated with the word ‘‘Creamettes” 
on its labels by printing it in a line at the left of said word, the head of a girl, first 
the head of registration No. 115,988 and later the head of registration No. 216,574, 
and the evidence shows that such an association of a trade-mark word and a trade- 
mark representation of the head of a girl was first made by plaintiff's predecessor, 
Mother’s Macaroni Company, and has always been present on cartons in which the 
new type of quick-cooking macaroni has been marketed by plaintiff. 

13. Beginning immediately after the adoption of the trade-mark “Creamettes”’ 
and the development of the new thin-walled quick-cooking elbow macaroni, said 
new product was placed on the market by Mother’s Macaroni Company bearing the 
trade-mark ‘‘Creamettes,” and after January 1, 1913, with the trade-mark of the 
first girl’s head. From that time until the present time, the said thin-walled quick- 
cooking elbow macaroni has been sold by plaintiff’s predecessor and by plaintiff 
under the trade-mark “Creamettes” in enormous quantities throughout the United 
States and in foreign countries. Always in all these sales since about January 1, 
1913, the trade-mark “‘Creamettes” has been associated with the representation of 
the head of a girl in line with and to the left of the trade-mark “Creamettes.”’ For 
a period to about March 9, 1926, it was first, the girl of Registration No. 115,988, 
and after that time it was the girl’s head of Registration No. 216,574. A good will 
in said trade-marks severally and in combination of very great value has resulted 
from said widespread and very large use and sales. 

14. Prior to September 30, 1913, defendant was employing the trade-mark 
“Minnesota” on its macaroni, and on or about that date it began to use on its pack- 
ages of macaroni the representation of a girl showing hands and arms holding a 
package of macaroni; on December 13, 1913, it made application in the United 
States Patent Office to register the said representation of a girl as its trade-mark 
for macaroni, spaghetti, vermicelli, egg noodles, and farina; on June 30, 1914, the 
said trade-mark was duly registered as No. 97994. In the Certificate of Registra- 
tion it is stated that “The trade-mark has been continuously used in its business 
since September 30, 1913.” Defendant did not otherwise fix the date of first use 
of said trade-mark. 

15. Defendant’s principal trade-mark for many years for various macaroni 
products was the word “Minnesota,” which it continued to use to a time somewhere 
in the period 1941-1945. The first elbow macaroni sold by defendant was labeled 
““Minnesota,” and, at a date which defendant did not fix, it began selling thin-walled 
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quick-cooking elbow macaroni under the trade-mark ““Amberolls.” Later the trade- 
mark “Amberolls” was discontinued and “Jenny Lee’s Quickies’ was used in place 
thereof, and still later the trade-mark ‘‘Quickettes” was employed for what de- 
fendant designated on its labels as quick-cooking elbow spaghetti. 

16. On April 10, 1939, defendant filed application in the United States Patent 
Office to register the word “‘Quickettes” as a trade-mark, and on December 5, 1939, 
the said “Quickettes” was registered as No. 373,305. 

17. With the term “Quickettes,” defendant employed the picture of the head 
of a girl. This head of a girl is different from and distinctive over the girl shown 
in Registration No. 97,994, and is positioned in a different place on the label to wit, 
in line with and to the left of the trade-mark “Quickettes. It differs in the par- 
ticulars in that one has a bonnet and the other has not. One is holding a package 
of macaroni, and the other is not. One shows her arms, hands and wrist, and the 
other does not. One has the hair set to frame the face, and the other does not. One 
has a slender curving neck, and the other does not. 

18. All the differences between the picture of defendant’s Registration No. 
97,994 and that of the girl’s head used in association with the trade-mark “Quick- 
ettes” have the same resemblance to the girl’s head employed by plaintiff of Reg- 
istration No. 216,574. That girl’s head has a bonnet, is not holding a package of 
macaroni, does not show arms, hands and wrists, has the face framed in dark set 
: hair, and shows a curved neck. 
19. The product which defendant sold as ““Quickettes” is designated as quick- 
cooking elbow spaghetti. This product is tubular, thin-walled and quick-cooking. 
It is larger in diameter than what is ordinarily marketed as spaghetti and is equiva- 
lent to a small-sized macaroni. It is used in the same way as the thin-walled quick- 
cooking macaroni and in use serves the same purpose. The term “Quickettes,” as 
employed upon defendant’s packages, is a ten-letter word spelled with a capital Q, 
and the other nine letters are small letters with the double t’s crossed by a single 
long bar. As it appears on the labels, the picture of the girl is in line with and to 
the left of the word “Quickettes.” As originally used, defendant’s head of a girl 
had a bonnet which was largely colored red, mounted in a medallion of a dark green 
color, and this medallion was positioned to cut into the capital letter Q. 
é 20. The evidence shows that defendant was offering “Quickettes” for sale in 
q a very limited way some time in 1941, that they did not list it in their price list of 
May 5, 1941, that they made some sales to the Red Owl Company from April to 
: December of 1943, and that in the latter part of the summer and the fall of 1945 
f they began extensively advertising and pushing “Quickettes.” They erected ninety 
: billboards in and about the Twin Cities advertising “Quickies” and “Quickettes,” 
with the representation of these trade-marks on the billboards and without any 
name of the manufacturer. Soon after this advertising compaign was begun, on 
r| September 2, 1945, plaintiff notified defendant of its charge that ‘“Quickettes” is 
i an infringement of its registered trade-mark. Upon the refusal of defendant to 
: recognize or respect the plaintiff’s claimed rights, early in October, 1945, this suit 
: was filed. 
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21. The evidence, as above outlined, does not establish facts sufficient to sup- 
port the defense of laches. 

22. The trade-mark term ‘“Quickettes,” as defendant has used the same upon 
its packages in the sale of its thin-walled quick-cooking elbow macaroni, is not suff- 
ciently distinctive over plaintiff’s trade-mark “Creamettes” used in the same way 
to avoid liability of confusion, and hence use of the said trade-mark word “Quick- 
ettes” by defendant on its labels is an infringement of plaintiff’s registered trade- 
mark No. 90,907. 

23. Defendant’s head of a girl positioned in line with and to the left of the 
trade-mark term “Quickettes” is not sufficiently distinctive over the girl’s head 
of the plaintiff similarly positioned not to be liable to cause confusion, and such 
use of the head of a girl employed by defendant is an infringement of trade-mark 
registration No. 216,574. 

24. The manner of use of defendant’s term ‘“Quickettes” upon substantially 
the same product as that upon which plaintiff uses its trade-mark “Creamettes,” 
to wit, a thin-walled quick-cooking macaroni product, wherein the word “Quick- 
ettes” is a ten-letter word, as is the word “Creamettes,” is printed with its first let- 
ter a capital and the remaining letters of the word in small letters, and has the two 
t’s crossed by a single bar, all as is done by plaintiff with its trade-mark ‘“Cream- 
ettes,” and which has a girl’s head like plaintiff’s positioned in line with and to the 
left of the word “Quickettes,” as is true of plaintiff's trade-mark assembly, com- 
bines a set of similarities which lead to the conclusion that it was defendant’s inten- 


, 


tion to approach as closely as possible the plaintiffs trade-mark assembly and can- 
not be held not to be liable to cause confusion, and constitutes in its entirety unfair 
competition with plaintiff. 


Conclusions of Law 


1. Plaintiff is owner of trade-mark registration No. 90,907, registered April 1, 
1913, and renewed, and is the owner of the trade-mark “Creamettes’’ registered 
thereby for macaroni, and is the owner of the good will of the business in which 
said trade-mark is used and of all rights therein and thereto. 

2. Said trade-mark “Creamettes” is a good and valid trade-mark and the regis- 
tration thereof is good and valid and is now and since the date of its registration has 
been in full force and effect. 

3. Plaintiff is owner of trade-mark registration No. 216,574, registered August 
17, 1926, and renewed, and is owner of the trade-mark comprising the representa- 
tion of a girl’s head registered thereby for macaroni, and is owner of the good will 
of the business in which said trade-mark is used and of all rights therein and thereto. 

4. Said trade-mark representation of the head of a girl is a good and valid 
trade-mark and the registration thereof is good and valid and is now and since the 
date of its registration has been in full force and effect. 

5. Defendant, in its use of the term “Quickettes” and the head of a girl posi- 
tioned in line with and to the left of the word “Quickettes,” has infringed the said 
trade-marks and each thereof and has been guilty of unfair competition with 
plaintiff. 
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6. Plaintiff is entitled to judgment for an injunction against the defendant, 
Minnesota Macaroni Company, its officers, employees, attorneys and agents, to en- 
join it from infringing said trade-marks and each thereof and from unfair com- 
petition with plaintiff, but not for an allowance of profits and damages and an ac- 
counting, and for costs to be taxed by the clerk. 

Let judgment be entered accordingly. 


RKO RADIO PICTURES, INC. v. TIME, INC. 
No. 23-378—U. S. D. C. S. D. N. Y.—December 11, 1943 


CouRTS—PRELIMINARY INJUNCTION—BALANCE OF CONVENIENCE 

Considering comparative investments of parties, comparing damage which would result 
to plaintiff from defendant’s acts and the difficulty, if not impossibility, of measuring plain- 
tiff’s damage, with relatively slight damage which might result to defendant if appellate court 
should hold injunction wrongfully issued, and weighing plaintiff’s exclusive contract rights 
and defendant’s knowledge thereof against defendant’s questionable privilege or interest, held 
that the balance of convenience favors granting preliminary injunction to plaintiff. 

UNFAIR COMPETITION—SCOPE OF INJUNCTIVE RELIEF—GENERAL 

Defendant with knowledge of plaintiff’s contract for exclusive services of unique per- 
former, conceded to be not replaceable, enjoined pendente lite from showing Frank Sinatra 
and reproducing his voice in “March of Time” film and sound track. 

Motion picture of entertainment for service personnel given under the auspices of Navy 
Department held not a reproduction of an event open to the public, and defendant, an inter- 
loper as far as plaintiff is concerned, will not be permitted to compete with plaintiff’s exercise 
of legitimate contract right to the exclusive exploitation of the performer’s talents. 


Unfair competition suit by RKO Radio Pictures, Inc., against Time, Inc. 
Plaintiff’s motion for preliminary injunction granted. 


Donovan, Leisure, Newton & Lumbard (George S. Leisure, P. R. Irvine, James 
V. Hayes and Lloyd MacMahon, of counsel) for plaintiff. 

Cravath, de Gersdorff, Swaine & Wood (William D. Whitney, John F. Harding 
and Llewellyn D. Simpson, of counsel) for defendant. 


Knox, D. J.: 


In this case, wherein plaintiff seeks to restrain defendant from showing Frank 
Sinatra, and reproducing his voice in a forthcoming release of a March of Time 
film and sound track, to be known as U. S. Music and the War, and in which 
Sinatra sings a song that was gratuitously rendered at a “Waves” entertain- 
ment, held under the auspices of the United States Navy, upon November 15, 1943, 
the balance of convenience is distinctly in favor of the plaintiff, and for these 
reasons : 


(1) Upon or about holiday week of this year, plaintiff will release a Class “A” 
sound feature moving picture film, in which Sinatra, supported by a number of 
well-known actors and singers, will be starred, within the past three years, Sinatra 
has become a radio sensation. While, upon three occasions, he has publicly appeared 
in moving pictures, his reputation as an entertainer, up to the present time, has 
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been confined, for the most part, to persons who listen to his songs as they are 
carried over radio net works. Plaintiff, believing that he has the capacity to be- 
come a popular moving picture personage, engaged his services, and is about to 
show him in a film that has cost something like $685,000. In the exploitation of 
this production, which is to be called “Higher and Higher,” plaintiff expects to 
spend at least $100,000 and perhaps $200,000. It is anticipated—or at least hoped— 
by plaintiff’s president, that the picture will gross more than $2,000,000. 

(2) Defendant’s investment in Sinatra, in comparison with that of plaintiff, 
is insignificent. It consists merely in the cost of sending its equipment and em- 
ployees to Hunter College, located in the Borough of the Bronx, in New York City, 
and there picturing Sinatra, and recording and thereafter reproducing his voice, as 
he sang one musical selection to the “Waves.” Defendant provided no props, 
constructed no sets, hired no supporting cast, and, contrary to what plaintiff has 
done most liberally, has not paid, and never will pay Sinatra or the plaintiff any 
compensation for the film in question. And yet, as matters stand, it has in its pos- 
session a sound film that is of great potential value to itself. 

(3) This film, if released, as presently contemplated, will be about coincident 
with the release of “Higher and Higher” and conceivably, will compete actively and 
keenly with the production of plaintiff. 

(4) Should defendant’s film be released, I am entirely certain that such com- 
petition would come about, and the plaintiff would suffer damage that it would be 
difficult, if not impossible, to determine. In any event, it would be large. If, on 
the other hand, should defendant be wrongfully restrained from showing Sinatra in 
its next release of a “March of Time” program, its damage would be relatively 
slight, and with little effort, readily ascertainable. If it be that defendant is law- 
fully entitled to show the Sinatra sound film now in its possession, and an appellate 
court should so hold, the film can be exhibited early in 1944, with comparatively 
little loss to defendant, either in the way or money or timeliness of subject matter. 

(5) Plaintiff, under its contract with Sinatra, has the undoubted right to ex- 
ploit his abilities and popularity, and to do so to the fullest extent possible. As 
against this right, defendant’s privilege, if any, to capitalize upon a patriotic ges- 
ture of Sinatra, is exceedingly questionable. 

These considerations, in and of themselves, are enough, in my opinion, to war- 
rant the relief now asked by plaintiff. 

But, laying aside all these considerations, and having in mind nothing but the 
merits of the dispute between the parties, I am convinced that both justice and 
equity require that the plaintiff should prevail. 

Defendant was well aware of the exclusive nature of the agreement between 
plaintiff and Sinatra, and that plaintiff, alone, is entitled to the services of Sinatra, 
in his motion picture productions. As between plaintiff and Sinatra, the latter’s 
services are regarded as being of “a special, unique, extraordinary and intellectual 
character, which gives them a peculiar value, the loss of which cannot be reason- 
ably or adequately compensated in damages in an action at law.” In addition, de- 
fendant concedes that Sinatra’s services are unreplaceable. 
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Defendant, a commendably alert organization, and one that is altogether appre- 
ciative of the value of subject matter that will add attractiveness and interest to its 
periodical programs, completely sensed the drawing power of an appearance upon 
its program of a person having the popular appeal of Sinatra. Some time ago he 
appeared in a program called the “Hit Parade,” and defendant wished to reproduce 
him in the role that he then played. Its request for permission to do so was re- 
fused. Nevertheless, when defendant learned that Sinatra was billed to sing at a 
concert at the WAVES training station on November 15, 1943, it took steps to pro- 
cure the consent of the Navy Department to picture Sinatra, and reproduce his 
voice as he sang his musical selection of the evening. Such consent, being given, 
defendant sent its sound and photographic equipment, together with its employees, 
to Hunter College to picture Sinatra as he sang, and to record his voice. And this 
was done. There is evidence in the record to the effect that defendant’s employees, 
upon this occasion, were informed that, even though Sinatra’s presence and exhibi- 
tion of his talent were then recorded, the film upon which the record was made, 
should not be publicly exhibited unless a “clearance” therefor was procured from 
plaintiff. Furthermore, such picture and sound effects as might be reproduced, 
were to be viewed and approved by Sinatra, before being exhibited. As to what 
was said and done, immediately prior to Sinatra’s appearance before the WAVES, 
there is some dispute, but as I view the situation, the merits of this issue of veracity 
need not be decided. It is enough to say that, following the rendition of Sinatra’s 
contribution to the entertainment in which he participated, defendant sought to have 
him sign a consent for the public exhibition of the film that defendant had taken. 
Sinatra, youthful though he be, was apprehensive of what might thereupon ensue, 
and refused the request made upon him. Two days later, in company with a repre- 
sentative of one of the corporations with which he does business, Sinatra called at 
an office of defendant and saw and listened to the film that had recorded his ap- 
pearance and performance at Hunter College. So far as the technique of the re- 
production was concerned, he voiced no objection, but, when a ranking officer of 
defendant presented him with a consent to the public exhibition of his picture and 
voice, and asked him to accompany it with a declaration that his attorney had ad- 
vised him that, in the public exhibition of such film, he would not be acting in 
contravention of his covenants to plaintiff, Sinatra declined to sign the paper. There- 
after, his attorney gave defendant formal notice that no such consent would be 
forthcoming. Defendant, however, having taken advice of counsel, and believing, 
apparently, that as a disseminator of news of interest to the public, it is entitled to 
present Sinatra’s appearance before the WAVES to the patrons of the moving 
picture theatres to which it may license its product, is prepared and anxious to dis- 
tribute the film to its customers. 

This, upon the showing made before me, should not be permitted. Assuming, 
for present purposes, that defendant’s film has some of the characteristics of a 
news reel, the proposed exhibition of Sinatra’s appearance before the WAVES 
upon November 15, 1943, cannot properly be classified as a reproduction of an 
event that was open to the public. The persons who saw and heard Sinatra upon 
that occasion, with the exception of a limited number of moving picture and sound 
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recording technicians, were women in the service of the Navy of the United States. 
The general public was not invited to attend the performance. In compliance with 
the Navy’s request, and as a patriotic gesture, Sinatra agreed to contribute to the 
enjoyment of the service women in attendance. For this he should be commended, 
and neither he nor his employer should be penalized. And penalized they will be, 
if defendant, an interloper, so far as plaintiff is concerned, in a restricted and semi- 
private assembly, shall be permitted to compete with the legitimate exploitation of 
Sinatra’s talents, and thus lessen and divert revenues that, under his contract with 
plaintiff, would normally accrue to its benefit. 

With due appreciation of all the law that bears upon the subject matter here 
involved, and to some of which it has been my privilege to contribute, I am con- 
strained to say that defendant cannot interfere, as it wishes to do, with the con- 
tractual rights of the plaintiff. 

The matter, in sum, is this—an American citizen, possessed of talents and a 
reputation that qualify him as an entertainer of exceptional merit, was asked by 
authorized representatives of his government to contribute to the war effort in 
which all loyal citizens are now engaged. That person, under contract to confine 
his moving picture services to a company that pays him handsomely so to do, was 
patriotically willing to comply with the request of his government. He did so at a 
meeting to which the public was not invited, and from which it probably would 
have been excluded. For what he did, the plaintiff, to which Sinatra is under con- 
tract, offered no objection. It, along with Sinatra, commendably wished to co- 
operate with the government. For Sinatra’s contribution—which, had it been pub- 
licly given, would have had a large monetary value—neither Sinatra nor the plain- 
tiff can, or will, receive a nickel. Defendant, nevertheless, contends that what 
Sinatra did at Hunter College was in the public domain, and upon the theory that 
defendant, being a news-gathering organization, it is, therefore, entitled—not only 
to capitalize Sinatra’s patriotism, but can also, through competition, benefit itself 
and bring financial harm to the corporation that employs him. So far as I am 
concerned, this contention has fallen upon ears that are deaf. 

In this connection, I wish merely to make a brief observation. Artistic talent, 
although not a commodity such as wheat or steel, is something that has definite 
value, and is something, also, that can be, and is, daily bought and sold. If an artist 
be willing, he can contribute his talent to the public generally, or restrict it to an 
exclusive and definitely limited group. In this latter instance, the immediate and 
intended recipients of the contribution should be the sole beneficiaries. The man 
who stands upon the roof of an adjoining building, or lurks in the shadows of the 
auditorium, or has a place upon the stage where such a performance takes place, 
with the knowledge and understanding that he is not to reproduce what is said or 
done without the consent of the parties in interest, acquires nothing that will en- 
able him to transmute the public-spirited impulses of generously-minded artists into 
money of his own. 

In carrying on the war effort, it is highly desirable that the services of outstand- 
ing characters and entertainers be at the beck and call of governmental agencies. 
Many artists, up to now, have responded to such calls, and have served the govern- 
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ment patriotically and well. They stand ready, I have no doubt, to do even more. 
But, if in serving the government, well-known entertainers, and persons with whom 
they are under exclusive contracts, are to be prejudiced and subjected to the com- 
mercial competition, of organizations that, having neither toiled nor spun, can 
clothe themselves in the raiment of Solomon, at the partial expense of the artists 
. and their employers, we cannot, in the future, reasonably expect much, if anything, 
4 in the way of patriotic generosity from the lilies that bloom in the field of entertain- 
ment. 
Plaintiff, upon filing a bond in the sum of $25,000, may have the injunction it 
asks. 


THOMAS PATRICK, INC. v. KWK INVESTMENT COMPANY, Et AL. 
No. 40329—Mo. S. Ct. Div. 2—December 8, 1947 





SERVICE MARKS AND TRADE-NAMES—SCOPE OF PROTECTION—GENERAL 

Neither proof of actual confusion, actual damage, nor engagement in competitive busi- 

ness is required; if in fact there is reasonable likelihood of confusion as to source, such 
threat of injury is sufficient to sustain injunctive relief. 

Plaintiff, operating radio broadcasting station, has protectible interest in call letters as- 
signed to it by F. C. C. 

UNFAIR COMPETITION—CoRPORATE N AMES—GENERAL 

There is a distinction between the right of an individual to use his name in his personal 
business and the right to use individual initials in a corporate name. 

Since defendants offer no excuse for use of the letters “KWK,” in corporate name, except 
that they comprise the first letters in surnames of incorporators; and since they have neither 
advertised nor used the name extensively it will be relatively simple to change name of de- 
fendants’ corporation to give plaintiff relief to which it is entitled. 

SERVICE MARKS AND TRADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

= Plaintiff corporation, operator of radio station which has become known as “Radio Sta- 
tion KWK,” held entitled to enjoin defendants’ use of letters “KWK” in their corporate 
name and business of operating hotels and apartments and conducting general real estate 
business. 
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Unfair competition suit by Thomas Patrick, Inc., against KWK_ Investment 
Company, Carl Weber, Edward Kranzberg, and Julius Krachmainick. Plaintiff 
appeals from dismissal of complaint. Reversed. 


Paul D. Clerk, St. Louis, Mo., and Richard A. Austin for plaintiff. 
No appearance for defendants. 










Sado by 


Barrett, C.: 


Since 1927 the plaintiff and its predecessor have operated a radio broadcasting 
station from the Chase Hotel in St. Louis under the call letters KWK and the sta- 
tion has become known as “Radio Station KWK.” In January, 1946, the “KWK 
Investment Company” was incorporated under the laws of Missouri. The pur- 
pose of the corporation, as expressed in its charter, is to engage in the general real 
estate business and to operate hotel and apartment properties. The corporation now 
owns and operates the “Timberly Hotel” in St. Louis. In this action the plaintiff 
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sought, unsuccessfully, to enjoin the defendant corporation and its three incor- 
porators from using the letters “K WK” in its corporate name and business. 

Upon this appeal the defendants, who prevailed in the trial court, have failed 
to file a brief or make an appearance. In consequence we have no way of knowing 
what the defendants’ theory is. The petition consists of twenty-one numbered 
paragraphs and the answer admits, by their numbers, the allegations of certain of 
the paragraphs and generally denies the allegations of other numbered paragraphs. 
The case was submitted to the trial court upon a “Stipulation of Facts” consisting of 
twenty-two numbered paragraphs. The result is that the issues in this case were 
not clearly and precisely formulated or developed. Annotation 148 A. L. R., 1. c. 35. 

The trial court was of the view that the good will of the plaintiff had not been 
impaired or damaged, and would not in the future suffer injury, by reason of the 
defendants’ use of the name “KWK Investment Company.” The court was of 
the view that the defendants’ use of the letters KWK in its corporate name was 
not confusing to the public and did not mislead or tend to mislead the public into 
believing that the plaintiff was the source of the sponsor of or in any way asso- 
ciated with or connected with the business of the defendants and therefore denied 
injunctive relief. 

As a preliminary it should be noted that it is not a necessary prerequisite to re- 
lief in cases of this nature that someone, in point of fact, has been deceived (Liggett 
& Myers Tobacco Co. v. Sam. Reid Tobacco Co., 104 Mo. 53, 60, 15 S. W. 843, 
844) or that the plaintiff, in point of fact, has sustained an actual loss of business, 
injury to good will or damages. Standard Oil Co. of New Mexico v. Standard Oil 
of California, 56 F. 2d 973 [22 T.-M. R. 363]. It is no longer necessary that the 
parties be engaged in competitive businesses (Vogue Co. v. Thompson-Hudson Co., 
300 F. 509) or that an actual diversion of business be shown. Great Atlantic & 
Pacific Tea Co. v. A. & P. Radio Stores, 20 F. Supp. 703, 704 [27 T.-M. R. 783]. 
At least in some spheres of activity, nowadays, a plaintiff’s trade-name is entitled to 
protection against a subsequent user of the name if the designation complained of 
is so similar to the plaintiff’s trade-name that there is reasonable likelihood of con- 
fusion of source, such that prospective purchasers or clients are likely to regard 
the name as indicating the source identified by the name and consequently future 
injury to good will, reputation or business. 52 Am. Jur., Sec. 98, p. 577; Annota- 
tion 148 A. L. R., 1. c. 22-26, 66-76; 37 Col. L. R. 582. Such “Threatened future 
injury is sufficient basis for relief.’”” 2 Nims, Unfair Competition, Sec. 365. The 
issue is one of fact and each case presents a unique problem which must be deter- 
mined upon its particular facts and the weight of conflicting interests. 148 A. L. R., 
1. c. 26, 78; Emerson Electric Mfg. Co. v. Emerson Radio & P. Corp., 105 F. 2d 
908, 910 [29 T.-M. R. 514]. The instances in which names have been protected 
and the instances in which protection has been denied are collected in the annotations: 
148 A. L. R., 1. c. 81-90; 66 A. L. R. 948; 115 A. L. R. 1241. 

It was stipulated that the plaintiff’s daily broadcasts consist of commercial and 
sustaining programs, each program broadcast being preceded and followed by the 
announcement of its call letters, “KWkK.” The station is affiliated with the Mutual 
Broadcasting System over which some of its programs are broadcast and identified. 
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It was stipulated that the plaintiff had spent approximately $250,000 in advertis- 
ing Radio Station KWK and the call letters "K WK” which constitute the plaintiff’s 
trade-name. The individual defendants-incorporators, Edward Kranzberg, Carl 
Weber and Julius Krachmainick, stipulated that for more than twenty years they 
had owned radio receiving sets and were familiar with KWK and its programs. 
The letters “KWkK” in the name of the corporate defendant, KWK Investment 
Company, was derived by combining the surname initials of the individual de- 
fendants. The defendants have not as yet advertised their business under the cor- 
porate name and the name is not displayed upon its Timberly Hotel but “The de- 
fendants intend that the corporate defendant shall in the future engage in the busi- 
ness of buying and selling real estate and making loans thereon and operating 
hotels in the City of St. Louis.” In addition to the stipulations relating to the 
plaintiff's business in general, it was specifically stipulated that “Many sponsors 
advertise their products through the use of plaintiff’s radio broadcasting facilities, 
selling a large variety of property and services. Sponsors utilizing the broadcasting 
facilities of plaintiff for advertising purposes include persons, firms and corporations 
engaged in buying, selling, and dealing in real estate and in owning and operating 
hotels.” 

The call letters ““KWkK” were assigned to the plaintiff radio station by the Fed- 
eral Communications Commission. 47 U.S. C. A. Sec. 303(0) (p). Among other 
purposes they serve to identify the source of messages (Dill, Radio Law, p. 51) 
and, as stipulated, they constitute the station’s trade-name. 1 Nims, Unfair Com- 
petition, Sec. 198, p. 535. As of course the plaintiff has a protectible interest in the 
letters. Bamberger Broadcasting Service v. Orloff, 44 F. Supp. 904 [32 T.-M. R. 
276]. As to the defendants’ corporate name there is a distinction between the right 
of an individual to use his name in his personal business and the right to use indi- 
vidual initials in a corporate name. Great Atlantic & Pacific Tea Co. v. A. & P. 
Radio Stores, 20 F. Supp. |. c. 706 [27 T.-M. R. 783]. No other reason was given 
for the use of the letters “KWK” in the corporate name than that they comprise 
the incorporators’ surname initials. Since they have not advertised the name or 
used it extensively in their business, it will be a relatively simple matter to change 
it if its stipulated use is likely to result in confusion of source and impinge the 
plaintiff’s good will. Standard Oil Co. of New Mexico v. Standard Oil Co. of Cali- 
fornia, supra. 

It is suggested, in cases of this type, that perhaps radio broadcasting stations and 
magazines should have a status different from that of ordinary manufacturers or 
businesses because they advertise many things and thus acquire and have a char- 
acter independent of but embracing all their advertisers. Consider Hanson v. Tri- 
angle Publications, 163 F. 2d 74 [37 T.-M. R. 645] ; Vogue Co. v. Thompson-Hud- 
son Co., supra; Bamberger Broadcasting Service v. Orloff, supra and 2 Nims, Un- 
fair Competition, Sec. 279. But, regardless of the validity and soundness of differ- 
entiating radio stations and other activities, it is clear, under the stipulation in this 
case, that the plaintiff is entitled to relief even under the more conservative view of 
trade-name protection. 52 Am. Jur., Secs. 96-100, pp. 575-580; 3 Restatement, 
Torts, Secs. 711, 717, 728-732. The defendants are to engage in the general real 
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estate business and the operation of hotels “together with all normal and usual inci- 
dents thereto” in St. Louis. It was stipulated that “persons, firms and corporations 
engaged in buying, selling and dealing in real estate and in owning and operating 
hotels” advertise and sponsor programs over the plaintiff’s broadcasting station. It 
was agreed that many of the plaintiff’s sponsors “advertise in newspaper calling 
attention to the radio programs advertising their products over ‘KWK.’” In these 
circumstances, if the defendants pursue their contemplated course, there is not 
only the mere likelihood of future confusion of source and consequent injury to 
good will and reputation but there is also an element of competition of service and 
business and the designation used by the defendants in their business is “‘likely to 
be regarded by prospective purchasers as associated with the source identified by 
the . . . . trade-name.” Restatement, Torts, Sec. 730. It necessarily follows, 
even under the more conservative theories of trade-name protection, that the plain- 
tiff has established its right to relief. Vogue Co. v. Thompson-Hudson Co., supra; 
Mary Muffet, Inc. v. Smelansky, (Mo. App.) 158 S. W. 2d 168. In Bamberger 
Broadcasting Service v. Orloff, supra, it was held that the owner of radio station 
WOR was entitled to relief against the WOR Printing Company even though there 
was no competition of services or business on the ground that the plaintiff’s good 
will was likely to be endangered by the defendant’s use of the plaintiff’s good name. 
See also Hanson v. Triangle Publications, supra; Great Atlantic & Pacific Tea Co, 
v. A. & P. Radio Stores, supra, and the annotation 148 A. L. R., p. 12. 

Accordingly the judgment is reversed and the cause remanded for further pro- 
ceedings consistent with this opinion. 


WESTHUES, C., concurs. 
BouLING, C., concurs. 


Per CuriAM: The foregoing opinion by Barrett, C., is adopted as the opinion 
of the Court. 
All concur. 





38 T.-M. R. SEGAL v. STORCH 


SEGAL v. STORCH, ET AL. 
N. J. Chan. Ct-—December 1, 1947 


TRADE-MARKS AND TRADE-NAMES—ASSIGNMENT OR LICENSE—CONSTRUCTION 
Where plaintiff had purported to license use of trade-name to defendants, in another 
locality, while he continued in business and assigned trade-name in conjunction with good 
will of one of his stores when he discontinued business and defendants agreed not to use 
trade-name elsewhere without his consent, plaintiff’s subsequent conduct held to constitute 
waiver by or estoppel against plaintiff. 
From entire situation, held that intent of the parties was to give defendants rights in 
perpetuity. 
TRADE-MARKS AND TRADE-NAMES—SCOPE OF PROTECTION—GENERAL 
Trade-name is merely an element in the good will of a business, which cannot exist as a 
right in gross or as property disconnected from a business in which it is used. 
Trade-mark or trade-name is not like a patent which can be put to negative or merely 
prohibitive use. 
TRADE-MARKS AND TRADE-NAMES—ABANDONMENT—PARTICULAR INSTANCES 
Plaintiff held to have abandoned any rights to Anna Lee Hosiery Shop. 
Unfair competition suit by Clifford Segal against Anne Storch and William 


Storch. Dismissed. 


Samuel Rosenblatt, Newark, N. J., for plaintiff. 
Ruback & Albach and Meyer E. Ruback, both of Newark, N. J., for defendants. 


BIGELow, V C.: 


Clifford Segal prays an injunction to restrain Mr. and Mrs. Storch from trading 
under the name Anna Lee Hosiery Shop. 

In 1939, complainant and Anna Lee Hosiery, Inc., were jointly operating a num- 
ber of retail stores called Anna Lee Hosiery Shops. Mrs. Storch, who had been 
one of their employees and who, with her husband, was on friendly terms with 
Segal, decided to open a store of her own in Passiac. Segal encouraged her to do 
so and suggested that she operate as if hers were an Anna Lee Store. Mrs. Storch 
began business and has continued to the present time selling stockings and other 
articles of women’s clothing in Passiac, calling her store the Anna Lee Hosiery 
Shop. 

A year later, Segal and the corporation with which he was associated, decided 
to close all their stores, one at No. 671 Broad Street, Newark, another on Market 
Street, Newark, and a third in Brooklyn. Segal tried to find someone who would 
buy the trade-name but was unsuccessful until he got in touch with Mr. and Mrs. 
Storch. Brief negotiations resulted in their buying the right to use the name Anna 
Lee Hosiery Shop at No. 671 Broad Street. The agreement was put in the form 
of a memorandum signed by the Storches, setting forth: 

In consideration of the use of the name and good will of Anna Lee Hosiery at the store 
premises, 671 Broad Street, Newark, N. J., the undersigned, William and Ann Storch, 
herewith agree to pay to Clifford Segal the following amounts: The sum of $200.00 on 
December 31, 1940; and the sum of $200.00 per year for the next four years, on December 
31 of each year, so as to make the total amount paid for the use and good will of the name 


of Anna Lee or Anna Lee Hosiery at the afore-mentioned stores premises $1000.00. The 
undersigned understand and agree that the name Anna Lee may not be used by them else- 
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where than in the store premises at 671 Broad Street, Newark, N. J. (except in Passiac, 
N. J.) without written consent from Clifford Segal. 


While there is a conflict of evidence, I am convinced that the memorandum 
embodies the agreement. See especially Segal’s letter of November 3, 1944, and 
Blau’s testimony. The Storches bought some stock in trade from’ Segal, and took 
possession of their new store February 19, 1940. At about the same time, Segal 
closed his Market Street and Brooklyn stores and removed the stock to a ware- 
house. Ill-health was what compelled Segal to retire and he has still no expecta- 
tion of resuming business. Even after Segal had closed his stores, he hoped some- 
one, in addition to defendants, would pay him something for the name Anna Lee; 
but this hope expired by the end of 1940. When he wrote the two letters from 
which I will now quote, he was no longer interested in having defendants confine 
their use of the trade-name to the two stores. On January 6, 1941, Segal wrote 
congratulating the Storches on the good business they had done in 1940 and con- 
cluded by expressing his hope “to be able to see you some day climbing up into a 
real chain.”” He meant by the last phrase, the operation of a considerable number 
of Anna Lee stores. In an undated letter written about April of the same year, 
having in mind newspaper reports that a new store building would be built two 
blocks from No. 671 Broad Street, he counselled, “If you can get the store in the 
new Broad Street building for around $600 a month, I would suggest taking a 
chance. . . . If you do get it, I’d close up the 671 Broad Street and just have the 
one store.” Late in 1945, the Storches opened a second store in Newark and one 
in Hackensack, and now operate four stores. Meanwhile, in the fall of 1944, Segal 
tried to get them to pay him a considerable sum in addition to the agreed $1,000. 
They refused. 

Complainant argues that his acquiescence in the use of the trade-name, both 
in Passaic and in Newark, was a mere license which, in the absence of a stipulation 
to the contrary, is revocable at the pleasure of the licensor. I would not so state 
the rule applicable to a license. When one person licenses or gives or sells another 
the right to trade under a particular name and there is ambiguity in the contract, 
the circumstances of the case determine the extent of the right bestowed. Thus, 
in Geo. E. Keith Co. v. Greenberg, 134 N. J. Eq. 182, where a shoe manufacturer 
appointed defendant distributor of “Walk Over” shoes in Elizabeth, the right of 
the latter to do business as the Walk Over Shoe Store ended when he stopped han- 
dling the complainant’s shoes. But in the case before me, there is nothing indicating 
an intention by the parties that Segal might, if and when he chose, put a stop to de- 
fendant’s use of the trade-name. The payment of a substantial consideration in 
one instance, points definitely the other way. So does the nature of the trans- 
action as a whole. Segal consented that the Storches get whatever benefit they 
could from the good will attached to the name Anna Lee, the reputation for mer- 
chandise of good quality, reasonable prices, and courteous service, and the custom- 
ers’ habit by dealing with an Anna Lee Store. That good will, built up by Segal, 
was probably an important element in the early years of defendants’ operations. 
But it is equally probable that that good will has been consumed. With the pas- 
sage of years after Segal retired, the good will attached to the name Anna Lee has 
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become more and more the result of the manner in which the Storches have carried 
on the business, rather than that in which Segal had conducted it. It cannot be 
supposed that any considerable amount of the present trade results from the 
memory of customers that prior to 1939 or 1940 their dealings with Anna Lee Stores 
were satisfactory. This is the natural outcome of the arrangement between the 
parties. Were defendants now compelled to abandon their trade-name, they would 
not merely surrender the good will that Segal created ; they would forfeit the fruits 
of their own labor. The parties cannot have intended this to come to pass. From 
the entire situation, the inference is to be drawn that the right given defendants is 
perpetual. 

But the title which defendants took from Segal was limited to Passaic and No. 
671 Broad Street, Newark. May he have an injunction against their using the 
name Anna Lee at their other two stores? Such an injunction could go only on the 
theory that they are invading some right of his, namely, his own property in the 
name. It is the general rule that a trade-name is merely an element in the good will 
of a business; that it cannot exist as a right in gross or as property disconnected 
from a business in which it is used. In the earlier cases, relief was granted only 
where there was competition between the parties and the trade of the rightful owner 
of the name was being diverted to the wrongdoer. And this is still the common 
case, although latterly, in the absence of competition, injunctions have issued where 
the conduct of the defendant has been such as to injure or threaten injury to plain- 
tiff in his business by causing the public to believe that the plaintiff is the sponsor 
of, or in some way connected with, the defendant. National Grocery Co. v. Na- 
tional Stores Corp., 95 N. J. Eq. 588; 97 N. J. Eq. 360; Vogue Co. v. Thompson 
Co., 300 F. 509; Lady Esther, Ltd. v. Lady Esther Corset Shoppe (Ill.), 46 N. E. 
2d 165; 148 A. L. R. 6, and extensive note (at p. 12). Following these principles, 
it is clear that the bill must be dismissed because Segal is not engaged in any busi- 
ness under the name Anna Lee, and is not at all injured by defendants’ conduct. 
While an injunction might enable him to force defendants to pay him a substantial 
sum, such advantage would be no justification for the injunction. A trade-name 
or trade-mark is not like a patent which can be put to a negative or merely prohibi- 
tive use. United Drug Co. v. Rectanus Co., 248 U. S. 90; Direct Service Oil Co. 
v. Honzay (Minn.), 2 N. W. 2d 434; 148 A. L. R. 1 [32 T.-M. R. 72]. See 3 
Rest.-Torts, § 730. 

Complainant cites Baltimore v. Clark, 131 N. J. Eq. 290; affirmed, 132 N. J. Eq. 
374, in which an injunction was granted, although complainant was not in business. 
But that was an exceptional case, not applicable to the present controversy. As 
pointed out by Judge Hand in Emerson Electric Manufacturing Co. v. Emerson, 
&c., Corp., 105 F. 2d 908 [29 T.-M. R. 514], no single rule has been formulated 
that fits all the cases. ““The conflicting interests must always be weighed.” 

Lastly, complainant deliberately abandoned any right he had to the name. One 
who abandons a trade-name cannot successfully object to its use by another where 
the use is not apt to deceive the buying public to the injury of complainant. 3 
Rest.-Torts, § 752. 

The bill will be dismissed. 
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CONSOLIDATED HOME SPECIALTIES COMPANY v. PLOTKIN, 
TRADING AS CONSOLIDATED HOME SUPPLY COMPANY 


No. 169—S. Ct. Pa.—November 10, 1947 


TRADE-MARKS AND UNFAIR COMPETITION—GENERAL 
General rule is that corporation has common law right to exclusive use of its name which 
includes right to restrain others from using name so similar as to be calculated to deceive. 
Question as to unfairness of competition is primarily one of fact; test is likelihood of 
confusion of public. 
TRADE-MARKS—PLEADING AND PRACTICE—BURDEN OF PROOF 
Burden of proof is on plaintiff, in trade-mark infringement suit, to show that name used 
by defendant is likely to cause confusion. 
Fraudulent intent or motive of defendant need not be proved by plaintiff. 
TRADE-MaARKS AND UNFAIR COMPETITION—EVIDENCE—PROOF OF CONFUSION 
Plaintiff held to have established likelihood of confusion resulting from defendant’s use 
of trade-name by testimony showing confusion in telephone calls, misdelivery of mails and 
purchases made from defendant by members of the public in mistaken belief that they were 
dealing with plaintiff. 
TRADE-N AMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Consolidated Home Supply Company” held confusingly similar to “Consolidated Home 
Specialties Company.” 
TRADE-MARKS AND UNFAIR COMPETITION—CONFUSING SIMILARITY—DEFENSES 
Action of state executive agency in permitting plaintiff to use “Consolidated Home Spe- 
cialties Company” when another domestic corporation was using “Consolidated Home Fur- 
nishings Company,” in the same business, held not res judicata as to the question whether 
defendant’s trade-name “Consolidated Home Supply Company” is confusingly similar to 
plaintiff’s name. 
TRADE-MARKS AND UNFAIR COMPETITION—DEFENSES OF LACHES AND ACQUIESCENCE—GENERAL 
In considering defense of acquiescence, it must be borne in mind that protection of trade- 
name is for benefit of the public as well as the owner of the trade-name ; acquiescence so long 
continued that the public generally becomes aware of the other’s appropriation of the name and 
hence is not likely to be deceived may, in a proper case, be treated as abandonment. 
In unfair competition or trade-mark infringement suits mere laches, in the sense of delay 
in bringing suit, does not constitute a defense to injunctive relief but may bar an accounting. 


Appeal from Court of Common Pleas, Allegheny County. 

Unfair competition suit by Consolidated Home Specialties Company against 
Arthur F. Plotkin, also known as Abraham Plotkin, doing business as Consolidated 
Home Supply Company. Plaintiff appeals from dismissal of complaint. Reversed. 


Donald B. Hirsch and Leonard M. S. Morris, of Pittsburgh, Pa., for appellant. 
John A. Metz, Jr., John A. Metz, Metz & Metz and Herbert B. Lebovitz for ap- 
pellee. 


Maxey, C. j.: 


The first question in this case is whether or not the defendant has unlawfully 
appropriated a trade-name. A further question is whether the complainant is 
estopped from obtaining equitable redress on the grounds of its acquiescence. 

Complainant, a Pennsylvania corporation, organized in 1938 for the purpose 
of selling home furnishings at retail on the installment plan by house to house 
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solicitation, took over the business of the Pittsburgh division of the Consolidated 
Home Furnishing Company, a corporation registered in this Commonwealth in 
1926 to engage in a similar business, having its principal office in Philadelphia. 
The latter company, after 1938, restricted its operations to the Eastern part of 
Pennsylvania. The complainant conducted its business from 1938 to 1943 in the 
Western part of Pennsylvania, establishing its main office in Pittsburgh and branch 
offices, with branch managers in charge thereof, at Kittanning, Johnstown, Altoona, 
New Castle, and Canton, Pennsylvania, at Steubenville and Youngstown, Ohio, at 
Jamestown, New York, and at Clarksburg, West Virginia. 

Due to the curtailment of the supply of merchandise and other “war condi- 
tions” the Consolidated Home Specialties Company in the early part of 1943 under- 
took to sell to the branch managers employed by it the accounts receivable of their 
respective branch offices, the equipment of those offices, and in some cases, supplies 
of merchandise. In this manner the branch offices of Kittanning, Uniontown, 
Steubenville, Johnstown, and Clarksburg were disposed of. Plaintiff retained its 
principal office in Pittsburgh and continued to operate the wholesale part of its 
business. 

On April 21, 1943, the plaintiff company sold the accounts receivable, equip- 
ment and certain merchandise of the Kittanning branch office to Arthur Plotkin, 
defendant, who was its manager prior to and at that time. It also sold to him the 
accounts receivable in the contiguous territories of Oakmont, Verona and Aspin- 
wall, in Allegheny County, formerly handled by the main Pittsburgh office. From 
April 21 to July 15 the defendant, as an individual under the registered fictitious 
name of “Armstrong Home Furnishings Company,” operated the business of sell- 
ing items of merchandise similar to those sold by the plaintiff on the installment 
plan by house to house canvassing in the same area and territory formerly served 
by the plaintiff. His office was maintained in the same location formerly occupied 
by plaintiff’s Kittanning office. On or about July 15, 1943, defendant adopted and 
registered the fictitious name ‘‘Consolidated Home Supply Company” and continued 
to use the same until the filing of plaintiff’s bill. 

On March 19, 1945, plaintiff filed a bill in equity against the defendant setting 
forth, inter alia: 


Sixth. Defendant, after separating from the employ of the plaintiff, organized his own 

business of selling home furnishings on the instalment plan by house to house solicitation 

. under the name of Armstrong Home Furnishings Company, with principal place of busi- 
ness in Kittanning, Armstrong County, Pennsylvania. Defendant operated this business 
in Armstrong County and Allegheny County, Pennsylvania, solociting plaintiff’s customers 
and others. 

Seventh. At some time before March 7, 1944, defendant changed the trade-name of 
his business from Armstrong Home Furnishings Company to Consolidated Home Supply 
Company, and has continually used the latter name in connection with his business, on his 
stationery and printed matter and in his dealings with both sellers and purchasers of home 
furnishings. 

Eighth. Defendant has also used the name of Consolidated Home Specialties Company, 
identical with plaintiff’s name, in connection with the operation of his business. 

Ninth. Plaintiff, by its president, Samuel Lobel, has repeatedly remonstrated with 
defendant since learning of the defendant’s use of the name “Consolidated Home Supply 
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Company” in connection with defendant's business, and protested against the use of said 
name by defendant, but defendant refused and still refuses to discontinue the use of said 
name in the conduct of his business.” 

Eleventh. Defendant’s above described activities will inevitably in the future and in 
fact already have produced confusion in the minds of the public. Defendant’s actions are 
calculated to mislead the public in the belief that purchases from defendant are purchases 
from the plaintiff. 

Twelfth. Plaintiff is informed, believes and therefore avers that said action of de- 
fendant in adopting and using the names Consolidated Home Supply Company and Con- 
solidated Home Specialties Company was taken by the defendant in fraud of the rights 
of the plaintiff and so to confuse and deceive the public and to obtain business under the 
impression that said public is dealing with the plaintiff, and to damage and injure the 
plaintiff and to deprive the plaintiff of the value of the trade-name Consolidated Home 
Specialties Company. 


Plaintiff then avers irreparable damages and prays for an injunction restrain- 
ing the defendant, his servants, etc., from using the name “Consolidated” in con- 
nection with any business of selling home furnishings on the installment plan by 
house to house solicitation and restraining the defendant, his servants, etc., from 
representing by statements, advertising, etc., that said defendant, his servants, etc., 
are in any manner connected or associated with, employed by, agents for or repre- 
sentative of the plaintiff. Damages and further relief are also asked for. 

The plaintiff supplied articles of merchandise to the defendant for resale from 
the time of the sale of its accounts receivable until July, 1944. Plaintiff, through 
its president, Samuel Lobel, also furnished defendant with bailment leases and other 
forms necessary for the conduct of his business. In September, 1945, plaintiff 
again resumed the retail phase of its business, 1.e., sales on the installment plan 
by house to house solicitation. The court below dismissed plaintiff’s bill on the basis 
of the following “conclusions of law” : 


1. The trade-name “Consolidated Home Supply Company” used by the defendant is 
not deceptively similar to the name “Consolidated Home Specialties Company” used by 
the plaintiff corporation and its use can therefore not be enjoined. 

2. The delay of the plaintiff in filing its bill in the instant case, coupled with conduct 
which constituted acquiescence in defendant’s use of the name so that to deprive the de- 
fendant of the right to use its trade-name would now work to defendant’s disadvantage, 
bars the plaintiff from equitable relief either by an accounting or by injunction against 
defendant. 

3. Plaintiff’s conduct in the instant case amounts to more than mere laches in the 
sense of delay to bring suit and constitutes an acquiescence in defendant’s use of the name. 


The general rule is that a corporation has a right to its name and another will 
be restrained from its use: 7 R. C. L., page 134, section 104, 14 Corpus Juris 310, 
326, section 374, 396; Thompson on Corporations, section 284-296; Pennsylvania 
Business Corporation Code of 1938, section 202, 15 P. S. 2852-202. 

The right of the corporation to the exclusive use of its own name exists at com- 
mon law, and includes the right to prohibit another from using a nariie so similar to 
the corporate name as to be calculated to deceive the public. The corporate trade- 
mark from the necessity of the thing, and upon every consideration of private jus- 
tice and public policy deserves the same consideration and protection in a court of 


- 
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equity, because the corporate name is a necessary element of the corporation’s exis- 
tence, and without it the corporation cannot exist. See Newby v. Oregon C. R. 
Co., Deady, 609 Fed. Cas. No. 10, 144; Investor Pub. Co. v. Dobinson (C. C.) 72 
Fed. 603; Koehler v. Sanders, 122 N. Y. 65,9 L. R. A. 576, 25 N. E. 235; Mer- 
chants’ Detective Asso. v. Detective Mercantile Agency, 25 Ill. App. 250. As was 
said by the Court of Appeals of Maryland in Drive It Yourself Company v. North, 
130 Atl. 57, 43 A. L. R. 206: 


The courts are solicitous to prevent unfair competition in business, and to protect 
against unfair practices persons who have established and developed a business, service, 
or product stamped in the public mind with the impress of the builder’s skill or reputa- 
tion, but the courts are equally solicitous to encourage fair competition and thus protect 
the public against the evils which flow from private monopolies. 


It is our duty to determine whether or not the evidence supports the findings of 
the court below and whether or not its legal conclusions are sound. 

The question as to the unfairness of competition is primarily a question of fact 
and the test is whether the public is likely to be deceived. Chief Justice Frazer in 
Scranton Stove Works v. Clark, et al., 255 Pa. 23, 99 A. 170, in an opinion for this 
court, said: 


To constitute an infringement of a trade-mark a literal copy is not necessary. The test 
is whether the label or mark is calculated to deceive the public and lead them to suppose 
they are purchasing an article manufactured by a person other than the one offering it 
for sale: Pratt’s App., 117 Pa. 401 [11 A. 878]. The same principles apply to unfair 
trade competition. “The general rule is that anything done by a rival in the same busi- 
ness by imitation or otherwise, designed or calculated to mislead the public in the belief 
that in buying the product, offered by him for sale, they were buying the product of an- 
other’s manufacture, would be in fraud on that other’s rights and would afford just ground 
for equitable interference”: Juan F. Portuondo Cigar Mfg. Co. v. Vicente Portuondo 
Cigar Mfg. Co., 222 Pa. 116, 132 [70 A. 968]. A fraudulent intent in such cases need not 
always be shown. 


In American Clay Mfg. Co., a corporation of Penna. v. American Clay Mfg. Co., 
a corporation of N.J., 198 Pa. 189, 47 A. 936, this court, in an opinion by Mr. Jus- 
tice Mitchell, said: 


There are two classes of cases involving judicial interference with the use of names, 
first, where the intent is to get an unfair and fraudulent share of another’s business, and, 
second, where the effect of defendant’s action, irrespective of his intent, is to produce con- 
fusion in the public mind and consequent loss to the complainant. In both cases the courts 
of equity administer relief without regard to the existence of a technical trade-mark. 


Justice Mitchell cites the case of North Cheshire & Manchester Brewery Co. v. 
Manchester Brewery Co., Law Reps. App. Cases (1899), 83. In that case the 
House of Lords affirmed the decision of the Court of Appeal, enjoining the de- 
fendant from taking even as a second or subordinate part of its corporate title, the 
name of an older corporation. Justice Mitchell said: 


It was held that as a matter of fact the name of the appellant company was calculated 
to deceive, and that the appellant must, therefore, be restrained by injunction in the usual 
way. Halsbury, Lord Chancellor, said, “The real question is in a single sentence. Js this 
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name so nearly resembling the name of another firm as to be likely to deceive?” (Italics 
supplied. ) 


Justice Mitchell also cites the case of Holmes, Booth & Haydens v. Holmes, 
Booth & Atwood Mfg. Co., 37 Conn. 278. He says: 


A company had been formed including in its corporate title the names of Holmes and 
Booth, two of its stockholders and directors. Some years later, Holmes, Booth and other 
stockholders formed a new corporation which assumed the name of Holmes, Booth & 
Atwood Mfg. Co. On a bill by the first corporation the supreme court of errors of Con- 
necticut enjoined the use of Holmes and Booth’s names in the title. 


In an action for trade-mark infringement, the burden of proof is on the plaintiff 
to show that the name used by the defendant is calculated to deceive ordinary pur- 
chasers and to create confusion in the trade. Plaintiff is under no obligation to 
prove a fraudulent intent or motive on the part of defendant. In the instant case, 
the chancellor found that the names employed by the respective parties are not so 
similar as to induce the public to purchase defendant’s supplies under the erroneous 
belief that they are dealing with the plaintiff." Plaintiff contends that this finding 
of fact is against the weight of the evidence. By the testimony of its witness 
Samuel Lobel, president of plaintiff company, evidence of confusion in the delivery 
of mail and in telephone calls as a result of the similarity between plaintiff’s and 
defendant’s trade-names was established. There were exhibits in evidence of 
pieces of mail received by the plaintiff which were not intended for the plaintiff. 
Among them were included a “credit memorandum” from “the Columbia Mills of 
New York,” a “statement of bills due to the Renard Linoleum and Rug Company 
of St. Louis, Missouri,” a “letter of reference inquiry from the Bankers Indemnity 
Insurance Company,” a “letter received from Mr. M. J. Grayson of the Colum- 
bia Mills here in Pittsburgh,” a “letter received from the Pennsylvania Railroad,” 
a “card received by mail from the National Manufacturing Company” and other 
similar specimens, all of which were intended for the defendant. In addition, 
numerous telephone calls were erroneously placed with the plaintiff which related 
to defendant and his business. 

In Potter v. Osgood, 79 Pa. Superior Ct. 397, Justice Keller said: 


The evidence in the case proves that trouble and confusion have resulted to the plain- 
tiff from the use of his trade-name by the defendant and are likely to, in the future, from 
its continued use. This is especially the case with respect to correspondence and the mails. 
Bills of lading passing the possession and ownership of car loads of merchandise, varying 
in value from five thousand dollars apiece, are sent by mail addressed to Pittsburgh Dis- 
tributing Company. The likelihood of delay in the delivery of these bills of lading, with 
a consequent delay in the delivery of the merchandise, as well as the possibility of their 
total diversion, constitutes a very real basis of threatened loss and injury, for which there 


1. The following appears in an article in 8 Michigan Law Review (1910) page 613, cap- 
tioned “The Unwary Purchaser”: “The person to be considered, the courts say is not. . . . the 
expert or the careful person, but the normal, every day purchaser, or, as some judges have desig- 
nated him, . . . . the inattentive purchaser . . . . or the unwary purchaser... . He is likely 
in making his purchase to act on the moment and is not bound to study or reflect... . . He is 
not supposed to know that imitations exist. . . . Some courts have gone so far as to hold that 
he has a right to be careless and that the use of a mark or label will be enjoined where deception 
is a probable or even a possible consequence.” 
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is no adequate remedy at law, and furnishes a valid reason for equitable relief, if other- 

wise justified. 

Mrs. Edna Bigley, plaintiff’s witness, testified that subsequent to the sale of 
plaintiff’s accounts receivable to defendant, i.e., after April, 1943, she placed an 
order for merchandise with “Bill Garris” who was formerly connected with the 
Consolidated Home Specialties Company as an agent. Her testimony indicated that 
she was not aware that Mr. Garris was no longer associated with the plaintiff com- 
pany, and she presumed he was still accepting orders for the latter. She stated 
after being questioned as to her purchases, ‘““Well I had got six sheets and one was 
damaged and I wrote into Consolidated Home Specialties about it, after waiting 
approximately a year.” In reply to the question “And what did you learn as a re- 
sult of writing to the Consolidated Home Specialties Company?’ she answered 
“They answered by stating he [Mr. Garris] did not work for them no longer.” 

Mrs. John Koricansky revealed that ‘“‘a lady came to my [witness’] house and 
she said she was married, she is married and her husband is in the service, and 
she is from Consolidated. I said, ‘Specializing Company?’ She said, ‘Yes.’ I 
said, ‘Oh, my girl friend bought from you.’ ‘She said, ‘Yes.’ Then I told her 
that—*What are you selling?’ And she says, ‘Oh, different sorts of things.’ So 
I bought drapes and curtains, and she told me I had to have so much down, which 
I think, I am not sure, I put $9.50 down, and then my husband came home and he 
said, ‘You got gyped.’”” This testimony was objected to and the following ques- 
tion was asked: “Never mind about your husband, what happened to the mer- 
chandise you bought from her?” She responded, “It was too expensive and I had 
to return it.” She stated that she called up the Consolidated Specializing Com- 
pany and told them that she bought some things that she could not very well keep 
and would like to have her money back. When she was asked, “After you made a 
telephone call did you still think that you had bought it from Consolidated Home 
Specialties Company ?” she answered, “Yes, I thought I had.” 

Another witness, Mrs. Margaret Brown said that “a saleslady came to my door, 
and when she said she was from Consolidated I told her I had dealt with the people 
before and she said she would be very glad to have me back as a customer.” “Q. 
When you told her that you had done business with her company before, did she 
have anything to say about that? A. No, just that she was glad that I would be a 
customer again.” In cross-examination she was asked: “When you bought these 
goods [referring to merchandise purchased by the witness] and got this paper 
[defendant’s bill], it showed very plainly the name of the company you were dealing 
with, didn’t it? A. Yes, it did. Q. When this woman came in she told you she was 
from Consolidated Home Supply Company? A. She just said Consolidated, she 
didn’t give any other name.” 

Mrs. Helen Signori on direct examination stated that an agent from the Con- 
solidated Home Supply Company approached her, introducing himself merely as 
“This is Consolidated.” The following question was submitted to her on cross- 
examination: “Q. And the man who sold to you did not claim to be working for 
any other company, did he? A. He just said Consolidated. I didn’t know. I 
thought it was the same company I bought from before, the Specialties.” 
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Mrs. Gloria Cook was asked on direct examination “Have you, within the last 
year, made any purchases from a door to door salesman who came to your house? 
A. Yes. Q. Will you tell us how that person introduced himself to you when he 
came? A. He came to the door and said, ‘Consolidated, would you like to buy 
some curtains and some furnishings?” Her further testimony indicated that the 
lady upstairs had been dealing with the Consolidated Company (Consolidated Home 
Specialties Company) and she had asked her to send her salesman around. When 
she was asked, “Q. What happened in respect to the curtains after you bought 
them?” [referring to witness’ purchase frorm Consolidated Home Supply], she 
answered, “‘I decided after I had made the purchase that they were too expensive 
and I wanted to give them back, so we looked in the phone book and found Con- 
solidated Home Furnishing Company and we called them, and they didn’t specify 
there were two companies with the first name beginning Consolidated.” In cross- 
examination the following question was posed: “Q. So when the salesman came 
to see you from Consolidated Home Supply Company you bought some mer- 
chandise from him? A. Under the impression it was Consolidated Home Spe- 
cialties, the company my mother had bought from.” 

This testimony shows that the trade-name “Consolidated Home Supply Com- 
pany” assumed by the defendant is so close an imitation of plaintiff’s trade-name 
as to confuse that part of the public dealing with these respective parties. The law 
will not sanction the assumption of a deceptively similar name in order that the 
appropriator may capitalize on the good will and reputation established by plaintiff 
company. It was held in Olympia Brewing Co., et al. v. Northwest Brewing Co., 
178 Wash. 533, 538, 35 P. 2d 104, where the names used were “Olympia” and 
“Olympic” beer : 

No inflexible rule can be laid down as to what conduct will constitute unfair competi- 
tion. Each case is, in a measure, a law unto itself. Unfair competition is a question of 
fact. The question to be determined in every case is whether or not, as a matter of fact, 
the name or mark used by defendant has previously come to indicate and designate plain- 
tiff’s goods, or, to state it another way, whether defendant, as a matter of fact, is by his 
conduct passing off his goods as plaintiff's goods, or his business as plaintiff’s business. 

The universal test question is whether the public is likely to be deceived. See Peters 
Packing Co., Inc. v. Oswald and Hess Co., 334 Pa. 272, 276. 


In the case of A. Hollander & Son, Inc. v. Jos. Hollander, Inc., et al., 175 A. 
628, the Court of Chancery of New Jersey, enjoined the defendant corporation and 
Joseph Hollander from using the name “Hollander” either as one or as a com- 
ponent part of any trade-name in the business of dressing and dyeing furs. In that 


case the court said: 


It is not necessary that the complainant, in order to succeed, should prove actual fraud 
by the defendant, or that any single person was deceived. It is sufficient if, in the opinion 
of the judge, the symbol or device or get-up used by the defendant is one which so closely 
resembles the symbol, device or get-up used by the complainant as to be likely to deceive 
the public. “. . . . The idea that a man has a right to use his name as a part of the name 
of a corporation in which he is interested, without regard to the effect of such use in the 
way of accomplishing deception and fraud, precisely as a natural person can use his own 
name, has, I think, in this state, been exploded. . . .” 
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The court in enjoining defendant from using the trade-mark “Aunt Jemima’s” 
said in Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407, a case where plain- 
tiff manufactured and sold “Aunt Jemima’s” flour and defendant sold “Aunt 
Jemima’s” pancake syrup :” 


It is said even a technical trade-mark may be appropriated by anyone in any market 
for goods not in competition with those of the prior user. This was the view of the court 
below in saying that no one wanting syrup could possibly be made to take flour. But we 
think that goods, though different, may be so related as to fall within the mischief which 
equity should prevent. . . . [These products] are . . . . commonly used together. . . 
It will enable them to get the benefit of complainant’s reputation and advertisement. 
These we think are property rights which should be protected in equity. 


The Third Circuit Court of Appeals, 84 Fed. (2) 387, enjoined Bernett & 
Rosenfeld, who registered their drug store in Philadelphia as ‘“‘Macy’s Drug Store” 


under the Fictitious Names Act, from using the name “Macy.” The court said that 
the use of the word “Macy’s”’ 












was intended to, and had a tendency to, mislead and deceive the public into the belief that 
the defendants’ business was connected with that of the plaintiff . . . . there was a pal- 
; pable attempt to make use of the plaintiff’s reputation and good will, acquired through 
: many years of advertising and appropriate it to the benefit of the defendants and deceive 
the public. 


: The Circuit Court of Appeals (10th Circuit), 56 Fed. Rep. (2) 973, enjoined 
f the Standard Oil Co. of New Mexico, Inc., at the suit of the Standard Oil Co. of 
é California, from using any corporate name which contains the words “Standard 
Oil Company” or words so similar thereto in sound or appearance as to lead to 
confusion or uncertainty. The court said: 
























With a practically unlimited field of distinctive names open to it for choice, defendant 
selected the name “Standard Oil Company.” It could have had but one object, namely, 
to improperly obtain advantage of the good will associated with the name “Standard Oil” 





2. The following decisions of the English courts were cited in the aforementioned case: 


“Dunlop Pnewnatic Tyre Co. v. Dunlop Lubricant Co., 16 Reports Patent Cases, 12: In 1888 
2 the word ‘Dunlop’ was first used by complainant’s predecessors to designate goods manufactured 
| by them. Complainant made bicycle tires, rims, pumps, etc. One Funt started in business as 
' the ‘Dunlop Lubricant Co.,’ and dealt in oils and lubrications for bicycles, which he sold in 
packages bearing the word ‘Dunlop’ in large letters. Complainant had never dealt in oils or 
lubricants. Held that the use of the word ‘Dunlop’ by defendant was deceptive, and it was en- 
joined. 

“In Valentine Meat Juice Co. v. Valentine Extract Co., 17 Reports Patent Cases, 673, the 

complainant used the word ‘Valentine’ upon liquid meat extracts for medicine. Defendant used 
the word ‘Valentine’ on beef extract used for food. An injunction was granted. 
i “Dunlop Pneumatic Tyre Co. v. Dunlop-Truffault Cycle & Tube Manufacturing Co., 12 
Times Law Reports, 434: This was a motion for a preliminary injunction to restrain the de- 
fendant from using the name ‘Dunlop’ as a part of its corporate style. Complainant was the 
manufacturer of pneumatic tires, defendant the manufacturer of bicycles and steel tubes used 
in the manufacture of bicycles. An injunction was granted. Mr. Justice Chitty holding that the 
name ‘Dunlop’ had been chosen by the defendants to create confusion in the minds of the public 
and make them think that the defendant company was connected with that of the plaintiffs. 

“Premier Cycle Company v. Premier Tube Company, 12 Times Law Reports, 481: This was 
a motion for a preliminary injunction to restrain the defendants from using the word ‘Premier’ 
as a part of their business style. Complainant was a manufacturer of bicycles and tubes used 
in their construction. The defendants stated that they were tube manufacturers and had no in- 
tention of competing with the complainant in the making of bicycles. An injunction was granted.” 
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and to take and commercially use as its own a commercial asset that belongs to another 
to the detriment of that other and the public. 


The Chancellor, in deciding the instant case, made the following statements : 


At the time that the plaintiff corporation was incorporated there was an existing 
Pennsylvania corporation named “Consolidated Home Furnishings Company” engaged in 
the same business. Notwithstanding that fact, the Department of State permitted the in- 
corporation of plaintiff corporation. The fact that the Department of State permitted the 
plaintiff to use the name “Consolidated Home Specialties Company” evidences the fact 
that it did not consider that name deceptively similar to the name of the existing corpora- 
tion, “Consolidated Home Furnishing Company.” Further, the evidence adduced at the 
trial fails to establish the fact that the public was misled by the alleged similarity between 
the names. We therefore conclude that there is no deceptive similarity between the trade- 
name of the plaintiff corporation and that under which the defendant operates. 


The fact that the Department of State permitted the plaintiff to use the name 
“Consolidated Home Specialties Company” is not res adjudicata of the question 
whether or not the trade-names “Consolidated Home Specialties Company” and 
“Consolidated Home Supply Company” are deceptively similar. An executive 
agency, such as the Department of State, does not expect its acts to be accepted as 
acts of the judiciary. Whether it considered the name whose use it “permitted” 
“deceptively similar” to the name already lawfully in use or did not consider the 
question at all, is immaterial to this proceeding. 

That the defendant, by appropriating a name closely resembling that used by 
plaintiff, got the benefit of the reputation plaintiff had earned is without question. 
It is clear that defendant by his own testimony reveals his consciousness of some 
degree of wrong-doing in the appropriation of the name. He testified: “I was not 
altogether sold on the—well, goodness or quality of the name I choose to use as a 
trade-name, and later I figured I could find a name that would be more comprehen- 
sive and less localizing than Armstrong.” We find there is such a degree of simi- 
larity in the two names that those purchasers exercising ordinary prudence would 
be likely to be confused and misled. 

We find no merit in defendant’s plea of plaintiff’s acquiescence. Defendant 
avers: (1) Plaintiff company by its president led defendant to believe that it was 
withdrawing from the retail end of its business and would not compete with the 
defendant but would continue doing business only to the extent of supplying its 
various branch managers who purchased its branches from it with merchandise for 
resale in the future. (2) Because plaintiff did in fact discontinue its retail business 
and resumed it six months after filing its bill, defendant was led to believe that 
plaintiff abandoned the use of its name in the business of selling home furnishings 
at retail. (3) Acceptance of defendant’s checks bearing its trade-name consti- 
tuted acquiescence. (4) Plaintiff was aware of defendant’s use of the trade-name 
“Consolidated Home Supply Company” but stood idly by and encouraged the de- 
fendant in a continuation of the use of the name and building of business and good 
will thereunder without making objection. (5) Plaintiff’s sale of its accounts re- 
ceivable to other branch managers and the latter’s use of a name similar to plain- 
tiff’s constituted a general, over-all course of conduct which had the effect of en- 
couraging the defendant and lulling him into a sense of security with reference to 
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the use of his trade-name and in the devotion of time, effort and money to the 
building of a business and good will thereunder. Defendant refers to these acts 
attributed to the plaintiff as “affirmative” or positive acts of acquiescence, not 
merely “negative” conduct. 

In considering the defense of acquiescence in the use of another’s trade-name, it 
must be borne in mind that the protection given by the law to a trade-name is for 
the benefit of the public as well as for the protection of the owner’s property rights 
in the trade-name. When a product sold under a trade-name receives public ac- 
ceptance, the state is solicitous that its citizens be not imposed on by some one who 
sells a competitive product under a name so similar to the name the public is ac- 
customed to as to be deceived thereby.* 

If the owner of a trade-name acquiesces so long in the use of that name or in a 
name strikingly similar thereto that the public has in general become aware of the 
other’s appropriation of that name and is therefore not deceived, such owner may 
in a proper case be treated as having abandoned his one-time property right in that 
name. Nims on Unfair Competition and Trade-Marks, 3rd Edition, in discussing 
the case of Ford v. Foster, L. R. 7 ch. 611-1872, says: 


Then what is the test by which a decision is to be arrived at whether a word which was 
originally a trade-mark has become publici juris. I think the test must be, whether the 
use of it by other persons is still calculated to deceive the public, whether it may still have 
the effect of inducing the public to buy goods not made by the original owner of the trade- 
mark as if they were his goods. If the mark has come to be so public and in such univer- 
sal use that nobody can be deceived by the use of it, and can be induced from the use of 
it to believe that he is buying the goods of the original trader, it appears to me, how- 
ever hard to some extent it may appear on the trader, yet practically, as the right to a 
trade-mark is simply a right to prevent the trader from being cheated by other persons’ 
goods being sold as his goods through the fraudulent use of the trade-mark, the right to 
the trade-mark must be gone. 


In the case of Menendez v. Holt, 128 U. S. 514, in which plaintiffs were the 
owners of a certain trade-mark for flour which consisted of the words “La 
Favorita,” it was held that plaintiffs were entitled to the exclusive use of this name 
and to a perpetual injunction against a retiring member of the firm that owned 
that name, who put his own name on flour which he sold, in connection with the 
name “La Favorita.” In that case Chief Justice Fuller said: 


The intentional use of another’s trade-mark is a fraud; and when the excuse is that the 
owner permitted such use, that excuse is disposed of by affirmative action to put a stop 
to it... . . Where consent by the owner to the use of his trade-mark by another is to be 
inferred from his knowledge and silence merely, “it lasts no longer than the silence from 
which it springs; it is, in reality, no more than a revocable license.” (Citing cases.) 


In Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A. 2d 605, this court 


3. By way of analogy, we cite the fact that an individual is not permitted to have his name 
changed by judicial action when the adjudicating court is convinced that the public’s interest 
would be prejudiced by the change requested. This court said in the Falcucci Name Case, 355 
Pa. 588, 592, 50 A. 2d 200: “When a petitioner for a change of name is a competitor of a highly 
successful person whose name he wishes to assume there is reasonable ground for suspicion that 
his motive in seeking a change of name is an unworthy one, and a due regard for both the public 
interest and for the person whose name is coveted would constrain a court to deny his petition.” 
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affirmed the decree of the court below restraining the defendant from using the 
name “Porcelene,” which was adopted and used by them for five or six years prior 
to the institution of the action. The plaintiffs had been using the trade-name 
“Porcelite” to identify a certain enamel paint manufactured and sold by it since 
1892. This name “Porcelite” was registered in the United States Patent Office on 
February 18, 1908. “As a result of the advertising and use of the name in connec- 
tion with the sale of its product throughout the United States, ‘Porcelite’ has be- 
come favorably known in the trade and among the general public, and as identify- 
ing the product of appellee.” In that case the appellants contended, inter alia, that 
the name “Porcelene” was not deceptively similar to “Porcelite,” also that plain- 


tiff was barred by laches. This court in an opinion by Mr. Justice Patterson, in 
overruling appellants’ contention, said quoting from an earlier case: 


“It is not necessary that the public should be actually deceived in order to afford a 
right of action. All that is required is that the infringement should have a tendency to 
deceive.” 


As to the contention that the appellee was barred by laches, the opinion quoted from 
Kelpser v. Furry, 289 Pa. 152, 159, 137 A. 175, as follows: 

In suits for unfair competition or infringement it is well settled that mere laches in 
the sense of delay to bring suit does not constitute a defense. Such laches may bar an 
accounting for past profits, but will not bar an injunction against a further continuance 
of the wrong. 


The case of Keith Co. v. Greenberg (N. J.), 34 A. 2d 639, is similar in its 
facts to the instant case. The trade-name in controversy was ““Walk-Over.” The 
plaintiff, a shoe manufacturer and seller, had used the name ‘“Walk-Over” since 
1874. In an action to restrain the defendant from using this name, the defense was 
that the defendant “continued to operate his store under the name ‘“Walk-Over” 
from 1939 down to the present with the full knowledge, acquiescence and consent 
of the complainant; . . . . that the complainant is without ‘clean hands’ in that it 
encouraged and directed him, as well as other dealers, to advertise as ‘Walk-Over’ 
stores and to conceal from the public the fact that other shoes sold by them were 
not in fact ‘Walk-Over’ shoes. . . .” The court in granting plaintiff an injunction 
against infringement of its trade-name only said, inter alia: 

Neither acquiescence nor laches is in the instant case a bar to injunctive relief, al- 
though such defense would bar the right of accounting for profits earned by the defendant 
during the period of such acquiescence or laches if such accounting for profits were 
sought. 


See also Majestic Mfg. Co. v. Kokenes (Ala.), 67 Fed. Sup. 282; Aunt Jemima 
Mills Co. v. Rigney & Co., supra; Atlas Assur. Co. v. Atlas Ins. Co. (Iowa), 112 
N. E. 232; Sartor v. Schaden, 125 lowa 696, 101 N. W. 511. 

The decree of the court below dismissing plaintiff’s bill and denying the relief 
prayed for is reversed; it is ordered that the bill be reinstated and a decree be 
entered in conformity with this opinion: appellee to pay the costs. 


Mr. Justice Drew dissents. 





EX PARTE BERLINER & CO. 


EX PARTE EDWIN E. BERLINER & CO. 
Commissioner of Patents—December 22, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark in which “Fair-Play” is dominant or conspicuous feature, held confus- 
ingly similar to “Fairway” with pictorial scene, used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In testing confusing similarity of composite marks they must be considered in their 
entireties; but in marks consisting of woods accompanied by pictorial indicia, the portion 
which would be likely to indicate origin would be the words. 
Confusing similarity cannot be avoided nor registrability achieved, by adding other words 
or features to a mark confusingly similar to the essential features of a registered mark. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Edwin E. Berliner & Co. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Drury W. Cooper, Thomas J. Byrne, Robert S. Dunham, and Cooper, Kerr & Dun- 
ham, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the mark shown in its application as a trade-mark for woven piece goods, of cotton 
and other fabrics under the Trade-Mark Act of 1905. This mark is described in 
the applicant’s brief as follows: 

Applicant's Trade-Mark: The trade-mark of applicant consists of a distinctive cir- 
cular border, the words “A Fair-Play Fabric,” a representation of a scales in balance and 
the words “Quality” and “Value” on opposite sides of the scales. The words “Quality,” 
“Value” and “Fabric” have been disclaimed apart from the trade-mark as shown. 
Registration was refused in view of Registration No. 112,530, dated Septem- 

ber 12, 1916 under the Trade-Mark Act of 1905, Renewed. The trade-mark shown 
in that registration consists of the word “Fairway” which appears above a pictorial 
scene depicting a golfer on a golf course, and is applied to fabrics. 

Applicant assigns error on the following grounds: 

. . .. (a) in holding that the words “Fair-Play” of applicant’s trade-mark are confus- 

ingly similar to the word “Fairway” of the registration . . . .; (b) in that he did not 


consider applicant’s trade-mark as a whole in comparing it with the said registration; 
and (c) that he did not accord registration of the trade-mark of applicant. 


“Fair-Play” and “Fairway” were held by the examiner to be confusingly similar 
in sound, the decision being based on a number of cases which are believed to be 
pertinent. Applicant argues that “Fair-Play” and “Fairway” have different conno- 
tation and appearance. I agree that the connotation may differ but believe that in 
sound and appearance they are confusingly similar within the meaning of the statute. 
In Celanese Corporation of America v. E. I. DuPont de Nemours & Company, 33 
C.C. P. A. 948, 154 F. 2d 146, 69 U.S. P. Q. 101 [36 T.-M. R. 130], the Court said: 


When spoken as written they sound very much alike. Similarity of sound alone, under 
such circumstances, is sufficient to cause the marks to be regarded as confusingly similar 
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when applied to merchandise of the same descriptive properties. Skol Company, Inc. v. 
Olson, 33 C. C. P. A. (Patents) 715, 151 F. 2d 200, 67 U. S. P. Q. 96. 


Applicant has cited a number of cases as authority for a holding of dissimilarity, 
some of which arose in actions involving unfair competition where matters could be 
considered which are not pertinent here, but many of which are closely in point. 
It is believed, however, that the marks involved are more nearly alike than those 
involved in Celanese Corporation of America v. E. 1. DuPont de Nemours & Com- 
pany, supra; Celanese Corporation of Americav. E. I. DuPont de Nemours & Com- 
pany, 33 C. C. P. ‘A. 857, 154 F. 2d 143, 69 U. S. P. Q. 69; The Bon Ami Co. v. 
McKesson & Robbins, Inc., 600 O. G. 170, 93 F. 2d 770, 36 U. S. P. Q. 260; [28 
T.-M. R. 87] and similar cases. “Fair-Play” and “Fairway” are therefore con- 
sidered to be so similar that there would be likelihood of confusion or mistake in 
the mind of the public within the meaning of Section 5 of the Trade-Mark Act of 
1905. 

In support of its second assignment of error, that its mark was not considered 
as a whole when comparing it with said registration, applicant contends that ‘‘Fair- 
Play” and “Fairway” should not be compared but that the comparison should be be- 
tween the words “Fairway” and “A Fair-Play Fabric.” The addition of “A” and 
the disclaimed word “Fabric” have no bearing on the likelihood of confusion. See 
National NuGrape Company v. Judge & Dolph, Ltd., 33 C. C. P. A. 1032, 154 F. 
2d 521, 69 U.S. P. Q. 388 [36 T.-M. R. 164]. Applicant’s principal ground for 
this assignment of error is the contention that all of the features shown in the draw- 
ing, i.¢., the “distinctive circular border” or background, the pictorial representation 
of the scale in balance, and the wording should have been compared with the scene 
pictured in the reference accompanied by the word “Fairway,” and that, so com- 
pared, the two marks could not be regarded as confusingly similar. Conceding that 
“the words ‘A Fair-Play Fabric’ are the conspicuous words of the trade-mark of 
applicant . . . .” it contends “. . . . that they are no more conspicuous than the 
distinctive outline or frame,” and other features which are “part of the trade-mark.” 
Whether considered dominant or conspicuous, the similarity of these words re- 
quires refusal of the application for registration. The United States Court of Cus- 
toms and Patent Appeals in W. B. Roddenbery Co. v. Rose Kalich, 34 C. C. P. A. 
745, 158 F. 2d 289, 72 U. S. P. Q. 138, stated: 


This and other courts have frequently said that in the case of a trade-mark which con- 
sists of words accompanied by other pictorial indicia the portion of the mark which would 
be likely to indicate origin would be the words used and that this is particularly true in 
these times when resort is so frequently made to radio advertising. In the instant case 
it is obvious that the word “Patch” is the principal feature of the mark which would 
serve the purpose of designating the origin of the goods. Kalich has here taken this domi- 
nate feature of the mark and applied it to goods in such a way, we think, as to promote 
the possibility of confusion as to the origin thereof. 


See also Celanese Corporation of America (two cases), supra. 

In addition, when a trade-mark sought to be registered includes a registered 
mark, the fact that it contains additional features not included in the prior registra- 
tion cannot entitle it to registration. Otherwise, well-known trade-marks could 





38 T.-M. R. COSMETICS v. COTY 231 


be closely imitated and by adding other features, either of wording or design, such 
confusing imitations could be utilized in obtaining later registrations. No inference 
or suggestion is intended that applicant is attempting to accomplish this, but the 
rule must be the same in a matter of this type whatever its motives. This appears 
to come within the statement of the Court of Appeals of the District of Columbia 
in Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 174 O. G. 586, 1912 
C. D. 428, in which the Court stated “It goes without saying that one has no right 
to incorporate the mark of another as an essential feature of his mark. Such a 
practice would lead to no end of confusion and deprive the owner of the mark of 
the just protection which the law provides him.” That such addition of other 
words or features cannot permit registration when words similar to one of the es- 
sential features of a registered mark are included has been held in Roddenbery v. 
Kalich, supra, Celanese Corporation of America v. E. I. DuPont de Nemours & 
Company (two cases), supra; California Prune & Apricot Growers Association Vv. 
Dobry Flour Mills, Inc., 26 C. C. P. A. 910, 101 F. 2d 838, 40 U. S. P. Q. 616 [29 
T.-M. R. 151] ; Frankfort Distilleries, Inc. vy. Kasko Distillers Products Corp., 27 
C.C. P. A. 1189, 111 F. 2d 481, 45 U.S. P. Q. 438 [30 T.-M. R. 339]. 

I agree with the Examiner of Trade-Marks that “Fair-Play” and “Fairway” 
are so similar that when used on goods of the same descriptive properties, there is 
likelihood of confusion or mistake in the mind of the public, and that applicant’s 
mark, considered in its entirety was properly rejected on the basis of the reference 
cited. 

The decision of the Examiner of Trade-Marks is affirmed. 


COSMETICS, INC. v. COTY, INC. 
Commissioner of Patents—December 22, 1947 


OPPOSITION—PLEADING AND PRACTICE—DISMISSAL 
Motion to dismiss, under federal Rule 12 (b) (6), granted where notice of opposition 
failed to allege use of the mark and priority. 
Proposed amendment purporting to allege opposer’s acquisition of rights of its president, 
held ineffectual to cure deficiency of notice of opposition because not timely and in any 
event no priority of use by opposer’s president was alleged. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Cosmetics, Inc., against Coty, Inc. Opposer appeals 
from dismissal of notice of opposition. Affirmed. 


A. Yates Dowell, Washington, D. C., for opposer. 
Lewis G. Bernstein, New York, N. Y., for applicant. 


DanleEts, A. C.: 


Opposer, Cosmetics, Inc., has appealed from the decision of the Examiner of 
Trade-Mark Interferences granting the motion of applicant to dismiss the notice 
of opposition under Rule 12 (b) (6) of the Rules of Civil Procedure on the ground 
that the notice of opposition fails to state a claim on which relief can be granted. 
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The notice of opposition filed by the opposer states that the opposition is based on 
the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905, and 
upon Section 6 of that Act which provides that “Any person who believes he would 
be damaged by the registration of a mark may oppose the same by filing a notice of 
opposition. . . .” 

Applicant’s mark consists of the words “Ballerina Slipper” applied to certain 
cosmetic products. Opposer alleges that it is a corporation engaged in the manu- 
facture and sale of cosmetics and was organized by and has as its president a 
“premier ballet dancer or ballerina . . . .” who has for many years, and prior to 
any date of use alleged by applicant, “been continuously engaged in using her skill 
and artistry as a ballerina in the promotion and sales of merchandise, including 
ballet slippers, cosmetics of various kinds, and other products.” This paragraph 
studiously refrains from any allegations of use of the word “Ballerina” either on 
or in connection with the sale of the products mentioned, and no actual sales are al- 
leged. In the ensuing paragraph of the notice of opposition it is alleged that op- 
poser’s president has “used a ballerina designation as a Trade-Mark; physically 
applied to cosmetics sold in interstate commerce . . . .,” but as to this there are 
no statements as to date of such use and no allegations of priority. There is, there- 
fore, no allegation of use of any mark similar to that of applicant by anyone prior 
to the filing date of application opposed, and no allegation that opposer has used the 
trade-mark either in advertising or upon the goods at any time. Even had it been 
alleged that the president of the corporation had used the mark prior to applicant’s 
filing date, there is nothing to indicate that this could or should inure to the benefit 
of opposer. Kelly Liquor Co. v. National Brokerage Co., 26 C. C. P. A. 1110, 102 
F. 2d 857, 507 O. G. 11, 41 U.S. P. Q. 311. 

A proposed amendment filed by opposer long after the statutory period for fil- 
ing notice of opposition had expired and purporting to allege that opposer had ac- 
quired the rights of its president, cannot cure the deficiency of the notice of opposi- 
tion, both because of the expiration of such time (The Scholl Mfg. Co., Inc. v. Irv- 
ing Simon, 597 O. G. 610, 72 U. S. P. Q. 518) [37 T.-M. R. 277], and because, as 
already indicated, the notice of opposition did not allege prior use on the part of its 
president. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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BALDWIN v. KRIM (JU-C-ORANGE OF AMERICA, AssIGNEE 
SUBSTITUTED ) 


No. 4594—Commissioner of Patents—December 24, 1947 


CANCELLATION—APPEALS TO COMMISSIONER—GENERAL 
Where the petition for cancellation was sustained, but not on all grounds alleged, and 
registrant appealed but petitioner did not, held that petitioner may urge in its brief any mat- 
ter of record to sustain all grounds of petition. 
TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Ju-C-Orange,” the word “Orange” being disclaimed, held descriptive of non-alcoholic 
beverages of the orangeade type. 
Fact that descriptive word is spelled phonetically does not avoid descriptiveness. 
CANCELLATION—GROU NDS—DESCRIPTIVENESS 
Registration of descriptive mark subject to cancellation at instance of any person who 
may be injured; and petitioner for cancellation dealing in similar goods to which the mark 
is equally applicable held injured thereby. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Ju-C-Orange,” with the word “Orange” disclaimed, held confusingly similar to “U-See,” 
used on similar goods under the 1905 Act. 
Confusing similarity may exist between a descriptive word and an arbitrary mark. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation by Roy Baldwin against Max Krim (Ju-C-Orange 
of America, assignee, substituted). Registrant appeals from cancellation of reg- 
istration. Affirmed. 


Watson, Cole, Grindle & Watson, Washington, D. C., for Baldwin. 
Cushman, Darby & Cushman, Washington, D. C., for Krim. 


Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Roy Baldwin to cancel trade-mark registration No. 276,210 issued 
October 14, 1930 to Max Krim (doing business as Krim Beverages Company of 
Lebanon, Pennsylvania), and assigned to Ju-C-Orange of America, a firm consist- 
ing of Max Krim, Irwin G. Krim, and Nathan B. Krim. 

Stipulated statements of fact have been filed for both parties in lieu of testi- 
mony and both parties have filed briefs and were represented by counsel at oral 


hearing. 

The registration sought to be cancelled comprises the notation “Ju-C-Orange,” 
with the word “Orange” disclaimed. The asserted first date of use of this mark 
is June 12, 1929 and the mark is applied to goods described as “non-alcoholic bev- 
erages, particularly an orange drink of the orangeade type employing plain and 
carbonated water.” The registration of the petitioner, Registration No. 239,494, 
issued March 6, 1928, with a claimed date of first use of September 22, 1927, dis- 
closes the mark “‘U-See” applied to “non-alcoholic, maltless beverages and extracts 
or syrups for producing the same.” 

The petitioner has challenged the validity of the respondent’s registration upon 
two grounds: 
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1. That the mark is merely descriptive of the goods with which it is used, and 

2. That it is appropriated to products of the same descriptive properties and bears 
such close resemblance to the petitioner’s previously adopted and registered mark as to 
be likely to cause confusion in trade. 


The Examiner of Interferences sustained the petition on the first ground, 
holding that the mark “Ju-C-Orange” is merely descriptive of products of the 
character sold by the respondent and hence the registration thereof is invalid and 
subject to cancellation at the instance of any person who may be injured thereby. 
As to the second ground, the examiner was not persuaded that confusion in trade 
would be likely to result and did not sustain the petition for the reasons alleged, 
but held the petitioner entitled to judgment under the first ground and recom- 
mended cancellation of Registration No. 276,210. 

Ju-C-Orange, the respondent, appeals from this decision, contending that its 
mark “Ju-C-Orange” is not descriptive, and further urges that this is the only issue 
involved on appeal on the ground that since the second ground of the petition for 
cancellation was denied by the examiner and since the petitioner did not take an 
appeal from this denial, it cannot seek review here of the examiner’s decision as to 
the second ground. 

I believe the contention of the respondent as to this matter is not sound but 
that the petitioner may urge in his brief in this appeal any matter of record. The 
Court of Customs and Patent Appeals in ruling on this question in Driggs, et al. v. 
Clark, 31 C. C. P. A. (Patents) 856, 562 O. G. 347, 140 F. 2d 994, 60 U. S. P. Q. 
526, 528, stated: 


It is contended in substance, on behalf of Driggs, et al., that the board correctly over- 
ruled the holding of the Examiner of Interferences accrediting Clark with a conception 
date as of December 14, 1936. The Driggs, et al., brief (page references omitted) states: 

“The party Clark established as of December 14, 1936, his authorship of a note- 
book page . . . . which he contends evidences a conception of the invention. The 

Examiner of Interferences held it satisfied the counts . . . .; the Board of Appeals 

held it did not. . . . This is a question in issue.” 

While Clark did not appeal from the board’s decision awarding him December 17, 
1936, as the earliest date for conception, it is the well-settled practice that he, as appellee, 
is entitled to have us consider the date awarded him by the Examiner of Interferences, 
and we have accordingly examined the proofs upon which the finding of the Examiner 
of Interferences in that regard was based. 


The matters for decision here, therefore, are the same as considered by the 
Examiner of Interferences, namely : 


1. Is the mark “Ju-C-Orange” merely descriptive of the goods with which it is used, 
and 

2. Is it so similar to the mark “U-See” and appropriated to goods of the same de- 
criptive properties as would be likely to cause confusion in trade. 


As to the first reason for the petition for cancellation, I agree with the exami- 
ner. The mark “Ju-C-Orange” is composed of the name of the principal flavor- 
ing ingredient of the product to which it is applied, an orange drink of the orange- 
ade type, manufactured by respondent, preceded by the notation ‘“Ju-C” which is a 
phonetic spelling of the word “juicy,” the generally accepted definition of which 
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is “abounding in juice.” The fact that the word “juicy” is spelled phonetically 
cannot alter the meaning of the word and the expression “Ju-C-Orange” or “juicy 
orange” is deemed clearly descriptive of respondent’s product and, since descriptive, 
is not subject to exclusive appropriation. Its registration, for this reason, is invalid 
and subject to cancellation at the instance of any person who may be injured thereby. 
Since the mark is equally applicable to the goods of petitioner sold under the mark 
“U-See” and there being no disagreement as to the identity of its goods and those 
of the respondent, the improper registration of “Ju-C-Orange”’ as a technical trade- 
mark involved injury to the petitioner under the meaning of Sec. 13 of the Act of 
1905. 

I cannot agree with the Examiner of Interferences, however, as to his decision 
on the second ground of the petition for cancellation. While there are differences 
in the appearances of the two marks “Ju-C-Orange” and ‘‘U-See,” and while the 
mark of the respondent has been held descriptive, I believe there is no reason why 
there cannot be confusing similarity between a descriptive mark and an arbitrary 
one if, in fact, that similarity exists. In a situation similar to the present one, in 
Respro, Inc. v. J]. Greenebaum Tanning Company, 31 U.S. P. Q. 23, in a decision 
affirmed by the Court of Customs and Patent Appeals on February 28, 1938, 25 
C. C. P. A. (Patents) 899, 494 O. G. 6, 94 F. 2d 818, 36 U. S. P. Q. 507, the 
Assistant Commissioner stated : 

After noting that “Tufdri” in applicant’s mark is obviously descriptive of its goods, 


while the marks of the opposer “must be here conclusively presumed to be arbitrary and 
fanciful,” the examiner said: 

“It is to be expected, therefore that the notation ‘Tufdri’ would be readily recog- 
nizable by reason of its known signification, and in consequence thereof that pur- 
chasers would not be likely to confuse it with inherently meaningless notations such 
as those of the opposer.” 

I do not think that is a proper test in determining the question of confusing similarity. 
The trade-marks of the parties must be considered in their entireties, including descrip- 
tive as well as nondescriptive matter appearing therein. This rule has frequently been 
announced by the courts. I quote, for example, from the opinion of the Court of Customs 
and Patent Appeals in the recent case of Joseph Tetley & Co. v. Bay State Fishing Co. 

(C. C. P. A.) 82 F. 2d 299 [26 T.-M. R. 217]: 

“We come next to a consideration of the respective marks of the parties. These 

marks are ‘Budget Special’ and ‘Tetley Budget Tea.’ While the words ‘Special’ 


in the one mark, and “Tea’ in the other, are disclaimed, these words, of course, will 
appear in the mark as used, and the mark must be considered as a whole.” 


I believe the most important consideration in this case is the similarity in sound 
between the dominant part “Ju-C” of respondent’s mark and the mark “U-See” 
of the petitioner, and I believe such a close similarity in the sounds of the two 
marks exists that confusion in trade would be likely. As held in Skol Company, 
Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 F. 2d 200, 582 O. G. 491, 67 U. S. 
P. Q. 96, 99 


. . .Similarity of sound is of itself sufficient to constitute confusing similarity of marks 
when the marks are applied to merchandise of the same descriptive properties. Cluett, 
Peabody & Co., Inc. v. Denver M. Wright, 18 C. C. P. A. (Patents) 937, 46 F. 2d 711, 
8 U.S. P. Q. 344; Traders Oil Mill Company v. Lever Brothers Company, 26 C. C. P. A. 
(Patents) 899, 100 F. 2d 249, 30 U. S. P. Q. 470. 
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Therefore, since there is priority of ownership and use of the mark “U-See” 
by the petitioner, and since this mark is applied to goods of the same descriptive 
properties as is respondent’s mark and there is held to be such close resemblance 
in sound between the two marks that confusion or mistake would be likely in the 
minds of the public, the respondent’s mark should not have been registered in view 
of Sec. 5 of the Act of 1905. 

I am, therefore, of the opinion that the petition for cancellation should be sus- 
tained on both grounds pleaded. 

For the foregoing reasons, the decision of the Examiner of Interferences is 
affirmed and it is further recommended that Registration No. 276,210 be cancelled. 


JU-C-ORANGE OF AMERICA v. PENRITH-AKERS MANUFACTURING 
COMPANY 


No. 4455—Commissioner of Patents—December 24, 1947 


CANCELLATION—PLEADING AND PRACTICE—PROOF OF PRIORITY AND USE 
Registration of petitioner for cancellation, whether valid or invalid, held prima facie evi- 
dence of petitioner’s prior ownership and use of its mark. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Ju-See” held confusingly similar to “Ju-C-Orange,” the word “Orange” being disclaimed, 
used on similar goods under the 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation by Ju-C-Orange of America against Penrith-Akers 
Manufacturing Co. Registrant appeals from cancellation of registration. Affirmed. 


Cushman, Darby & Cushman, Washington, D. C., for Ju-C-Orange of America. 
Charles R. Allen, Washington, D. C., for Penrith-Akers Manufacturing Co. 


Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Ju-C-Orange of America to cancel trade-mark registration No. 
366-461, issued April 11, 1939, under the provisions of the Act of February 20, 
1905, to Penrith-Akers Manufacturing Co. 

For convenience the petitioner and respondent will be referred to as Ju-C and 
Penrith, respectively. 

Penrith’s registered mark consists essentially of the notation “Ju-See” for use 
upon “nonalcoholic, noncereal, maltless beverages, sold as soft drinks and sirups 
and extracts for making the same.” Ju-C is the owner by assignment of registra- 
tion No. 276,210, issued October 14, 1930, under the Act of 1905, of the mark 
“Ju-C-Orange,” with disclaimer of the word “Orange,” for “nonalcoholic bev- 
erages, particularly an orange drink of the orangeade type employing plain and car- 
bonated water.” 

On October 4, 1944, Ju-C filed a petition in cancellation proceeding No. 4455 
seeking cancellation of Penrith’s registration on the ground that the latter’s mark 
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“‘Ju-See” is applied to goods of the same descriptive properties and bears such close 
resemblance to Ju-C’s previously adopted and registered mark “Ju-C-Orange” as 
to be likely to cause confusion in trade. 

Penrith, in cancellation proceeding No. 4593, petitioned on July 11, 1945, to can- 
cel Ju-C’s registration on the ground that the notation “Ju-C-Orange” is merely 
descriptive of the goods with which it is used. The Examiner of Interferences 
rendered one decision disposing of both petitions, in which he held that the relief 
sought should be granted to each of the petitioners. 

That part of the decision which treated cancellation No. 4455 will be reviewed 
here. 

The Examiner of Interferences held that the questions presented in these cases 
are practically the same as those involved in The American Rolling Mill Co. v. 
Republic Steel Corp., 166 Ms.D. 787, 575 O. G. 575, 65 U. S. P. Q. 440, and Re- 
public Steel Corp. v. The American Rolling Mill Co., 166 MsD. 789, 575 O. G. 575, 
65 U.S. P. Q. 439 [35 T.-M. R. 251], and should be resolved in the same manner, 
and held as to cancellation No. 4455 that the sole or dominant features of the marks 
“Ju-See” and “Ju-C-Orange” being idem sonans, are legally indistinguishable. 

He further held that if either notation is capable of functioning as a trade-mark, 
so is the other and that their concurrent use as trade-marks upon the same kind 
of goods is likely to cause confusion in trade and deception of purchasers. 

Penrith argues that the marks “Ju-See” and “Ju-C-Orange” are not deceptively 
similar, and that the cancellation proceeding No. 4455 should have been delayed 
until a decision was rendered in cancellation No. 4593, on the ground that a favor- 
able decision to Penrith in the latter case would remove the threat to its registra- 
tion of “Ju-See” and leave Ju-C with no registration on which to base a cancella- 
tion proceeding. 

It was further the opinion of the Examiner of Interferences that to maintain 
its petition Ju-C has only been obligated to establish its allegation of priority and 
that whether valid or invalid its registration constitutes presently existing evidence 
of its use of the mark relied upon since long prior to the earliest date claimed by 
Penrith. 

I believe the examiner’s decision in all respects is sound. As to the presently 
existing evidence of ownership and use, the Court of Customs and Patent Appeals, 
in Rosengart v. Ostrex Co., Inc., 30 C. C. P. A. (Patents) 1046, 554 O. G. 8, 136 
F. 2d 249, 57 U.S. P. Q. 543, 546, held that : 


Where a trade-mark has been registered and assigned, the assignment being acknowl- 
edged before a proper officer in accordance with the statute and placed of record agree- 
able to the provisions of the statute, such assignment should be regarded as prima facie 
evidence of the assignee’s ownership of the mark. If such an instrument is introduced in 
evidence, in our opinion it is sufficient proof upon which to base a claim of ownership and 
use of a mark in a proceeding such as at bar. In this view we are supported by the weight 
of authority, and it seems that, for the most part, the question as to whether an assign- 
ment of a trade-mark is prima facie evidence of its execution depends upon whether or 
not it has been duly acknowledged before an authorized officer and thereafter recorded in 
accordance with the statute. 
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This is the case here. Ju-C relies on an assignment and has filed a certified copy 
thereof and has established the prima facie evidence of ownership and use of the 
mark “Ju-C-Orange” by reason of its registration. ‘ 

Penrith further contends that if the registration of the mark “Ju-C-Orange”’ is 
held invalid in cancellation No. 4593 it was invalid ab initio and hence this petition 
for cancellation should be dismissed. The examiner held that the question of in- 
validity is immaterial and I believe his holding is correct. In the decision in Derby 
Oil Company v. White Star Refining Company, 20 C. C. P. A. (Patents) 816, 429 
O. G. 75, 62 F. 2d 984, 16 U. S. P. Q. 297, the court stated: 


Whether, because at least a part of appellee’s alleged trade-mark, the white star fea- 
ture, at the time of its adoption and later registrations was invalid because the subject mat- 
ter was publici juris, is an issue, in our opinion, not properly now before us. The validity 
of the marks will be assumed for the purposes of these proceedings. American Cyanamid 
Co. v. Synthetic Nitrogen Prod. Corp., 19 C. C. P. A. (Patents) 1235, 58 F. 2d 834 [22 
T.-M. R. 275]. In the case last cited, we held that similar rules, insofar as the same may 
be applicable, having in mind the nature of such proceedings, are applicable in opposition 
and cancellation proceedings. An attack upon the validity of opposer’s mark is not an 
issue in opposition proceedings. (Citing decisions.) No reason appears why the same 
rule should not be applicable to cancellation proceedings. Of course, nothing that we have 
said here should be construed as an expression of our opinion as to the validity or lack of 
validity of appellee’s mark. 


The remaining question as to confusing similarity appears to have been cor- 
rectly decided by the examiner The practical identity of the goods has been ad- 


mitted, and since the dominant features of the two marks are exactly alike in sound 
and very similar in appearance, it appears to me almost certain that their concurrent 
use on goods of the same descriptive properties would be likely to cause confusion 
in trade and deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


PENRITH-AKERS MANUFACTURING CO. v. KRIM (JU-C-ORANGE 
OF AMERICA, ASSIGNEE SUBSTITUTED) 


No. 4593—Commissioner of Patents—December 24, 1947 


TrapveE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Ju-C-Orange,” the word “Orange” being disclaimed, held descriptive of non-alcoholic 
beverages of the orangeade type. 
CANCELLATION—DAMAGE—GENERAL 
Injury will be presumed to follow from the improper registration of a descriptive word. 
TrRADE-M AaRKS—ABANDONMENT—GENERAL 
Use of the words “bottled by” on the label with the trade-mark of the registered owner 
held no proof of abandonment by the registrant. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation by Penrith-Akers Manufacturing Co. against Max 
Krim (Ju-C-Orange of America, assignee, substituted). Registrant appeals from 
cancellation of registration. Affirmed. 
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Charles R. Allen, Washington, D. C., for Penrith-Akers Manufacturing Co. 
Cushman, Darby & Cushman, Washington, D. C., for Krim. 


Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Interferences, sustain- 
ing the petition of Penrith-Akers Manufacturing Co. to cancel trade-mark regis- 
tration No. 276,210, issued October 14, 1930, to Max Krim, doing business as 
Krim Beverage Company of Lebanon, Pennsylvania, and assigned to Ju-C-Orange 
of America, a firm consisting of Max Krim, Irwin G. Krim and Nathan B. Krim. 

For convenience, the petitioner will be referred to as Penrith and the respondent 
as Ju-C. 

The registration sought to be cancelled discloses the notation “Ju-C-Orange,” 
with disclaimer of the word “Orange,” for “non-alcoholic beverages, particularly 
an orange drink of the orangeade type, employing plain and carbonated water.” 

Penrith is the owner of registration No. 366,461 and the mark registered therein 
consists essentially of the notation ‘“‘Ju-See” for use upon “nonalcoholic, noncereal, 
maltless beverages, sold as soft drinks and sirups and extracts for making the same.” 

The Examiner of Interferences sustained the petition for cancellation of the 
registration of the mark “Ju-C-Orange” on the ground that the mark in question 
is a misspelling of the word “juicy” in association with the name of an ostensible 
ingredient of the goods and is merely descriptive of beverages ot the character to 
which it is appropriated. He held that the mark was improperly registered as a 
technical trade-mark under the Act of 1905 and recommended that it be cancelled. 
The examiner further held that since Penrith is the owner of the registered mark 
‘‘Ju-See” and it is conceded in Ju-C’s answer to the petition that Penrith’s registra- 
tion No. 366,461 covers products identical with those set forth in Ju-C’s registra- 
tion No. 276,210, the mark “Ju-C-Orange”’ of the latter registration is, therefore, 
descriptive of products of the character sold by both parties and its presence on the 
register consequently involves injury to Penrith within the meaning of Sec. 13 of 
the Act. 

Ju-C, the respondent in this cancellation proceeding, argues that the Examiner 
of Interferences erred in holding that the mark “‘Ju-C-Orange” is merely descrip- 
tive and that the petitioner is injured by the presence of the mark on the register. 
The respondent further contends that its mark is fanciful, that petitioner has shown 
no actual damage and that petitioner’s mark “Ju-See” has been abandoned. 

Since the goods of the two parties are admittedly identical, the questions for 
decision here are whether or not the mark “Ju-C-Orange,” as applied to orange 
drinks of the orangeade type is merely descriptive of the goods with which it is 
used and whether the petitioner, Penrith, the owner of registration No. 366,461 of 
the mark “Ju-See” is injured by the registration of the mark “Ju-C-Orange.” 

It appears clear to me that the notation “Ju-C” is merely a misspelling of the 
word “juicy” and that when used with the word “Orange” and applied to an orange 
drink, it describes a desirable characteristic of oranges, which are used in making 
the beverage. As stated by the examiner, the term “juicy” or “Ju-C” as respondent 
has spelled it, is defined as “abounding in juice” and is the generally accepted mean- 
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ing of the word. There would appear nothing fanciful about the mark since the 
manner in which it would function would be to direct the mind of a purchaser to 
a quality or characteristic of the goods with which it is used and not to the origin 
thereof, and hence is devoid of trade-mark significance. 

As to Ju-C’s argument that Penrith has not shown injury by the registration of 
the mark sought to be cancelled, the court in the case of Elishewitz v. Leyser, Green 
Co., 47 App. D. C. 193, 237 O. G. 479, in affirming the Assistant Commissioner, held 
that while in that case the petitioner for cancellation showed injury “injury... .” 
in any case “will be presumed to follow the improper registration of any descrip- 
tive word.” 

The Court of Customs and Patent Appeals, in the case of Burmel Handkerchief 
Corporation v. Cluett Peabody & Co., Inc.,29 C. C. P. A. (Patents) 1024, 542 O. G. 
395, 127 F. 2d 318 stated that: 


In our opinion there would be a probability of damage to appellee and other manu- 
facturers of handkerchiefs by the registration of appellant’s mark. “Of the Year” is a 
common expression of high quality as applied to any object and one which we think any 
business is entitled to apply to its goods. If the exclusive right to use such expression as 
applied to handkerchiefs were granted appellant, we feel that appellee together with other 
manufacturers of handkerchiefs would probably be damaged. 


Therefore, in this case, since the notation “Ju-C-Orange” is descriptive of prod- 
ucts sold by both parties, the exclusive right to use it should not be granted either, 
and its presence on the register would probably cause injury to petitioner and any 
other manufacturer of goods of which the notation is descriptive. 

Actually damage need not be shown, since it is held in Elishewitz v. Leyser, 
supra, injury will be presumed to follow from the improper registration of a de- 
scriptive word. 

The respondent has also urged in its brief and at oral hearing that Penrith has 
abandoned the mark “Ju-See” because the labels submitted with the petition for 
cancellation show the words “Bottled by Pepsi-Cola Bottling Company, Quincy, 
Illinois.” 

Respondent has taken no testimony and has offered no positive proof to show 
abandonment or intention to abandon the mark “Ju-See” by Penrith. The presence 
of the words “Bottled by” on the label with the trade-mark of the registered owner 
is not proof of abandonment by the registered owner of his mark. In the case of 
Michigan Condensed Milk Company v. The Kenneweg Company, 30 App. D. C. 
491, 135 O. G. 451, where a manufacturer put up goods under a brand of a customer, 
it was held: 


Where a customer orders a manufacturer to put up goods under a certain brand which 
originates with the customer, that brand belongs to the customer and not to the manu- 
facturer. 


and it was further held that: 
Clearly, the Kenneweg Company [the customer] has never abandoned the trade-mark. 


It is believed that clearly this is the case here, that the submission of a label tend- 
ing to show that in some instances at least Penrith has allowed another to perform 
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one step in the marketing process of its goods does not imply that Penrith, the owner 
of the mark applied to the finished product, has abandoned or intended to abandon 
its mark. 

The decision of the Examiner of Trade-Mark Interferences in sustaining the 
petition of Penrith for the cancellation of the registration for the mark “Ju-C- 
Orange” on the ground of descriptiveness and recommending that registration No. 
276,210 be cancelled, is affirmed. 


R. C. WILLIAMS & COMPANY, INC. v. GORDON 
Commissioner of Patents—December 31, 1947 


TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Macaroni, egg noodles and spaghetti, held goods of the same descriptive properties as 
canned fruits and vegetables, flavoring extracts, cornstarch, etc. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Pictorial representation of an elf-like figure, which applicant describes as an “Imp,” in a 
circle, held confusingly similar to “Brownie,” used with one or more representations of a 
“Brownie,” on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF REGISTRATIONS OF THIRD PARTIES 
Registrations by third parties, allegedly covering “all sorts of little men designs,” held 
irrelevant. 
TRADE-MarkK Act oF 1946—PLEADING AND PRACTICE—TRADE-MaArK RULE 24.5 
Proposed amendment, presented at hearing on appeal before Commissioner, purporting 
to convert 1905 Act application to one under 1946 Act, in contravention of Rule 24.5, disre- 
garded and Examiner of Trade-Marks instructed to refuse entry of proposed amendment. 
OpposITION— DEFENCES—LACHES, ACQUIESCENCE AND EsTopPEL 
In absence of showing that opposer had knowledge of applicant’s or third party acts, or 
opportunity to take action prior to publication of application herein, facts that applicant had 
ten years use of mark and had spent substantial sums on advertising and third parties had 
registered a few marks having some similarity and opposer had not objected, held to con- 
stitute neither laches, acquiescence, estoppel nor any “equitable principle,” under section 19 
of the 1946 Act, upon which applicant may rely. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by R. C. Williams & Company, Inc., against Leonard 
Gordon. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Jones & Roe, New York, N. Y., for opposer. 
Jackson, Webster & Read, San Francisco, Calif., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the opposition of opposer, R. C. Williams & Company, Inc., to the 
application of Leonard Gordon, Serial No. 478,871, filed January 22, 1945, for 
registration of a trade-mark under the Trade-Mark Act of 1905. Applicant’s mark, 
sought to be registered, consists of a pictorial representation of an elf-like figure 
which applicant describes as an “Imp” in a circle, for macaroni, egg noodles, and 
spaghetti. Opposer claims probable damage under the confusion in trade clause of 
the Trade-Mark Act of 1905 and alleges prior use and ownership of the mark 





242 THE TRADE-MARK REPORTER 38 T.-M. R. 


“Brownie” which has been used in association with one or more representations of 
a “Brownie” as applied to a wide variety of food products, including canned fruit, 
fish and vegetables, flavoring extracts, cocoa, pickles, cornstarch, jellies, coffee and 
mayonnaise. In support of its claim of prior use, opposer relies upon registration 
No. 399,540, registered January 12, 1943, under the Trade-Mark Act of 1905, 
showing the word “Brownie” and representations of two “Brownies,” registration 
No. 395,552, registered June 19, 1944, under the Trade-Mark Act of 1905, cover- 
ing this same mark, and upon registration No. 26,443, registered February 12, 
1905, under the Trade-Mark Act of 1881, comprising the words ‘““The Brownie 
Brand” and pictorial representations of Brownies in various postures, including 
representation of several “Brownies” carrying a fish on a platter. These registra- 
tions cover specific items of food products among those listed above. Evidence of 
use was introduced by both parties in the form of a stipulation of facts, which in- 
cluded consent to introduction of opposer’s testimony as to use of its mark taken in 
another proceeding. 

Seventeen grounds for appeal are specified by applicant. While each ground 
refers to error in a particular statement or ruling of the Examiner of Interferences, 
analysis of these grounds indicates that it is applicant’s contention that differences 
in the goods of the parties, differences between the marks of the parties and fail- 
ure to consider prior registrations of similar figures requires that the decision of 
the Examiner of Trade-Mark Interferences be reversed. No question as to priority 
of use of the word “Brownie” and certain pictorial representations of “Brownies” 
on the part of the opposer on some or all of the food products mentioned appears 
to be raised, and could not be successfully raised in any event in view of opposer's 
registrations and stipulated testimony of record. While it is conceded that op- 
poser has not used its “Brownie” trade-mark on macaroni, egg noodles, and spa- 
ghetti, there is no question but that the mark has been used on some or all of its 
products referred to above, including use on canned fruits, vegetables and fish for 
many years prior to applicant’s claimed date of use. 

Applicant emphasizes the fact that opposer’s goods have not included the “ali- 
mentary paste products” but such use on canned fruits and vegetables, flavoring 
extracts, cornstarch, and other products named, is considered closely similar to such 
products and more similar to them than the products considered in the Court of 
Customs and Patent Appeals, in W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 
745, 158 F. 2d 289, 72 U. S. P. Q. 138. Under well-established rules as to simi- 
larity of goods, these food products are considered to have the same descriptive 
properties. 

As to the similarity of marks, both consist of a fanciful representation of an 
elf- or gnome-like figure. While applicant points out specific differences in the 
figures, side by side comparison shows them to be strikingly similar, not only in 
general appearance, but in specific features. Both show a distinctly elf-like char- 
acter dressed in close-fitting garments with pointed cap and pointed footwear. Both 
have grotesque features and both, unless analyzed carefully, would be taken to be 
the same. The fact that in applicant’s drawing and specimen this figure is carrying 
a spray of wheat, while in opposer’s mark they are usually shown in connection 
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with the word “Brownie” in close association to a picture of the fruit or other 
product involved and are not, in most cases, carrying the product, cannot detract 
from this decided similarity. (Celanese Corporation of America v. E. I. duPont 
de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143, 69 U. S. P. Q. 69 
(36 T.-M. R. 130] ; W. B. Roddenbery Co. v. Kalich, supra.) 

Applicant contends that its figure is an “Imp” rather than a “Brownie” and 
emphasizes the fact that opposer’s mark was originally adopted as a reproduction of 
the “Brownies,” popularized by a then-prominent newspaper artist who used them 
in what might be termed a “comic strip” at the time of their original adoption in 
1895. From this it is argued that applicant’s “Imp” and opposer’s “Brownie” can- 
not be confused and applicant argues that there are “. . . . important differences 
between ‘Brownies’ and ‘gnomes, goblins, pixies, gremlins, fairies of one kind or 
another.’’” While dictionary definitions and other references may draw some fine 
distinction between fanciful figures of this type, applicant’s figure appears to con- 
form more closely to the definition and usual conception of a “Brownie” than an 
“Imp” and comparison indicates that both are “elf-like” or “‘pixie-like” figures 
which possess striking similarity and which would probably be called “Brownies” 
by anyone familiar with opposer’s use of the word and its picture on food products. 
They are considered more closely similar than the “grotesque figures,” or “ani- 
mated fruit figures,” referred to in Barron-Gray Packing Company v. Bruce's 
Juices, Inc., 34 C. C. P. A. 1106, 162 F. 2d 217, 74 U. S. P. Q. 99; (see also, 67 
U. S. P. Q. 177 and 72 U. S. P. Q. 1); or the pictures of infants considered ia 
International Latex Corporation v. 1. B. Kleinert Rubber Company, 508 O. G. 576, 
26 C. C. P. A. 1321, 104 F. 2d 382, 42 U.S. P. Q. 15 [29 T.-M. R. 396]. 

The foregoing is based on a comparison of the figures. Opposer’s mark, how- 
ever, consists of the word “Brownie.” Opposer would, therefore, be entitled to 
protection of both the word and the symbol. (Weyenberg Shoe Manufacturing Co. 
v. Hood Rubber Co., 18 C. C. P. A. 1449, 49 F. 2d 1046, 1931 C. D. 613; Expello 
Corporation v. General Brands Corporation, Commissioner of Patents, 166 M. S. 
224, 58 U. S. P. Q. 424.) The marks are considered confusingly similar within the 
meaning of the confusion in trade clause. 

Applicant has presented by stipulation a number of registrations by third parties 
stated to cover “all sorts of little men designs.” It is stated in applicant’s brief that 
this does not constitute an attack upon the validity of the mark of the opposer but 
that they ilustrate the common use of “little figures of all kinds,” in the light of 
which “the rights of the opposer and the applicant may be properly evaluated.” 
Such registrations and the alleged registrations by other parties are irrelevant. 
(Weyenberg Shoe Manufacturing Co. v. Hood Rubber Co., 18 C. C. P. A. 1449, 
49 F. 2d 1046, 1931 C. D. 613, supra; American Fruit Growers, Inc. v. Michigan 
Fruit Growers, Inc., 393 O. G. 789, 38 F. 2d 696, 17 C. C. P. A. 906; International 
Latex Corporation v. 1. B. Kleinert Rubber Company, supra.) 

Applicant contends, however, that these must be considered under the provisions 
of Section 19 of the Trade-Mark Act of 1946, which provides : 

In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, 


where applicable may be considered and applied. The provisions of this section shall also 
govern proceedings heretofore begun in the Patent Office and not finally determined. 
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In this connection applicant presented at the argument of the appeal a proposed 
amendment which it was stated had been filed in this application purporting to con- 
vert it to one under the Trade-Mark Act of 1946. Such filing during the pendency 
of the appeal is contrary to the provisions of the Rule 24.5 and will be disregarded. 
Applicant may, however, rely on any available “equitable principle” under Section 
19 of the Trade-Mark Act of 1946, which by its terms applies to proceedings pend- 
ing in the Patent Office. In argument, applicant’s counsel went beyond the argu- 
ment included in his brief on this subject and apparently contends that, because ap- 
plicant has used the mark for ten years prior to the institution of the opposition 
without objections by opposer, and because opposer has permitted registration of 
the marks shown in the third party registrations introduced under the stipulation of 
facts, that this conduct constitutes laches and requires dismissal of the opposition. 
It is not necessary to consider what equitable principles may be applied in a proceed- 
ing of this type to dispose of this contention, since there is obviously no laches, 
acquiescence or estoppel involved. The stipulation of facts shows that applicant 
has used its mark on certain food products since 1935 and that substantial sums of 
money have been spent in advertising atsd popularizing it, ranging from $2,000 in 
1935 to $30,000 in 1944. There is nothing to indicate that opposer had knowledge 
of this or that the use or advertising was extensive during the entire ten years that 
applicant contends that opposer delayed in taking action. There is, therefore, no 
showing of estoppel, or even laches, since there is nothing to indicate that opposer 
had any occasion or even opportunity to take any action prior to the publication of 
the mark. See Anheuser-Busch, Incorporated v. Dubois Brewing Company (D. C. 
W. D. Pa.), 73 F. Supp. 338, 75 U. S. P. Q. 6 [37 T.-M. R. 664] ; Menendez v. 
Holt, 128 U. S. 514; Grove Laboratories, Inc. v. Brewer & Co., 103 F. 2d 175 
[29 T.-M. R. 249]. 

It is not apparent how the existence of registrations of others can constitute 
laches on the part of the opposer, nor, if the alleged failure or neglect to oppose or 
cancel such registrations could amount to laches, how or why any such alleged de- 
lay as against any third party would inure to the benefit of applicant. Actually, 
few of the third party registrations referred to appear to possess any close similarity 
to opposer’s mark, but this need not be considered to decide that they constitute no 
basis for “equitable relief” to applicant. If failure to proceed against such third 
party would constitute delay, and no basis of any duty to proceed against them is 
shown, it still would not establish any right on the part of applicant to register as 
a trade-mark a mark which so nearly resembles one or more registered or known 
trade-marks as to be likely to cause confusion or mistake in the mind of the public 
when applied to merchandise of the same descriptive properties. Under well-settled 
principles (Weyenberg Shoe Manufacturing Co. v. Hood Rubber Co., supra; Lac- 
tona, Incorporated v. Lever Brothers Company, 32 C. C. P. A. 704, 144 F. 2d 891, 
63 U. S. P. Q. 62) [34 T.-M. R. 331] these third party registrations are immate- 
rial in an opposition proceeding. Applicant states specifically that it does not at- 
tack the validity of opposer’s claim to the mark. How the existence of these third 
party’s marks could constitute an “equitable principle” which might be a basis for 
such an attack, is not apparent, but, in any event, such an “equitable principle” could 
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not bestow upon the applicant a right to registration which he did not possess. Since 
the marks of the parties are applied to goods having the same descriptive properties 
and applicant’s mark is so similar to that of opposer as to be likely to result in con- 
fusion or mistake in the mind of the public, the opposition was correctly sustained. 

The Examiner of Trade-Marks will be instructed to refuse entry of the pro- 
posed amendment purporting to convert the applicant’s application to the Trade- 
Mark Act of 1946. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


GOODALL-SANFORD, INC. v. MILLER BROS. HAT CO., INC. 
Commissioner of Patents—December 31, 1947 


TRADE-MarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Men’s hats held goods of the same descriptive properties as woolen piece goods and piece 
goods of combinations of cotton, wool, mohair, alpaca, camel hair, silk and artificial silk. 
TRADE-M ARKS—CONFUSING SIMILIARITY—PARTICULAR INSTANCES 
“Palm Island” and pictorial background including two palm trees, held confusingly simi- 
lar to “Palm Beach,” with palm fronds, used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Failure of opposer’s predecessor to succeed in opposition to prevent registration of “Palm- 
Knit,” by a third party and on different record, held not controlling as to confusing similarity 
of the marks herein. 
OPpposITION—DEFENSES—ESTOPPEL 
Alleged inconsistency of opposer’s position, in obtaining registration of “Palm Beach,” 
with two palm fronds, over a previously existing registration of third party, covering “Palm 
Island” for similar goods, and in now opposing applicant’s mark consisting of the words 
“Palm Island” and pictorial background including two palm trees, held immaterial where 
the marks are confusingly similar, the prior third party registration of “Palm Island” is no 
longer of record in the Patent Office and opposer has used its registered mark for many years 
in making large sales of its goods. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Goodall-Sanford, Inc., against Miller Bros. Hat Co., 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Borowsky & Burrows, New York, N. Y., for opposer. 
C. P. Goepel, New York, N. Y., for applicant. 


DANIELS, A. C.: 


Applicant, Miller Bros. Hat Co., Inc., appeals from the decision of the Exam- 
iner of Trade-Mark Interferences sustaining the opposition of opposer, Goodall- 
Sanford, Inc., to registration of its mark, Serial No. 479,248, filed January 31, 
1945, as a trade-mark for men’s hats, under the Trade-Mark Act of 1905. The 
mark sought to be registered consists of the words “Palm Island” and a pictorial 
background including two palm trees. The opposition is based upon opposer’s prior 
use and ownership of a trade-mark for piece goods consisting of the words “Palm 
Beach,” with which appears two palm fronds, claiming that opposer will be dam- 
aged under the confusion in trade clause of the Trade-Mark Act of 1905. Opposer 
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relies upon its ownership of Registration No. 108,511, registered February 15, 
1916 by its predecessor, covering the above-mentioned trade-mark for woolen piece 
goods and piece goods of combinations of cotton, wool, mohair, alpaca, camel hair, 
silk and artificial silk. This registration is of record and opposer has also taken 
testimony to support its claim of prior use and to show large volume of sales and 
advertising of products bearing its mark. While the testimony as to volume of 
sales and advertising is somewhat general in nature, there appears to be no question 
but that opposer has used its trade-mark extensively and that its goods bearing the 
mark have been advertised and sold in substantial quantities throughout the United 
States for many years prior to any use by applicant of the mark sought to be regis- 
tered. 

Applicant contends that its goods are not of the same descriptive properties as 
the opposer’s piece goods. They appear to be closely related. (Sexton Mfg. Co. v. 
Goodall Worsted Co., 17 C. C. P. A. 1196, 40 F. 2d 1017, 1930 C. D. 499 [20 T.-M. 
R. 328] ; Rogers Peet Co. v. B. F. Goodrich Co., 143 F. 2d 880, 31 C. C. P. A. 1191, 
62 U. S. P. Q. 282 [34 T.-M. R. 244]. Applicant further contends that “Palm 
Island” is not confusingly similar to “Palm Beach’ and that the marks taken in 
their entireties are not similar. Mere comparison of opposer’s registration and that 
sought to be registered by applicant is sufficient to dispose of this contention. Both 
in sound and appearance, and in the suggestion of similar tropical scenes, they are 
regarded as so similar that their use on goods of the same descriptive properties 
would be likely to cause confusion or mistake in the mind of the public. The pic- 
torial features add to this likelihood rather than detract from it. 

Applicant contends, however, that the decision of the Court of Appeals of the 
District of Columbia in Goodall Worsted Co. v. Palm Knitting Co., Inc., 56 App. 
D. C. 148, 352 O. G. 535, 10 F. 2d 1013, 1926 C. D. 225 [16 T.-M. R. 91], requires 
that this notice of opposition be dismissed. In that case a predecessor of this opposer 
filed opposition proceeding to prevent registration of ‘‘Palm-Knit” with a represen- 
tation of a palm tree, for goods of similar descriptive properties to those here in- 
volved. That opposition was dismissed, apparently because opposer had originally 
succeeded in registering its trade-mark “Palm Beach” over a then existing regis- 
tration of the words “Palm Island” for similar goods. 

Opposer contends that the ruling in Goodall Worsted Co. v. Palm Knitting Co., 
Inc., supra, has been inferentially overruled by the subsequent decision of the United 
States Court of Customs and Patent Appeals in American Fruit Growers v. Michi- 
gan Fruit Growers, 17 C. C. P. A. 906, 38 F. 2d 696, 1930 C. D. 148, 393 O. G. 
789, and the Examiner of Interferences has upheld this contention and stated that 
the decision referred to was overruled “by necessary implication.” Applicant ar- 
gues that the later decision referred to distinguished the ruling of Goodall Worsted 
Co. v. Palm Knitting Co. (supra) rather than overruled it. Whether “overruled” 
or “distinguished,” however, the result must be the same for the reasons stated 
by the Court in sustaining the opposition involved in American Fruit Growers v. 
Michigan Fruit Growers (supra) must apply here. In fact, in Goodall Worsted 
Co. v. Palm Knitting Co. (supra) the Court stated: “as the Patent Office found, 
‘Palm-Knit’ differs from ‘Palm Beach’ more than ‘Palm Beach’ differs from ‘Palm 





‘ 
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Island’.”” As found by the Court, “‘Palm-Knit” differed in both sound and conno- 
tation and, so far as appears from this record, in appearance more than “Palm 
Beach” and “Palm Island,” as presented here. Taking the marks in their entireties, 
or considering the words alone, the marks here presented appear confusingly simi- 
lar, as stated above, and the prior decision in favor of a third party on a different 
record permitting registration of a different mark is not controlling. 

Nor can the fact that opposer’s present contention may be inconsistent with its 
conduct at the time of obtaining registration change this conclusion. The mark 
over which it obtained registration is no longer of record in the Patent Office, and 
opposer has used its registered mark for many years in large sales of its product. 
In Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 139 
F. 2d 499, 60 U. S. P. Q. 193, 195 [34 T.-M. R. 42] the Court said: 


As to appellant’s fourth contention—that appellee’s conduct here is inconsistent with 
its conduct elsewhere—this is a matter wih which we cannot be concerned. 


See also, Miller Becker Co. v. King of Clubs, Inc., 19 C. C. P. A. 1024, 56 F. 2d 
883, 1932 C. D. 294 [22 T.-M. R. 208]. 

Applicant has set out its reasons for appeal in twenty-four numbered para- 
graphs and states in its brief that “all the ground of the appeal are urged, without 
waiver, and those not specifically briefed are so clear as to speak for themselves.” 
These reasons for appeal have been reviewed and, while the majority of them ap- 
pear subordinate or subsidiary to the points specifically covered, none of them set 
out any reason for reversal of the decision of the Examiner of Interferences. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


McKESSON & ROBBINS INCORPORATED v. SMITH 
Commissioner of Patents—January 6, 1948 


TRADE-MaArKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Insecticide and fly and insect spray in form of powder or dust, held goods of different 
descriptive properties from talcum powder, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by McKesson & Robbins, Incorporated, against Ben- 
jamin D. Smith. Opposer appeals from dismissal of opposition. Affirmed. 


Samuel Herrick, Washington, D. C., for opposer. 
Thomas L. Wilder, Utica, N. Y., for applicant. 


Danie:s, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the opposition of McKesson & Robbins, Incorporated, to the ap- 
plication for registration of a trade-mark, Serial No. 485,371, filed July 2, 1945, 
by applicant, Benjamin D. Smith, under the Trade-Mark Act of 1905, for an in- 
secticide and fly and insect spray. Applicant’s mark comprises the word “Kil-O- 
San.” Opposer bases its opposition on the confusion in trade clause of the Trade- 





248 THE TRADE-MARK REPORTER 38 T.-M. R. 


Mark Act of 1905, and relies upon ownership of registration of the mark “Mor- 
O-San,” registered August 14, 1917, No. 118,026 (renewed) by opposer’s pred- 
ecessor for talcum powder. The Examiner of Trade-Mark Interferences has dis- 
missed the notice of opposition on the ground that the goods of the parties possess 
different descriptive properties. Neither party has taken testimony. 

Opposer, while admitting that the goods are not identical, contends that they are 
applied in much the same way, that they are both dust or powder, that they are sold 
in the same stores and, at least occasionally, over the same counters. Except as to 
the nature of the goods this is not of record. 

The notice of opposition and specimens filed shows that opposer’s product is a 
“talcum powder” and the label filed by opposer describes it as “a pleasantly scented, 
high grade dusting powder, for general use, particularly after the bath.” Appli- 
cant’s product is an insecticide. (While not formally entered, due to failure to 
comply with the rule as to amendment during pendency of a contested proceeding, 
and not necessary for purposes of this decision, it may be noted that applicant has 
been required as a result of another opposition proceeding to restrict its description 
of goods to read: “insecticides and fly and insect spray in the form of garden dust 
for horticultural use.”’) 

Opposer cites a number of cases as support for its contention that the goods 
are similar but, as stated in McKesson & Robbins, Incorporated v. Texas Chemical 
Manufacturing Co., 34 C. C. P. A. 877, 600 O. G. 170, 159 F. 2d 770, 72 U.S. P. Q. 
494, upon which opposer relies, the decisions are not very helpful and are rarely 
controlling on questions such as this. 

I agree with the Examiner of Interferences that it is manifest that the goods 
differ so widely in character and use that they must be considered to possess differ- 
ent descriptive properties within the meaning of the statute. Pratt & Lambert, Inc. 
v. Chapman & Rodgers, Inc., 30 C. C. P. A. 1228, 136 F. 2d 909, 58 U.S. P. Q. 
474. See also Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 
120 F. 2d 370 [31 T.-M. R. 330]. Opposer also relies upon the fact that both 
products are in the form of powder or dust. This is immaterial. (Coty, Inc. v. 
Joseph Dixon Crucible Company, 26 C. C. P. A. 933, 40 U. S. P. Q. 654, 102 F. 
2d 209, 505 O. G. 760.) [29 T.-M. R. 227.] 

In view of the foregoing, it is unnecessary to consider other questions raised by 
opposer. | 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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THE AMERICAN THREAD COMPANY v. L. COPLEY-SMITH & SONS, 
LIMITED 


Commissioner of Patents—January 6, 1948 


TRADE-MarRKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Yarns of wool, yarns of worsted and hand-knitting yarns wholly or mainly of rayon, held 
goods of the same descriptive properties as spool cotton, sewing silk and thread. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the word “Copley’s” displayed against solid diamond- 
shape background, held confusingly similar to the word “Diamond” and to diamond-shaped 
figure inclosed in narrow border and broken in center to form small concentric diamond. 
CANCELLATION—EVIDENCE—GENERAL 
Third party registrations introduced by respondent, held immaterial since validity of 
petitioner’s registrations not in issue and must be presumed. 
In the absence of evidence to the contrary, injury is presumed from the inclusion on the 
register of a confusingly similar mark for merchandise of the same descriptive properties. 
Registration urdder 1905 Act “proves ownership and ownership implies use.” 
CANCELLATION—APPEALS TO COMMISSIONER—GENERAL 
Informal counterclaim, stricken by Examiner of Interferences, may not be considered on 
appeal where respondent failed to present the matter by petition before the pleadings were 
settled and failed to include in the reasons for appeal an allegation that the Examiner’s action 
was erroneous. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by The American Thread Company against 


L. Copley-Smith & Sons, Limited. Registrant appeals from cancellation of 1920 
Act registration. Affirmed. 


Bartlett, Eyre, Keel & Weymouth, New York, N. Y., for petition. 
Walter Gunn, Manchester, England, and H. C. Bierman, New York, N. Y., for 
respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing the petition of The American Thread Company to cancel trade-mark registra- 
tion No. 411,913, issued February 6, 1945, under the provisions of the Act of 
March 19, 1920, to L. Copley-Smith & Sons, Limited. 

The mark of the registration sought to be canceled is the name “Copley’s,” dis- 
played in reverse printing against a solid diamond-shaped background. It is appro- 
priated to “yarns of wool, yarns of worsted and hand-knitting yarns wholly or 
mainly of rayon.” 

Petitioner relies on its ownership of two renewed registrations for “spool cot- 
ton, sewing silk and thread,” both issued on August 27, 1907, under the Act of 
February 20, 1905. One of the marks so registered is the word “Diamond.” The 
other is a diamond-shaped figure identical with applicant’s diamond background, 
except that it is inclosed in a narrow border and is broken in the center to form a 
small concentric diamond. 
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That the goods of the parties have the same descriptive properties is clear be- 
yond argument, and I agree with the Examiner of Interferences that their trade- 
marks are confusingly similar. It is true that the name “Copley’s” appears promi- 
nently as part of respondent’s mark. (W.B. Roddenbery Co. v. Kalich, 34 C. C. 
P. A. 745, 158 F. 2d 289 [37 T.-M. R. 73]. The diamond figure is equally promi- 
nent, and its use constitutes a substantial appropriation of petitioner’s registered 
diamond figure. Celanese Corporation of America v. E. I. du Pont de Nemours & 
Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. R. 130-133]. Also it is the 
pictorial equivalent of petitioner’s registered word. 

Respondent has introduced a number of third party registrations in support of 
its argument that the representation of a diamond has been so generally used in 
relation to threads and yarns that it “no longer denotes origin of the goods, but 
the purchasers rely upon other features of the marks, mostly words or letters or 
initials, in purchasing goods of this type.” But if the representation of a diamond 
is without trade-mark significance, so is the word. And respondent’s argument in- 
volves the validity of both the petitioner’s registrations, which is not here in issue, 
and must be presumed. 

In its answer to the petition, respondent included an informal counter-claim 
seeking cancellation of petitioner’s registrations, which was stricken by the Exami- 
ner of Interferences. Respondent now argues that the examiner’s action in that 
regard was erroneous. If so, it should have been included in the reasons for ap- 
peal, or respondent should have presented the matter by petition before the plead- 
ings were settled. Clearly it cannot be considered now. 

Because petitioner has proved no present use of its marks, respondent urges 
that petitioner has not shown itself to be injured. But a registration under the 
Act of 1905 “proves ownership, and ownership implies use.” Rosengart v. Ostrex 
Co., 30 C. C. P. A. 1046, 136 F. 2d 249 [33 T.-M. R. 284]. And in the absence of 
evidence to the contrary, injury is presumed to result from the inclusion on the 
register of a confusingly similar mark for merchandise of the same descriptive 
properties. 

The decision of the Examiner of Interferences is affirmed. 


TLR 





38 T.-M. R. VAN CAMP SEA FOOD CO. v. ADELMAN 


VAN CAMP SEA FOOD CO., INC. v. ADELMAN 


Commissioner of Patents—January 9, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pep-E,” against picture background showing sailing boat, held confusingly similar to 
“Sea-Pep,” appearing below the picture of a steamboat, used on similar goods, under the 
1905 Act. 
TRADE-M ARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Packed herring cut in small pieces, packed in small containers and sold in grocery and 
appetizer stores, held goods of the same descriptive properties as refined fish oil used in salad 
dressings and as an ingredient in manufactured foods, and fish oil and fish meal used as a 
health ration for poultry, live stock, dogs, etc. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Van Camp Sea Food Co., Inc. against Albert Adel- 
man. Applicant appeals from decision sustaining opposition. Affirmed. 


Minier & Fihe, Los Angeles, Calif., for opposer. 
Abraham S. Greenberg, New York, N. Y., for applicant. 
KINGSLAND, C.: 

The Examiner of Interferences has sustained the opposition of Van Camp Sea 
Food Company, Inc., to the application of Albert Adelman for registration of the 
trade-mark “‘Pep-E” for packed herring, Serial No. 475,823, filed January 20, 1945. 

The applicant has appealed from that decision. 

The appeal was heard before, but not decided by, the late First Assistant Com- 
missioner Frazer. In a stipulation dated October 14, 1947, the parties stipulated 
that reargument of the case be waived and that the matter be decided by the Com- 
missioner on the briefs of record. In the same stipulation, opposer also agreed to 
an amendment filed by the applicant on March 3, 1947, which seeks to change the 
description of applicant’s goods to “packed herring cut in small pieces, packed in 
small containers, and sold in grocery and appetizer stores.” 

Applicant’s mark consists of the expression “Pep-E” against a picture back- 
ground showing a sailing boat on the sea. The word “Pep-E” appears below the 
picture of the boat. According to applicant’s amended application, this mark has 
been used since September 1, 1940, and the containers bearing such mark are sold 
in grocery and appetizer stores. 

The opposition is based on likelihood of confusion in trade. Opposer relies on 
its use of the trade-mark “Sea-Pep” and its ownership of registration No. 376,405 
under the Act of February 20, 1905. The mark was registered on March 26, 1940 
in Class 46, foods and ingredients of foods, for “Refined fish oil used as an in- 
gredient in salad dressings and as an ingredient in other manufactured foods; fish 
oil and fish meal used as a health ration for poultry, live stock, and dogs or other 
carnivorous animals.’ In opposer’s mark the words “Sea-Pep” appear below the 
picture of a steamboat. Since the opposer’s registration antedates the earliest use 
alleged by the applicant, the only question for decision here is the issue of likelihood 
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of confusion between the two marks as used on packed herring and for fish oil 
respectively. 

The Examiner of Interferences held that both marks were dominated by the 
identical word “Pep” and that their concurrent use upon the products of the parties 
would be likely to cause confusion in trade and to deceive purchasers. Applicant 
in his brief on appeal alleges that opposer’s sardine oil as used as an ingredient for 
animal food or a salad dressing is not of the same descriptive properties as appli- 
cant’s packed herring and that the goods of the parties were traded through differ- 
ent channels and reached an entirely different class of purchasers. Applicant also 
challenged the examiner’s ruling that the two marks here involved are in them- 
selves confusingly similar. 

While the issue of likelihood of confusion in the present case is admittedly a 
close one, as the examiner himself indicated in his decision, it is my opinion that 
the Examiner of Interferences was correct in resolving the doubt against the new- 
comer, i.e., the applicant. It seems to me that a comparison of the two marks shows 
very considerable similarity in appearance, background, and theme. The use of the 
word “Pep” in both marks which is clearly the dominant part thereof against the 
background of a boat outweighs, in my opinion, the specific dissimilarities of the 
two marks in other respects. If these two marks were used on entirely unrelated 
goods, the likelihood of confusion would perhaps be too remote to justify rejec- 
tion of the applicant’s mark. It cannot be denied, however—and the Examiner of 
Interferences so found—that opposer’s fish oil, which according to the registration 
certificate is used as an ingredient in salad dressing and other manufactured foods, 
is in the same general class as applicant’s packed herring. While it may be true 
that opposer’s product is not sold in small jars but in large containers and primarily 
to farmers and not through grocery stores, it still remains true that the purchasing 
public would consider both products as fishery products and foodstuffs which may 
emanate from the same manufacturing source. 

It is my opinion, therefore, that this case falls within the line of decisions first 
established by the Court of Customs and Patent Appeals in A. M. Malone v. Morris 
M. Horowitz, 41 F. 2d 414, 17 C. C. P. A. 1252 [20 T.-M. R. 462], 1930. The 
court there said in rejecting registration of the word “Molo” for mouth wash be- 
cause of a previously registered mark “‘Poro” for toilet goods, toilet water, etc. : 


That the goods are not identical is at once apparent, but they have common character- 
istics which, in our judgment, brings them into the same class. While the goods of appel- 
lant are not sold in stores as are the goods of appellee, this fact can make no difference 
in our consideration of the case, since appellant could at any time change her trade practice 
in this regard. We think there are such attributes of similarity in the inherent character- 
istics of the goods and such similarity in their use and in the manner in which such goods 
are ordinarily sold and handled as to bring them within the term “merchandise of the 
same descriptive properties.” 


The decision of the Examiner of Interferences sustaining the opposition is ac- 
cordingly affirmed. 
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PARFUMS CORDAY, INC. v. HARRIS, porne susiness as B. HARRIS CO. 
Commissioner of Patents—January 9, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Toujenais” held confusingly similar to “Toujours Moi,” used on similar goods, under 
1905 Act. 
1946 Act requires no different conclusion. 
TrADE-MarkK Act oF 1946—CoLLEcTIVE MArKS—SEcTIons 4 AND 45 
Respondent’s mark, “Toujenais” held not a “collective mark,” under new Act. 
CANCELLATION—DEFENSES—LACHES OR ESTOPPEL 
Since cancellation may be instituted at any time against 1905 Act registration, held that 
failure to oppose or to petition for cancellation immediately after issuance of registration can- 
not constitute laches or estoppel. 
No facts are alleged or proven which would substantiate an equitable defense of laches 
or estoppel, even if section 19 of 1946 Act were applied. 
Practice of Patent Office in refusing to consider marks of third parties held not an 
“equitable defense.” 


Appeal from Examiner of Interferences. 

Trade-mark cancellation by Parfums Corday, Inc., against Benjamin Harris, 
doing business as B. Harris Co. Registrant appeals from cancellation of registra- 
tion. Affirmed. 


Morris Kirschstein, New York, N. Y., for petitioner. 

Casimir A. Miketta, Los Angeles, Calif., and Mason & Hatfield, Washington, D. C., 
for registrant. 

KINGSLAND, C.: 

This is an appeal from a decision of the Examiner of Interferences sustaining 
a petition to cancel registration No. 404,440. The registration sought to be cancelled 
is the word “Toujenais” as used on “perfumes and toilet water.” The petitioner 
alleges that the mark ‘““Toujenais” should not have been registered in view of his 
previously registered marks Nos. 188,741 and 206,799 which show the mark “‘Tou- 
jours Moi” as applied to various toilet preparations and similar articles. 

The appeal was heard before, but not decided by, the late First Assistant Com- 
missioner Frazer. In a stipulation dated October 13, 1947, the parties stipulated 
that reargument of the case be waived and that the matter be decided by the Com- 
missioner on the briefs of record. 

No issue was raised with regard to the petitioner’s prior use of his marks; the 
only issue for determination is the likelihood of confusion between the two marks. 

The Examiner of Interferences concluded that the two marks may, perhaps, be 
different in meaning to well informed persons, but that, to the ordinary purchaser, 
their literal meaning would be obscure and that they were confusingly similar in 
appearance and particularly in sound. 

Respondent in its brief on appeal alleges that the two marks are distinctly differ- 
ent and that petitioner’s mark should be held strictly limited in scope in view of the 
fact that many other trade-marks comprising the letters “Tou” had been previously 
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registered and that the petitioner has failed to establish any likelihood of confusion. 
In addition, respondent contends that the examiner erred in not applying equitable 
principles of laches and estoppel under section 19 of the Trade-Mark Act of 1946 
to the present case. In this connection, respondent also points out that his trade- 
mark is in actual fact ‘‘a collective mark” since purchasers do not ask for the article 
under the name “Toujenais” but instead under the names “Congo” and “Bracelet” 
or other trade-names which are prominently displayed on the goods. Finally, re- 
spondent contends that the Examiner of Interferences erred in ignoring testimony 
which showed that perfumes and colognes are purchased by discriminating buyers 
who exercise care in the selection of goods. 

In my opinion, the Examiner of Interferences was clearly right in sustaining 
the petition for cancellation. An issue very similar to the one here presented was 
decided by the Court of Customs and Patent Appeals in E. Daltroff & Cie v. Vivau- 
dou, Inc., 53 F. 2d 536 (C. C. P. A. 1931) which involved likelihood of confusion 
between the two designations “Chez Moi” and “‘Chez Lui’ as used on perfume. In 
holding these two marks confusingly similar, the court said: 


It is true, as argued by counsel for appellant, that the involved marks are not identical 
in appearance, sound, or meaning. They differ slightly in each of those characteristics. 
However, the question before us is whether the marks are confusingly similar, not whether 
they are identical. Counsel for appellant has laid considerable stress upon the difference 
in meaning of the two marks. It is urged that “Chez Lui” has a strictly masculine mean- 
ing, “his home,” whereas “Chez Moi,” not so restricted, means “my home.” From this, 
it is argued that the masculinity of the mark “Chez Lui” is sufficient to cause women, 
who, it is claimed, are practically the exclusive purchasers of perfumery, to distinguish 
between the two marks, and therefore confusion would not result. 

Assuming that the bulk of perfume in the United States is purchased by women, it does 
not necessarily follow that they would be as discriminating as counsel for appellant has 
argued. The marks, considered in their entirety, have a marked similarity, and, when used 
on goods possessing the same descriptive properties, would, in our opinion, be likely to 
cause confusion in the mind of the public. 


The two marks involved in the present case are even more closely similar than 
the marks ‘Chez Moi” and “Chez Lui.” They are so similar in sound, in my opin- 
ion, that one may be easily confused with the other by purchasers and sellers who 
are not familiar with the French language. The fact that the word ‘“Toujenais” has 
no separate meaning in the French language apart from being respondent’s trade- 
mark does not, in my opinion, obviate the likelihood of confusion between the two 

aarks. 

Nor does the new Trade-Mark Act of 1946 require any different conclusion. In 
the first place, it is not clear at all in what sense respondent’s mark could be con- 
sidered a “collective mark” under section 4 of the new Act. A “collective mark” 
is defined in Section 45 as follows: 


The term “collective mark” means a trade-mark or service-mark used by the members 
of a cooperative, an association or other collective group or organization and includes 
marks used to indicate membership in a union, an association or other organization. 


Certainly respondent’s mark bears no resemblance whatsoever to a “collective 
mark” as here defined. Moreover, if it were true that respondent actually used 
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additional names such as “Congo” and “Bracelet,” and referred to the name “Tou- 
jenais” only as his business address and designation, a serious issue may be raised 
as to whether such use constitutes “trade-mark use” at all and might not have made 
the mark subject to cancellation on the ground that the mark as registered was not 
used in a trade-mark sense. 

Finally, no facts are alleged or proven which would substantiate an equitable 
defense of laches or estoppel, even if section 19 of the Act of 1946 were applied 
to the present proceeding. If it is considered that cancellation proceedings can be 
instituted at any time against a trade-mark registered under the Act of 1905, it 
cannot be argued that petitioner’s failure to oppose the registration or to file can- 
cellation proceedings immediately after respondent’s mark was registered consti- 
tutes laches or an equitable estoppel. Since the records fail to show any other 
facts or allegations which would even sufficiently raise one of the equitable de- 
fenses mentioned in Section 19—the Patent Office’s practice not to consider marks 
other than those involved in the pending cancellation proceeding certainly is not 
an “equitable defense’”—respondent’s assignment of error based on this ground 
appears to be without merit and entirely insufficient as a matter of pleading. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE VAN CAMP SEA FOOD CO., INC. 
Commissioner of Patents—January 14, 1948 


TrapE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Sea,” in applicant’s claimed mark “Sea Chicken,” held descriptive of canned 
tuna; and Examiner’s ruling requiring disclaimer affirmed. 
TRADE- MARKS—REGISTRABILITY—UNCLEAN HANDS 
Application held a nullity and registration refused because of misleading statements in it; 
where prior registration of the same mark was cancelled on the ground of abandonment, ap- 
plicant may not claim continuous use from the same date of first use claimed in the cancelled 


registration. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Van Camp Sea Food Co., Inc. 


Applicant appeals from refusal of registration. Affirmed. 
Minier & Fihe, Los Angeles, Calif., for applicant. 


Danlie.s, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks refusing 
to register under the provisions of the Act of February 20, 1905, applicant’s mark 
“Sea Chicken” as applied to canned tuna, Serial No. 471,694. Registration was 
refused because of the refusal by applicant to disclaim the word “Sea” forming 
part of the mark sought to be registered as descriptive, and on the ground that ap- 
plicant has claimed a date of first use which is not justified on the record. As to 
the requirement that “Sea” be disclaimed, the ruling of the examiner seems clearly 
correct. In Franco-Italian Packing Corporation v. Van Camp Sea Food Co., Inc., 
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31 C. C. P. A. 1029, 142 F. 2d 274, in considering applicant’s trade-mark “Chicken 
of the Sea” the United States Court of Customs and Patent Appeals stated : 
It is generally recognized that most canned fish comes from the sea. The public 
should be free to use the term “of the Sea” in handling sea food. 
See also Booth Fisheries Corporation v. Genoa Fisheries, Inc., 548 O. G. 768, 56 
U.S. P. Q. 332. 

Regardless of the disclaimer, however, registration must be refused upon this 
application because of misleading statements or claims contained in the application. 
On March 3, 1931, applicant registered this same mark for canned fish, Registration 
No. 280,975. Cancellation proceedings against this registration on the grounds of 
abandonment resulted in the decision of the First Assistant Commissioner on April 
22, 1944 affirming the decision of the Examiner of Interferences sustaining the 
petition for cancellation on the ground of abandonment. Westgate Sea Products v. 
Van Camp Sea Food Co., Inc., 562 O. G. 702, 61 U. S. P. Q. 216. No appeal hav- 
ing been taken from that decision, the applicant’s registration was cancelled on 
March 1, 1945. The present application filed June 26, 1944 states: 

The trade-mark has been continuously used and applied to said goods in applicant’s 
business since March 1, 1930. (Emphasis added.) 
This is the date of use claimed in the cancelled registration, No. 280,975. Appli- 
cant now states: 

. . Appellant has now again begun using the mark on its merchandise in Interstate 
Commerce, and sees no reason why it cannot logically carry back its claim of first use to 
such actual first date of use, regardless of an intervening period of abandonment. 

In its application, filed prior to the cancellation referred to, applicant has made 
the claim of continuous use since the date quoted above and presented its verified 
declaration “. . . . that he believes the foregoing statement is true. . . .” The 
basis on which it is believed that the date can be “logically” carried back is not 
stated, but there can be no logic which will make it proper to use a statement that 
the mark has been “continuously used” when there has been “an intervening period 
of abandonment” sufficient to have resulted in cancellation of the prior registration, 
and thereby attempt to secure a registration showing use from this earlier date. 
The inclusion of such a statement would appear to make this application a nullity. 
See Four Roses Products Co. v. Small Grain Distilling and Drug Co., 29 F. 2d 959, 
58 App. D. C. 299. 

The decision of the Examiner of Trade-Marks is affirmed. 
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